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39 T.M.R. COURTS PROTECTING TRADE-MARKS? 


PART I 


ARE OUR COURTS PROTECTING “SECONDARY MEANING” 
TRADE-MARKS? 


By Julius R. Lunsford, Jr.* 


It has been said that secondary meaning marks were “lifted from the public 
domain.”” Judging from many decisions, particularly recent adjudications, it would 
appear that the courts are lifting them from the owners who have spent time, 
money and energy in the protection and preservation of their symbols, and returning 
them to the public domain. First, it was aspirin,” then cellophane* and shredded 
wheat.* Recently “Philco” and “Sunkist” have been denied protection,’ and “Stur- 
geon Bay” and “NuGrape” have been held to be invalid. 

The commentators, from Rogers in 1914 to Callmann in 1949,° have been 
advising owners how to select trade-marks that will meet all legal requirements. 
Such admonitions usually include the following negative statements or variations 
thereof: Don’t select a personal name; don’t select a geographical name; don’t 
select a deceptive name; don’t select a descriptive name; don’t select an infringing 
name; and don’t be commonplace. These “don’ts” are certainly pertinent and 
should by all means be heeded by those manufacturers seeking a new means of 
identification or a symbol for a new product. But what is to be said or done in 
behalf of the owners of trade-marks such as “Nu-Enamel,” “Budweiser,” “Cana- 
dian Club,” “Philadelphia,” “Philco,” “Waltham” and the personal names such 
as “Johnson,” “Stetson” and “Ford?” The owner is of such trade-marks, by in- 
vesting much time and money, have built up what is called a secondary meaning 
for their marks and they have become extremely valuable marks. Are they being 
given adequate protection ? 

Naturally, one manufacturer should not be given the right to monopolize an 
ordinary word like “ivory” for billiard balls just because he used it first. How- 


° he ed of the Georgia Bar. 

Standard Oil v. Michie, 34 F. 2d 802-3-4 (E. D. Mo. 1929). 

Ay Bayer Co. v. United Drug Co., 272 Fed. 505, 509, sis (S.D.N.Y. 1921); The Proper 
Typographical Treatment for Trade-Marks, 39 T.M.R.3 (1949). 

3. DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 81 (C.C.A. 2d 1936) ; cert. 
denied 299 U. S. 601, 57 Sup. Ct. 194, 81 L. Ed. 443 (1936) and 304 U. S. 575, 58 Sup. Ct. 
1047, 82 L. Ed. 1539 (1938). But see ‘Lost Monopolies, 32 Bull. U. S. Trade Mark Ass’n, 329, 
334 (1937) and cf. Schechter, Trade-Morals and Regulation: The American Scene, 61 Ford. 
L. Rev. 201, 202 (1937). 

4. Kellogg v. National Biscuit Co., 305 U.S. 111-118, 34 L. Ed. 997, 11 Sup. Ct. 396 (1938). 

. Protection of Philco restricted in Philco Corp. v. F. & B. Mfg. Co., 170 F. 2d 958 
(C. C. A. 7th 1948) ; protection of Sunkist restricted in California Fruit Growers Exchange v. 
Sunkist Baking Co., 166 F. 2d 971 (C. C. A. 7th 1947) ; Sturgeon Bay declared invalid in Fruit 
Growers Co- Operative v. M. W. Miller & Co., 170 F. 24 834 (C. C. A. 7th 1948) and Nu Grape 
declared invalid in National NuGrape Co. v. Guest, 164 F. 2d 874 (C.C.A. 10th 1947), cert. 
denied 333 U. S. 874, 68 Sup. Ct. 903, 92 L. Ed. 745 (1948). 

6. Goodwill, Trade-Marks & Unfair Trading, Chap. 7; How To Select A Trade-Mark, 
Printers’ Ink, April 22, 1949, p. 30. 
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ever, “Ivory” for soap is a perfectly valid trade-mark. The word did not sug- 
gest soap until Procter and Gamble adopted, used and popularized “Ivory” as a 
trade-mark which distinguishes its soap from that of all other manufacturers. Cer- 
tainly, Procter and Gamble as well as the owners of other marks which have ac- 
quired a secondary meaning, should be protected by the courts. 












What Is Secondary Meaning? 





The doctrine of secondary meaning as one court stated it, “contemplates that a 
word or phrase originally, and in that sense primarily, incapable of exclusive ap- 
propriation with reference to an article on the market, because geographically or 
otherwise descriptive, might nevertheless have been used so long and so exclusively 
by one producer—the word or phrase had come to mean that the article was his 
product ; in other words . . . the word had come to have a ‘secondary meaning’.’” 

Secondary meaning relates to association. As an example, the word “Standard” 
was upheld because “Standard” was understood in the oil business as designating 
the business and products of the plaintiff—Standard Oil Company.* Secondary 
meaning is that association existing in the minds of the purchasing public which 
enables them to identify the product. In the words of Judge Learned Hand, “What 
do the buyers understand by the word for whose use the parties are contending ?’” 
If the name or word is associated by the buyers with a particular product to the ex- 
tent that they were attaching or affixing that word or name to a similar product, 
so that it would amount to a falsehood or deception, then secondary meaning exists”. 
On the other hand, if the buyers interpret it as a kind or type of goods and the 
owner cannot show that it means his product, there is no secondary meaning.” 

Derenberg summarizes the meaning of the term as follows: ‘Secondary mean- 
ing confers an exclusive right upon the owner of a mark to use that mark in a 
trade-mark sense despite its original invalidity and therefore such a mark can 
very well become ‘exclusive property’ and ‘good against the world.’ ’”* 

If plaintiff has used a certain word to refer to his product so long and so ex- 
clusively that in the minds of the consuming public that word or phrase has come 
to mean that “the” product is “his” product, and only “his” product, then such 
word or phrase has acquired a secondary meaning which equity will protect; 
and this is true even though the right to use such word or phrase is public by 
virtue of the expiration of any patents, or even though the word or phrase is 
generic. But it is not well recognized that it is not a prerequisite to secondary 



































7. Merriam v. Saalfield, 198 Fed. 369, 373 (C. C. A. 6th 1912). ' 
8. Standard Oil v. Michie, 34 F. 2d 802, 3-4 (E. D. Mo. 1929). See also Standard Oil 
Company of New York v. Standard Oil Company of Maine, 38 F. 2d 677 (D. Maine 1930). 

9. Bayer Co. v. United Drug Co., 272 Fed. 505, 509 (S.D.N.Y. 1921). 

>. Herring-Hall Co. v. Hall’s Safe Co., 208 U. S. 554, 559 (1908), 52 L. Ed. 616, 28 Sup. 
Ct. 350. 

11. Bayer Co. v. United Drug Co., 272 Fed. 505, 509, 513 (S.D.N.Y. 1921). 

12. Derenberg, Trade-Mark Protection & Unfair Competition (1936). 

13. There is no special time limit prerequisite to the creation of a secondary meaning. 
In Birmingham Vinegar Brewery Co. v. Powell, (1897) App. Cas. 710, 66 L. J. Ch. 763 (House 
of Lords 1897), the time was 25 years; in Faylder & Co. Ltd. v. O. & G. Maston, Ltd., 20 Rep. 
Pat. Cas. 477 (Eng. Ct. App. 1903), 14 years; in McAndrew v. Bassett, 4 De G. J. & S. 380 
(1864) 6 weeks. The doctrine of secondary meaning has been applied even where plaintiff and 
defendant were not actual competitors. In Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 
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meaning that the public should connect a product with its maker to the extent 
of knowing his identity. “It is, of course, not necessary that he (plaintiff) should be 
known as the maker ; on the contrary, it will suffice if the article be known as com- 
ing from a single, though anonymous source.”** The proposition is in line with 
the common experience of the average customer. When one buys “Nabisco” bis- 
cuits or “Hav-A-Tampa” cigars, no one has in mind the manufacturer ; this legal 
phraseology is mere fiction." Particularly under present day conditions, the pur- 
chasing public may have a fixed purpose to buy a given article and not a substitute, 
and yet be quite ignorant whether the genuine article is made by one or another 
manufacturer.” As Mr. Justice Brandeis said: “ . . . the logic of words should yield 
to the logic of realities.” 

Words which have acquired a meaning by association between a word and the 
goods of one concern are secondary meaning marks and shall be protected from 
infringement. The law of unfair competition can be succinctly stated in one sen- 
tence: No one has the right to sell his goods as the goods of another.** Therefore, 
any contrivance, no matter how well camouflaged or how ingenious, which involves 
the false representation that one manufacturer’s goods are another’s is unlawful. 
Each case presents a question of fact—whether or not the false representation is 
being made. If the representation is being made legal consequences follow and the 
use of the means of deception is enjoined or restrained in a manner designed to 
avoid deception of the public. 

The courts never hesitated to deal quickly when technical trade-marks were 
infringed but when it came to the deceptive use or imitation of identifying per- 
sonal, geographical, or descriptive names the progress was slow. The ten-year 
proviso of the Act of 1905” was a step in the right direction. The passage of 
the Lanham Act supposedly crystallized the law of unfair competition as it existed 


679, 264 N. Y. Supp. 459 (Sup. Ct. 1932), aff’d 237 App. Div. 801 (1st Dep’t 1932), aff'd w. o. 
op., 262 N. Y. 482 (1933), plaintiff company, in which one or more members of the Tiffany fam- 
ily had been continuously associated since 1837, carried on a widely advertised business in 
jewelry under the trade-mark “Tiffany.” Defendant company, with no one in it by the name 
of Tiffany, manufactured motion pictures and sold them as “Tiffany” productions. Plaintiff 
company secured an injunction restraining defendant company from using the name “Tiffany” 
in connection with its business. 

14. Learned Hand, J. in Coty, Inc. v. Le Blume Import Co., Inc., 292 Fed. 264, 267-8 
(S.D.N.Y. 1923). See also Coca-Cola Co. v. Koke Co. of America, 254 U. S. 143, 41 Sup. Ct. 
113 (1920); and Matter of McDowell's Application, 43 Rep. Pat. Cas. 313 (Eng. Ct. App. 
1926), aff'd, 44 Rep. Pat. Cas. 335 (House of Lords 1927). 

15. Crane, J., dissenting in Gotham Music Service, Inc. v. Denton & Haskins Music Pub. 
Co., Inc. 259 N. Y. 86, 91, 181 N. E. 57, 59 (1932), noted in 18 Cornell L. Q. 139 (1932) ; 
see also Schechter, Rational Basis of Trade-mark Protection (1927), 40 Harv. L. Rev. 813, 
814-19. 

16. Saalfield Pub. Co. v. Merriam Co., 238 Fed. 1, 8 (C.C.A. 6th 1917) ; “We may safely 
take it for granted that no one in a thousand knowing of or desiring to purchase ‘Baker’s Cocoa’ 
or ‘Baker’s Chocolate’ know of Walter Baker & Co., Limited.” Walter Baker & Co., Ltd. v. 
Slack, 130 Fed. 514, 518 (C.C.A. 7th 1904); The Manhattan Shirt Co. v. Sarnoff Hat Stores, 
19 Del. 151, 162, 164 Atl. 246, 250 (Ch. 1933), aff’d, 20 Del. 455, 180 Atl. 928 (Ch. 1934); 
Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. 2d 687, 688 (C.C.P.A. 1936). 

17. Di Santo v. Pennsylvania, 273 U. S. 34, 37, 47 Sup. Ct. 267, 271 (1927). See also 35 Va. 
L. Rev. 214, 226 (1949). 

18. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 60 L. Ed. 713, (1916) ; Yale Electric 
Corp. v. Robertson, 26 F. 2d 972 (C.C.A. 2d 1928). See also Author’s note, supra. 

19. Trade-Mark Act of 1905 (15 U.S.C. Sec. 85 & 96, Repealed by Act of July 5, 1946). 
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in 1946.” Yet many interpretations of the Lanham Act have been confusing and 
disappointing. At this point an examination of pertinent decisions is in order. 


Ten-Year Proviso 


The Ten-Year Clause of the 1905 statute provided that a mark, geographical 
or descriptive in itself, or a personal name, is registrable if used exclusively by the 
applicant for ten years prior to the passage of that Act. Here we have a codifica- 
tion of the secondary meaning theory. This provision creates a presumption that 
any mark, whether it is of such character as to become a common-law mark or not, 
if used continuously and exclusively by the registrant for ten years prior to Feb- 
ruary 20, 1905, may be registered under the Act. Registration creates the presump- 
tion that the mark has a secondary meaning over and above its original descriptive 
or geographical significance, and a presumption of ownership. The owner of a 
mark possessing a secondary meaning and registered under this proviso is en- 
titled to the same protection that any other trade-mark owner can claim. 

In Davids v. Davids,” the Supreme Court of the United States held that the 
complainant, owner of a mark registered under the 10-year proviso, was entitled 
to its protection as a valid trade-mark under the statute. Complainant marked 
its goods “Davids” at the top of its labels. The defendants, in the same posi- 
tion on its labels, put “C. I. Davids.” At the bottom of their labels the defendants 
placed “Davids Mfg. Co.” Mr. Justice Hughes reversed the Circuit Court of 
Appeals and affirmed the trial court’s decree which enjoined defendants from the 
use of the word “Davids Manufacturing Company” and from the use of the words 
“Davids” at the top of their labels in connection with the business of making and 
selling inks. In doing so the eminent Justice said: 


Having the right to register its mark, the complainant was entitled to its protec- 
tion as a valid trade-mark under the statute... Having duly registered under the Act, 
the complainant would be entitled to protection against any infringing use; but in deter- 
mining the extent of the right which the statute secures and what may be said to con- 
stitute an infringing use, regard must be had, as has been said, to the nature of the mark 
and its secondary, as distinguished from its primary, significance.** 


The registration there was under attack on the grounds that the plaintiff did not 
have exclusive use of the word “Davids” within the statutory ten-year period. 
The defendant’s position in that case rested upon the fact that during the ten-year 
period there were infringing uses of the plaintiff’s mark. 

Judge Hough dealt with that question in a note appended to his opinion in that 
case. This note is omitted in the Federal report of the case, 190 F. 285, but it is 
incorporated in the opinion in 1 T. M. R. 215, and is part of the record in the 


Supreme Court. Judge Hough said: 


The registration of complainant's trade-mark is said to be invalid because complainant 
and its predecessors had not had exclusive use thereof for the statutory period. The only 
evidence to support this contention is that an imposter named David sold “Davids Inks” 


20. S. C. Johnson & Son, Inc. v. Johnson Products Co., 81 U.S.P.Q. 509 (C.C.A. 2d 1949). 
21. 233 U. S. 461 (1913). 
22. Id. at 468, 471. 
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to people who thought they were buying Davids’ ink. The exclusive use of a trade- 
mark means rightfully exclusive use, and is not disturbed by an unsuccessful effort to 
steal the same, nor even by furtive and partial success in making some profit out of the 
attempted theft. 


On this point Mr. Justice Hughes, speaking for the Court, said : 


In this view, the complainant was entitled to register its mark. We need not stop 
to discuss the contention that the complainant’s use had not been exclusive, or that the 
mark had not been used in interstate commerce, or the further defense that the com- 
plainant should be denied relief because it had deceived the public. It is enough to say 
that these contentions were without adequate support to the evidence and were properly 
overruled by the Circuit Court. 


The ten-year proviso was a statutory recognition of the common law doctrine 
of the protection of secondary meaning marks. It long ago outlived its usefulness 
because many descriptive, geographical and personal names which have become 
distinctive made their appearance after February 20, 1895. Under the old Act 
words such as “Cadillac,” “Dyanshine” and “Ford” could not be registered unless 
it was shown that they had been used exclusively by the applicant as a trade-mark 
for ten years immediately prior to February 20, 1905. 

The new Act provides for the registration of descriptive words, geographical 
names and personal names which have become distinctive of the applicant’s goods 
in commerce.” The 1946 Act omits the ten-year rule. In its place there is the 
provision that a mark that has become “distinctive” of one person’s goods is regis- 
trable ; and that “substantially exclusive and continuous use” for five years is prima 


facie evidence of such distinctiveness. It is hoped that this will be interpreted 
liberally by the courts.™ 
Judge Learned Hand has aptly enunciated the following principle : 


The proprietary connotation, “secondary meaning,”—of a word of common speech is 
harder to create and easier to lose, and its fringe of penumbra does not usually extend so 
far as that of a coined word. But that is matter of proof and of that alone; if the owner 
can in fact show that the fringe does extend to other goods there is no reason why his 
interest should not be recognized. His interest is exactly the same as though the mark 
were a coined word (his reputation and his chance to extend his sales);...It would 
therefore be wrong to make any absolute distinction between coined and colloquial, 
names... *° 


23. 15 U.S.C. Sec. 1052(f) (1948): “No trade-mark by which the goods of the applicant 
may be distinguished from the goods of others shall be refused registration on the principal regis- 
ter on account of its nature unless it—(f) Except as expressly excluded in subsections (a), (b), 
(c), and (d) of this section, nothing in this chapter shall prevent the registration of a mark 
used by the applicant which has become distinctive of the applicant’s goods in commerce. The 
Commissioner may accept as prima facie evidence that the mark has become distinctive, as ap- 
plied to the applicant’s goods in commerce, proof of substantially exclusive and continuous use 
thereof as a mark by the applicant in commerce for the five years next preceding the date of 
the filing of the application for its registration. July 5, 1946, c. 540, Title I, Sec. 2, 60 Stat. 
428.” 

24. Derenberg, The Lanham Trade-Mark Act After One Year's Administration, p. 7-14 
(1948). Robert, Commentary on The Lanham Trade-Mark Act, Incorporated in 15 U.S.C. 
Secs. 1051-1127 at pages 271-273 (1948); in a discussion dealing with technical trade-marks. 
35 Va. L. Rev. 214, at pages 215, 223-224 this writer endeavored to point out that the express 
purpose of the Lanham Act was to broaden protection. } 

25. Landers, Frary & Clark v. Universal Cooler Corporation, 85 F. 2d 46, 48 (C.C.A. 2d 
1936). See also Judge Hand’s decision in Yale Electric Corp. v. Robertson, 26 F. 2d 972, 974 
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This maxim is sound but one which the courts have been reluctant to follow 
in litigation concerning personal, geographical and descriptive names. The incon- 
sistency of the courts and the inadequacy of protection granted to these types of 
marks are illustrated by the following cases which deal with marks recognized by 
some tribunals as being distinctive marks.” 


Personal Names 


A man’s name identifies him as an individual and stands as a symbol of his 
reputation and the good will he enjoys. For trade-mark and trade-name purposes 
arbitrary and fanciful words are preferred over personal names. The latter, how- 
ever, may become by association (secondary meaning) so synonomous with a 
business that the protection accorded it will be equal to that afforded arbitrary or 


fanciful names. 

Every man has a right to use his own name. However, he has no right to use 
it for the purpose of stealing the good will of his neighbor’s business nor to commit 
a fraud on the public.” The courts should be zealous in protecting the reputation 
and good will of a business and not permit another to reap where he has not 
sown.” One court drew the parallel of the use of a personal name with the right 
of every man to use white paper but he has no right to use it for making counterfeit 


money nor to commit a forgery.” 
The “Baker” cases afford an excellent example of the inconsistency and con- 


flicting attitudes of the courts. Walter Baker & Company had been in business for 
over a century so that “Baker’s’’ Chocolate and “Baker’s” Cocoa indicated a par- 
ticular product. William H. Baker in 1894, began to market chocolate labeled 
with the name “W. H. Baker & Co.” A suit was started and an injunction ob- 
tained enjoining defendant from using “Baker” alone or in connection with the 
designation “& Co.” and required him to use it in some distinctive manner.” 
Shortly thereafter the Second Circuit modified a decree issued by the Southern 


“ee 


District giving the defendant the choice between indicating that his chocolate “is 
made or prepared or sold for or by W. H. Baker, of Winchester, Virginia” but 
not using this name in “collocation with the word ‘chocolate,’ as the ‘title,’ or else 


(C.C.A. 2d 1928) and Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, 20 F. Supp. 
703 (E. D. Pa. 1937). In this connection compare Arrow Distilleries v. Globe Brewing Co. 117 
F. 2d 347 (C.C.A. 4, 1941) with Cluett, Peabody & Co. v. Spetalnik 29 F. Supp. 173 (D.C.E.D. 
N.Y. 1938). 

26. The author does not contend that any word can acquire a secondary meaning. It is 
difficult to conceive of a word such as, “Deluxe” or “Excellent” becoming distinctive. Marks 
registered under the Act of 1920 are not registrable under Sec. 2(f) unless they have become 
distinctive, Derenberg, Note 24. However, see discussion, infra, concerning “Sturgeon Bay.” 
Whether or not a name has acquired a secondary meaning is, as Judge Hand has said, a matter 
of proof. See also Little Tavern Shops v. Davis, 116 F. 2d 903 (C.C.A. 4, 1941) which held 
“Little Tavern,” used for 12 years to identify Plaintiff’s thirteen stores, had acquired a secondary 


meaning. : 
27. See Rogers, The Lanham Act and The Social Function of Trade-Marks, 14 Law and 


Contemp. Prob. 173, 174 (1949). 
28. Brooks Brothers v. Brooks, 60 F. Supp. 442 (D.C.S.D. Calif. 1945). See Robert, The 
New Trade-Mark Manual, Chapter 1; Nims, “Unfair Competition and Trade-Marks,” Chapter 
VI (1947). 
29. Garrett v. T. H. Garret & Co., 78 Fed. 472, 478 (C.C.A. 6, 1896). 
30. Walter Baker & Co., Ltd. v. Baker, 77 Fed. 181 (W. D. Va. 1896). 
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placing upon his packages in prominent type the words ‘W. H. Baker is distinct 


from and has no connection with the old chocolate manufactory of Walter Baker 


& Company’.’** A similar decree was granted the following year against William 


P. Baker.” 

Walter Baker & Co. obtained an injunction against a retailer in Chicago in 1904 
who was selling and advertising W. H. Baker’s product as “Baker’s Chocolate” 
and “Baker’s Cocoa.” The Eighth Circuit denied complainant relief against a 
retailer seven years later on the ground of caveat emptor.™ 

Adding to the confusion as to the rights of the Walter Baker & Co. in the name 
“Baker,” there are the Patent Office proceedings. In 1930 W. H. Baker was suc- 


> 99 


cessful in cancelling the registration of the word “Baker’s” which was registered 
in 1906 under the ten-year proviso.” Walter H. Baker & Co. brought suit 
and a consent decree was entered in 1932.%° By this decree the cancellation of 
the mark was set aside and defendant was enjoined from using “Baker” except in 
its corporate name. In addition, defendant was required to use a statement, “not 
connected with the old established makers of Baker’s Cocoa or Baker’s Chocolate.” 

In light of the provisions for concurrent registration” has there been a final 
determination of the rights in the word “Baker ?” 

The bases for doubt that secondary meaning marks are receiving adequate pro- 
tection are illustrated equally as well by the litigation relating to the trade-mark 
“Rogers.” Every reader is cognizant of Rogers Bros. silverware. An attorney 


31. Walter Baker & Co., Lid. v. Sanders, 80 Fed. 889, 895 (C.C.A. 2d 1897). 

32. Walter Baker & Co., Ltd. v. Baker, 87 Fed. 209 (S.D.N.Y. 1898). 

33. Walter Baker & Co. v. Slack, 130 Fed. 514 (C.C.A. 7th 1904). 

34. Walter Baker & Co., Ltd. v. Gray, 192 Fed. 921 (C.C.A. 8th 1911) See Author’s article, 
The Unwary Purchaser in Unfair Trade Cases, 1 Mercer Law Review (1949). 

35. U.S.P.Q. 103 (1930). 

36. Not reported. U.S.D.C.S.D.N.Y. Eq. 56, 372. (1932) 

37. 15 U.S.C. Sec. 1052 (d) (1948): “No trade-mark by which the goods of the applicant 
may be distinguished from the goods of others shall be refused registration on the principal 
register on account of its nature unless it—(d) Consists of or comprises a mark which so 
resembles a mark registered in the Patent Office or a mark or trade-name previously used in 
the United States by another and not abandoned as to be likely when applied to the goods of 
the applicant, to cause confusion or mistake or to deceive purchasers. Provided, that the Com- 
missioner may register as concurrent registrations the same or similar marks to more than one 
registrant when they have become entitled to use such marks as a result of their concurrent 
lawful use thereof in commerce prior to any of the filing dates of the applications involved 
and the Commissioner or a court on appeal determines that confusion or mistake or deceit of 
purchasers is not likely to result from the continued use of said marks under conditions and 
limitations as to the mode or place of use or the goods in connection with which such registra- 
tions may be granted which conditions and limitations shall be prescribed in the grant of the 
concurrent registrations thereof; and concurrent registrations may be similarly granted by the 
Commissioner with such conditions and limitations when a court has finally determined that more 
than one person is entitled to use the same or similar marks in commerce. The Commissioner 
shall give not less than thirty days’ written notice to all applicants, registrants, and users 
specified by any of the parties concerned of any application for concurrent registration and of 
the time and place of the hearings thereon. When the Commissioner decides to grant a con- 
current registration the proposed registration shall be published in the Official Gazette of the 
Patent Office and the application shall be subject to opposition as hereinafter provided in this 
chapter for other applications to register marks. Concurrent registrations may be ordered by 
a court in an action under the provisions of section 63 of Title 35, under such conditions and 
limitations as the court considers proper in accordance with this chapter.” 

Derenberg, The Lanham Trade-Mark Act After One Year's Administration, p. 28-31 (1948;) 
Robert, Commentary on The Lanham Trade-Mark Act in 15 U.S.C. Secs. 1051-1127 at 271- 
273 (1948). 
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named George H. Rogers was enjoined.** William Henry Rogers, a bicycle repair- 
man, was enjoined.” Yet suits against Rogers who were legitimate silversmiths 


were dismissed.” 

In 1929 William A. Rogers Company and Simeon L. and George H. Rogers 
Company were consolidated with the Oneida Community, Limited. They had 
been involved in previous litigation.* Earlier the International Silver Company 
was organized and it purchased various Rogers concerns, some that had derived 
rights from the first user and Rogers. The International Silver Company brought 
suit against the Oneida Community, Ltd., claiming exclusive rights in the “Rogers” 
trade-mark. It was held that International did not have the exclusive rights but 
because Oneida had been guilty of making false claims its use was restricted.* 

The “Baker” and “Rogers” cases indicate that the courts have no adequate or 
consistent solution to the problem of protecting personal names which have ac- 
quired a secondary meaning. The “Waterman” case“ stands for the proposition 
that a man has the right to go into any business he sees fit and if his name happens 
to be the same as a famous personal name it is his good fortune; all he has to do 
is to use an explanatory phrase. The “Woodbury” case“ followed the “Waterman” 
case. Eleven years later the New York Southern District Court pointed out 
that the results of the previous decrees had been unsatisfactory and then issued a 


decree requiring an explanation.*° 
No discussion of personal names would be complete without mention of the 


hat cases. In the “Dobbs” case“ an injunction was granted restraining any use 
of the “Dobbs” name by the defendant. Judge Hincks said: 


Since the only purpose of an explanatory suffix is to prevent confusion between the 
impressions conveyed by the defendants’ use of the name and those conveyed by -the plain- 
tiff’s use of the name, the efficacy of such a prefix will largely depend upon the connota- 
tions which the public has become habituated to attach to the plaintiff’s use of the name.*’ 


Yet in the “Stetson” case** the explanatory phrase rule in personal names cases 


oa3) William Rogers Mfg. Co. v. Rogers Mfg. Co., 16 Phila. 178 (Com. Pl. Philadelphia 
1 ; 
39. International Silver Co. v. Wm. H. Rogers Corp., 67 N. J. Eq. 646 (1905) 60 Atl. 
187, reversing in part 66 N. J. Eq. 119, 57 Atl. 1037 (1904). 

. Rogers & Bros. v. C. Rogers & Bros., 53 Conn. 121, 1 Atl. 807 (1895). Rogers v. Wm. 
Rogers Mfg. Co., 70 F. 1019 (C.C.A. 2, 1895). 

41. International Silver Co. v. Rogers, 72 N. J. Eq. 933, 67 Atl. 105 (1907). 

42. International Silver Co. v. Oneida Commumty, Ltd., 73 F. 2d 69. L. Hand dissented, 
p. 75 (1934) ; rehearing denied October 31, 1934. 

43. Waterman v. Modern Pen Co., 235 U. S. 88, 59 L. Ed. 142, 35 Sup. Ct. 91 (1914), 193 
Fed. 242 (S.D.N.Y. 1912), 197 Fed. 534 (C.C.A. 2d 1912). 

44. Andrew Jergens Co. v. Bonded Products Corporation, 21 F. 2d 419, 424 (C.C.A. 2, 1927). 
See also 13 F. 2d 417 (E.D.N.Y. 1926) and Andrew Jergens Co. v. Woodbury, Inc., 273 Fed. 
952 (D. C. Del. 1921), aff’d 279 Fed. 1016. 

45. John H. Woodbury, Inc. v. Wm. A. Woodbury Corp., 23 F. Supp. 162 (S.D.N.Y. 1938). 

46. Hat Corporation of America v. Davis, 4 F. Supp. 613 (D. C. Conn. 1933). 

47. Id. at 622. 

48. John B. Stetson Co. v. Stephen R. Stetson Co., 85 F. 2d 586 (C.C.A. 2d 1936). See 
opinion below at 14 F. Supp. 74 (1936). This decision was so confusing the New York Law 
Journal wrote the following in the December 1, 1936 issue: “ ... in this financially important 
Circuit (the Second), the iniquitous ‘explanatory phrase rule’ in personal name trade-mark cases, 
has finally been found inadequate. More specifically, the only adequate relief possible in these 
cases—an absolute injunction—has been awarded, forbidding the use of the name ‘Stetson’ in 
any form, on hats.” John C. Pemberton pointed out that the author was wrong in an article 
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was applied. The court did this despite the recognition that hats are generally 
known to the buying public by the surname of the manufacturer—such as “Knox,” 
“Dobbs,” “Dunlap” or “Stetson” and little attention is paid to the given name or 
initials. 

In 1940 the Second Circuit refused to enjoin the use of the name “Johnson,” 
as the district judge had done, in connection with “Johnson’s Cleaner” upon the 
complaint of the owner of “Johnson’s Wax.’*® This decision was reached despite 
the fact the court conceded that the use had “caused confusion among the plaintiff's 
customers.” In a sequel” to this decision, a motion to file a supplemental complaint 
was denied. It was held that it was irrelevant under the Act of 1905 that the 
suffix (“made by Johnson Products Company, Buffalo, N. Y.’’) has not prevented 
all mistake and confusion. Judge Learned Hand wrote: 


Upon this we have nothing to add to what we said before, when we very deliberately 
assumed that the public might still be confused after the prescribed change has been 
made. 

If Congress really meant to allow every first user of a mark so to stifle all excursions 
into adjacent markets upon showing no more than that confusion would result, it seems 
to us that it would have said so more clearly. Jn the case of fabricated marks which have 
no significance, save as they denote a single source or origin of the goods to which they 
are attached, the first user's right may indeed go so far. The second user can then show 
no interest of his own; and if, as will then appear, his only purpose is to trade on the first 
user’s good-will, it is indeed time to intervene. That situation is polar to this, and we 
do not believe that both have been swept into a common condemnation by the language 
used to create a new federal right. Italics supplied.) ™ 


The majority opinion pointed out that there was no justification for the motion 
except the passage of the Lanham Act; and the court refused to interpret literally 
the language of the Act, “any person who shall in commerce (a) use. . . any repro- 
duction . . . of any registered mark” which “use is likely to cause confusion or 
mistake or deceive purchasers as to the source of origin” of the goods on which the 
owner has used it, shall be liable for civil action. Judge Clark dissented on the 
ground that the matter should not be disposed of summarily but there should be a 
hearing on the evidence. He pointed out: “As it now stands, it must be assumed 
that the new legislation affords no relief, though all the allegations of the plaintiff 


1 9952 


be accepted in full. 


entitled “Here The Law Stands Still.” 36 T. M. Bulletin 98 (1941). Furthermore, on July 
26, 1949 an application by a third party to register “Stetson” for shirts was published in the 
Official Gazette, Vol. 624, p. 1003. See contempt actions 128 F. 2d 981 (C.C.A. 2d 1942), 133 
F. 2d 119 (C.C.A. 2d 1943). 

49. 116 F. 2d 427 (1940) opinion below 28 F. Supp. 744 (D.C.W.D.N.Y. 1939). 

50. S.C. Johnson & Son, Inc. v. Johnson, 81 U.S.P.Q. 509 (C.C.A. 2d 1949). 

51. Id. at 511; the futility of the explanatory phrase is further shown in the Hilton case. 
Hilton vy. Hilton, 89 N. J. Eq. 149, 102 Atl. 16 (1917); modified 89 N. J. Eq. 182, 104 Atl. 
375 (1918) ; adjudged guilty of contempt of court, 89 N. J. Eq. 417, 105 Atl. 65 (1919) and 89 
N. J . Eq. 564, 107 Atl. 263 (1919). Cf. Callmann, Trade-Mark Infringement and Unfair Com- 
petition 14 Law & Contemp. Prob. 185, 195 (1949) and Handler & Pickett, Trade-Marks and 

rade-Names 30 Col. L. Rev. 168, 196 (1930). 

52. Id. at 514; but see Colonial Radio Corp. v. Colonial Television Corp., 78 F. Supp. 546 
(D.C.S.D.N.Y. 1948) which held “Colonial” for television sets infringed ‘ ‘Colonial” for radios. 
Judge Leibell said at p. 551: “Plaintiff has arbitrarily selected a name which has acquired a 
secondary meaning in the radio field which extends into the field of television, and defendant's 
entry into the television field with a similar name has already caused confusion.” 
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In this last “Johnson” case the court refused to read the statute literally, appar- 
ently because of the policy in previously existing cases herein discussed. This de- 
cision would appear to conflict with Mr. Justice Hughes’ statement in the “Davids” 
case, supra, “Having the right to register its mark, the complainant was entitled 
to its protection as a valid trade-mark under the statute.” Judge Learned Hand 
admits that the plaintiff is not getting adequate protection. 

In connection with the “Johnson” cases it is interesting to note that S. C. 
Johnson and Son were unable to register “Johnson’s” for paint products in 1923 
because R. F. Johnston Paint Co. had used its mark “Johnston’s” on paint products 
since 1906.% The court made the following comment : 


When appellee commenced using his mark on its paint products, the field was open. 
The basis of appellant’s registration was actual and exclusive use of the mark as applied 
to floor wax, and the mark cannot be converted into a technical trade-mark through the 
instrumentality of another application.™ 


In the “Brooks” clothing case Judge Yankwich, though the defendants were 
not named Brooks, reached a decision that appears to be in conflict with the 
“Johnson” cases. In granting an absolute injunction, despite lack of competition, 
the court quoted Judge Hand’s decision in the “Uncle Sam” case :* 


Where the name is personal or the mark is coined, it will be hard indeed for the new- 
comer to find any excuse for invading it, even though his user does no more than vaguely 
confuse the reputation of the first user with his own; he has no lawful interest in adopting 
such a mark.** 


Therefore, on the basis of this statement and the fact that Brooks Brothers 
is a personal name, an absolute injunction was granted. 

Ford Motor Company was granted a summary judgment enjoining the use 
of the name “Ford” as a trade-mark for insecticides.” The court said: 


Both the United States Patent Office and practically all Federal Courts now recog- 
nize that the goods of parties litigant do not have to be of the identical descriptive prop- 
erties before a trespasser can be prevented from using a long-established and well-known 
trade-mark. This because the courts recognize that the genera! public must be protected 
from deception and confusion. 


Do the aforementioned decisions give any Smith brothers with beards the right 
to use their name and picture as a trade-mark for cough syrup without any ex- 


53. ci — & Son v. R. F. Johnston Paint Co., 13 F. 2d 314 (C.A.D.C. 1926). 

54. Id. at 31 

55. Brooks Bros. v. Brooks Clothing of California, 60 F. Supp. 442 (D.C.S.D. Calif. 1945). 
This decision was so comprehensive and thorough that the Circuit Court judges complimented 
Judge Yankwich by adopting it as their own in a Per Curiam decision 158 F. 2d 798 (C.C.A. 9, 
1947). Subsequently the ninth circuit enjoined the use of “Maternity Lane” upon the com- 
plaint of Lane Bryant, 173 F. 2d 55 (C.C.A. 9th 1949). The court cited the Brooks case and 
held that one’s commercial use of his own name may be limited. 

56. Durable Toy & Novelty Corp. v. J. Chein & Co., 133 F. 2d 853, 855 (C.C.A. 2d 1943) ; 
but see American Beverage Corp. v. Yellow 73 U.S.P.Q. 418 (N. Y. Sup. Ct. 1943) which 
enjoined “Dr. Brown” for pharmaceuticals on complaint of the owner of “Dr. Brown” for car- 
bonated beverages. 

57. 60 F. Supp. 461 (Judge Yankwich states further: “So the rule applicable to innocuous 
trade-marks, like ‘The White House,’ ‘Uncle Sam’—does not help.” ) 

58. 9 gee Motor Co. v. Ford Insecticide Corp., 69 F. Supp. 935 (E. D. Mich. 1947). 

59. Id. at 936. 
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planation or will they have to use pictures of themselves without beards in order 
to distinguish their goods from the famous cough drops? Unless the doctrine 
of the “Ford” case is consistently applied it would appear that Derenberg’s conclu- 
sion of 1936 is still true. He said: “ ... a survey of the decisions of the last 
twenty years substantiates Rogers’ opinion that the courts were very lax in per- 
mitting the parasitical exploitation of well-known family names to continue almost 
unmolested.” 
Geographical Names 


No exclusive right can be obtained in the use of a geographical name to the 
extent of preventing others who inhabit the same place from truthfully using the 
same designation.“ However, many years ago it was recognized that if no rights 
in a geographical name could be protected an open invitation to deceive the public 
would be extended to a later comer. The doctrine of “secondary meaning” was 
applied to geographical names in the “Glenfield Starch’ case in 1872. Com- 
plainant had made the mark “Glenfield Starch” widely known. The second user 
sought to defend himself by claiming that the water in Glenfield, Scotland, was 
particularly adaptable for making starch. Since it was clear that the defendant 
had come to Glenfield to find an excuse for using the well-known name, he was 
enjoined absolutely from any use of the word, even in its “primary” geographical 
significance, The Lord Chancellor held that the geographical meaning of the 
word “Glenfield” played a subordinate role. 

A similar case, perhaps more famous, is the House of Lords decision in the 


oft quoted “Stone Ale” case.* The complainant for over a century had main- 
tained a brewery in a town called “Stone” and had gained a good reputation for 
“Stone Ale.” The defendant gave as his reason for using the designation the ex- 
cellent quality of the water. In justifying a total prohibition of the use of the word 
“Stone” it was stated: 


It would have been impossible for him to have distinguished his ales from those of 
the plaintiffs. Any attempt to distinguish the two, even if honestly meant, would have 
been perfectly idle. Thirsty folk want beer not explanations. If they get the thing they 
want or something like it, and get it under the old name—the name with which they 
are familiar—they are likely to be supremely indifferent to the character and conduct of 
the brewer and the equitable rights of rival traders.™ 


It is believed that these English opinions represent the soundest view of second- 
ary meaning cases. The courts in this country were reluctant to follow these 
precedents but finally did so in the watch cases to be discussed infra. In deciding 
cases involving geographical names three rights have to be reconciled: 


60. Derenberg, Trade-Mark Protection and Unfair Trading, 374 (1936) ; Handler & Pickett, 
Trade-Marks and Trade-Names, 30 Col. L. Rev. 168 at p. 196: “our position is that generally 
speaking nothing short of total abstention from denominative usage will prove adequate.” But 
see Chickering v. Chickering & Sons, 215 Fed. 490 (C.C.A. 7, 1914). 

61. Canal Company v. Clark, 80 U. S. 311, 327 ; 20 L. Ed. ’58 (1871). 

62. Wotherspoon v. Currie, 5 L. R. Engl. & Ir. App. 508 (1872). Three years earlier in 
Lee v. Haley, Ch. App. Cas., L. R. 155 (1869) an absolute injunction was issued enjoining 
the use of “The Pall Mall Guinea Coal Company.’ 

63. oes © Thompson, A. C. 217, 8 R. P.C. 361 (1891), 41 Ch. Div. 47 (1889). 

64. Id. at 225 
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(1) The right of the original user of the name which he may have built up at great ex- 
pense and effort; : 

(2) The right of the second user to honestly establish a business and to use the designa- 
tion to tell the truth; 

(3) The right of the public to purchase the article desired without deception and with- 

out the handicap of reading an explanation to ascertain if they are getting the brand 

desired. 


If the courts bear in mind the following principle it should not be difficult 
to reconcile the rights : 


It is easy for the honest man, who wishes to sell his goods upon their merits, to select 
from the entire material universe, which is before him, symbols, marks and coverings 
which by no possibility can cause confusion between his goods and those of competitors, 
that the courts look with suspicion upon one who, in dressing his goods for the market, 
approaches so near to his successful rival that the public may fail to distinguish between 
them.” 





The names “Elgin” and “Waltham” today mean to most people the watches 
rather than the cities. The Supreme Court of the United States refused to 
protect the famous trade-mark “Elgin” in 1900.% The court recognized the estab- 
lished “secondary meaning” of the name “Elgin” but because the mark was not 
a technical trade-mark under the Act of 1881, which did not have a ten-year proviso, 
it was therefore not registrable. Chief Justice Fuller implied, however, that the 
name might be protected from unfair competition as a trade-name having secondary 
meaning, but it was the court’s opinion that they had no jurisdiction on this point. 

However, four years later the same complainant was successful against another 
infringer.” Defendants’ wholesale dealers in jewelry and watches in Iowa claimed 
Elgin, Illinois, to be their place of business. They rented a small room at Elgin and 
had a clerk there who handled correspondence. The court followed the English 
decisions in the “Glenfield” and “Stone” cases and the defendants were enjoined 
from every use of the name. 

A year before the Supreme Court’s decision in the “Elgin” case the Massachu- 
setts Supreme Court applied the secondary meaning doctrine in the well-known 
“Waltham” case.” The plaintiff had for many years manufactured “Waltham 





65. The law has a threefold object: First, to protect the honest trader in the business which 
fairly belongs to him; second, to punish the dishonest trader who is taking his competitor’s 
business away by unfair means; and third to protect the public from deception. Florence v. 
Dowd, 178 Fed. 73, 75 (C.C.A. 2, 1910). See also Liddy, “Law and Practice of Trade-Marks,” 
34 Bul. of U. S. Trade-Mark Ass’n 109, 122 (1934). 

66. Id. at 75. 

67. Elgin National Watch Co. v. Illinois Watch Co., 179 U. S. 665 (1900). But see Bulova 
Watch Co. v. Stolsberg, 69 F. Supp. 543 (D.C.D. Mass. 1947), 60 Harv. L. Rev. 821 (1947), 
which protected the personal name “Bulova.” The use of “Bulova” on shoes enjoined on the 
complaint of the owner of “Bulova” for watches registered under the 10-year proviso. It was 
held there was no trade-mark infringement but relief was granted on the unfair competition 
count. 

68. Elgin National Watch Co. v. Loveland, 132 Fed. 41 (C. C. Iowa, 1904). 

69. The American Waltham Co. v. U. S. Watch Co., 173 Mass. 85, 53 N. E. 141 (1899). 
Presiding Judge Holmes (later Mr. Justice Holmes) stated at page 86: “It is desirable that 
the plaintiff should not lose custom by reason of the public mistaking another manufacturer 
for it. It is desirable that the defendant be free to manufacture watches at Waltham, and to 
tell the world that it does so. The two desiderata cannot both be had to their full extent 
and we have to fix the boundaries as best we can.” 
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Watches” and was the only watch manufacturer at Waltham. The defendant came 
to Waltham and began to use “Waltham” to designate its watches. The result 
was that defendant’s watches were sold as “Waltham Watches” and the public was 
deceived and plaintiff injured. The court decided that “Waltham” was a valid 
common law trade-mark and enjoined the defendant from using the name ‘“Wal- 
tham” in a trade-mark sense. It was further decreed that the defendant was not 
allowed to use the name “Waltham Mass.” without an accompanying statement 
that distinguished its goods from plaintiff's. 

Very few consumers of beer associate “Budweiser” beer with the Bohemian 
town of Budweis but understand the name solely as the designation of a specific 
product of Anheuser-Busch. The right of this manufacturer to enjoin the use of 
the name “Original Milwaukee Budweiser” was sustained in 1898." It was held 
that the name “Budweiser” did not indicate geographical origin. It appears that 
even at that time the complainant’s “Budweiser” beer had an established reputation 
which the defendant was seeking to take advantage of. 

More than twenty years later the second circuit enjoined the name “Budweiser”’ 
on malt syrups.” The court stated: “... it is clear that the term ‘Budweiser’ is 
one which has acquired a secondary meaning.””* Complainant was also successful 
in enjoining “Budd-Wise” on barley malt syrup in 1930. The Anheuser-Busch 
Brewing Company succeeded in stopping another brewer, not located in St. Louis, 
from the use of the words “St. Louis” on beer brewed elsewhere.” In another case 
the court held that not only “Budweiser” had acquired a secondary meaning subject 
to registration as a trade-mark but its abbreviation “Bud” had also acquired a sec- 
condary meaning. Therefore, defendant’s use of “Niagara Bud” for beer was 
enjoined. 

Recently, however, the Third Circuit Court of Appeals reversed the lower court 
which had enjoined the use of ““Du-Bois Budweiser” upon complaint of Anheuser- 
Busch.” The deciding factor was that the complainant was guilty of laches. The 
suit was originally filed in 1905 and withdrawn in 1909. It was renewed in 1947. 
Two questions were involved: (1) Did Anheuser establish its common law right 
to the name “Budweiser” as its exclusive trade name? (2) If so, was Anheuser en- 
titled to an injunction under the circumstances disclosed by the record? The court 
answered the latter question in the negative and failed to reconcile the rights of the 
parties. Yet the first question has been answered several times since 1898. Judge 
Goodrich dissented.” The effect of this decision, because of the fact that the com- 
plainant slept on its rights, is that when the public orders “Budweiser” in Pennsyl- 
vania it cannot be sure that it will receive or is receiving the product of complainant. 


0. Anheuser-Busch Brewing Association v. Fred Miller Brewing Co., 87 Fed. 864 (C. C. 


71. olan v. Budweiser Malt Products Co., 295 Fed. 306 (C. C. A. 2, 1923). 

> . at 309. 

. Anheuser-Busch Brewing Association v. Pisa, 24 Fed. 149 (S.D.N.Y. 1885). 

. Anheuser-Busch, Inc. v. Power City Brewery, 28 F. Supp. 740 (D.C.W.D.N.Y. 1939). 

Anheuser-Busch, Inc. v. DuBois Brewing Co., 81 U.S.P.Q. 423, (C.C.A. 3d 1949). But 

see Menendez v. Holt, 128 U. S. 514, 9 S. Ct. 143, 32 L. Ed. 526 (1888) and Rothman v. The 
es my , 82 U.S.P. Q. 143 (C.C.A. 4th, 1949). 

. . at 429. 
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The decision can be taken as an invitation to the defendant to enter new markets, 
which may lead to further confusion. 

Philadelphia Storage Battery Company was successful in maintaining the dis- 
tinctiveness of its trade-mark “Philco,” presumably an abbreviation of its trade- 
name, in the New York State Court in 1937. It was held that this trade-mark 
owner was entitled to an injunction against “Philco” as a trade-mark for razors 
on the ground that the second user was trading on the trade-mark owner’s good 
will with the inevitable result of confusion. However, in 1943 the Seventh Circuit 
Court of Appeals held that “‘Philco” used to identify electrically operated degreasing 
machines could not be enjoined by the owner of “Philco” on radios, batteries, phono- 
graphs, refrigerators, etc.”* Last year the Seventh Circuit held that “Filco” used 
on ignition parts did not infringe the well-known mark “Philco.”” The basis for 
the decision was that the owner of “Philco” did not make ignition repair parts ; that 
the sale of “Filco” parts for and as “Philco” supports the finding that there is no 
likelihood of confusion as the source of origin; and defendant had the right to use 
the personal name of one of its executives, “Filco.” This last case conflicts not 
only with the New York decision upholding the rights of the owner of “Philco” but 
would appear to be in conflict with the early decision discussed supra where the use 
of “St. Louis” to designate beer was enjoined on the complaint of the owner of 
“Budweiser” beer made in St. Louis. 

Also in 1948, the Seventh Circuit held that “Sturgeon Bay” was an invalid 
trade-mark despite its registration in the United States Patent Office and that the 
use of the identical mark by defendants on identical goods (cherries) did not consti- 
tute unfair competition. This conclusion was reached notwithstanding the testi- 
mony of two consumers who purchased defendant’s cherries believing they were 
buying plaintiff’s goods. The trial court had held defendant guilty of unfair com- 
petition on this evidence.” Thus the reasoning of the Supreme Court in the “Elgin” 
case back in 1909 is reaffirmed. The doctrine of the “Stone Ale” case went totally 
unheeded. It is interesting to note that in spite of the fact both courts held the 
mark to be invalid yet the Patent Office published plaintiff’s application to register 
“Sturgeon Bay” in the December 28, 1948 Official Gazette under Section 2(f) of 
the Act of 1946, Vol. 617, p. 968. 


4 — Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N. Y. Supp. 176 (Sup. 
t. = 

78. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C.C.A. 7th 1943). 

79. Philco Corp. v. F. & B. Mfg. Co., 170 F. 2d 958 (C.C.A. 7th 1948). 

80. Fruit Growers Co-Operative v. M. W. Miller & Co., 170 F. 2d 834 (C.C.A. 7th 1948). 
Cf. Consumers Petroleum Co. v. Consumers Co. of Illinois, 169 F. 2d 153 (C.C.A. 7, 1948), modi- 
fied 82 U.S.P.Q. 146 (1949). 

81. Fruit Growers Co-Operative v. M. W. Miller & Co., 73 F. Supp. 90 (D.C.E.D. Wisc. 
1947). This was in line with the cases of Holeproof Hosiery Co. v. Walloch Bros., 172 Fed. 859 
(C.C.A. 2 1909) where the court at p. 860 made the following comment concerning defendant's 
claim that “Holeproof” was a mere description: “Nor do we find any particular force in the 
objection that the word is descriptive. The record, as it now stands, sufficiently indicates that 
by expensive advertising and large sales during several years the word ‘Holeproof’ has acquired 
a secondary meaning, indicating to the prospective purchaser, not that socks sold under it are 
indestructible, but that they are those which complainant has been making and supplying to 
consumers, apparently to their entire satisfaction.” American Lead Pencil Co. v. Gottlieb & Sons 
(C.C.S.D.N.Y. 1910) which held “Beats-All” as a valid trade-mark; and Florence Mfg. Co. v. 
J.C. Dowd & Co., 178 Fed. 73 (C.C.A. 2 1910) which held Keep Kleen brushes invalid but 
granted relief on the ground of unfair competition against “Sta-Clean.” 
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Descriptive Names 


It has often been held that personal and geographical names may acquire a sec- 
ondary meaning. This doctrine was not applied to descriptive words until 1896 in 
the English case involving the use of “Camel Hair.”** Complainant had for many 
years manufactured belts and belting made of animal hair and designated his goods 
“Camel Hair.” This designation became known far and wide and has been given 
protection as an arbitrary name against infringers. Subsequently the defendant, a 
former employee of complainant, began to use the mark to designate his goods. His 
defense was that the name “Camel Hair” was either descriptive of the goods if they 
contained camel’s hair and deceptive if they did not. It was proved that the goods 
were made from camel’s hair. The House of Lords, after conflicting decisions of 
the lower courts, held that Reddaway, the complainant, had built up rights in the 
name. It was concluded that the public had a right to buy the article they thought 
they were purchasing by the name they knew. This decision has been character- 
ized as an epoch in the development of trade-mark law. One wonders whether or 
not this decision was considered in the latest “Budweiser” case. One of the judges 
in the “Camel Hair” case concluded his decision as follows : 


But fraud is infinite in variety; sometimes it is audacious and unblushing; sometimes 
it pays a sort of homage to virtue, and then it is modest and retiring; it would be honesty 
itself if it could only afford it. But fraud is fraud all the same; and it is the fraud 
not the manner of it, which calls for interpretation of the court.® 


Judge Learned Hand cited the foregoing decision in the first “Shredded Wheat” 


case,“ where the appearance of shredded wheat biscuits made by complainant had 
acquired a secondary meaning which entitled it to protection. In 1938, however, 
the Supreme Court held that the complainant had no exclusive right to use the term 
“Shredded Wheat” as a trade-mark because certain patents had expired and thus 
the right to make the product and to use the name had been dedicated to the public, 
and the name had become generic; complainant had no exclusive right to make 
shredded wheat in the form of a pillow shaped biscuit because the patent had expired 
and the form was functional; and lastly that defendant was using reasonable care 
in distinguishing its goods.” Literally tomes have been written on this decision.” 
Nevertheless, it appears to this writer that the earlier decision was reversed as well 
as the decision™ by the lower court in the present case. Apparently the court ignored 
the equitable doctrine of secondary meaning by summarily dispensing with the case 


82. Reddaway v. Banham, 13 R.P.C. 218 (1896). 

83. Id. at 225. 

84. Shredded Wheat Co. v. Humphrey Cornell Co., 250 F. 960, 963 (C.C.A. 2d 1918) : “The 
original ‘secondary meaning’ cases like Reddaway v. Banham, all turned upon some meaning 
acquired by words of common speech, to which it cost the defendant little or nothing to add some 
suffix, so that his complaint that he was being deprived of rights in public domain was thin. 
Yet in strict principle he was correct, because prima facie he might use the common speech in 
any context. The courts were necessarily in fact compromising two conflicting rights, of which 
one had no substantial value.” 

85. Kellogg v. National Biscuit Co., 305 U. S. 111; 83 L. Ed. 73, 59 Sup. Ct. 109 (1938). 

86. Shredded Wheat—The Still-Born Trade-Mark, Derenberg, 34 Bull. of the U. S. Trade- 
Mark Ass’n, 33 (1939) ; 34 Cornell L. Q. 255; Nims, Unfair Competition and Trade-Marks, 
4th Ed. Vol. 1, p. 375 (1947). See also, Greenberg, The Patent Clauses of The Lanham Act, 
38 T.M.R. 3 (1948). 

87. 91 F. 2d 150 (1937) cert. denied 302 U. S. 733; 96 F. 2d 873 (1937). 
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on the basis that the patent had expired rendered the mark generic and descriptive. 
The court held the mark invalid despite the following language: 

Kellogg Company is undoubtedly sharing in the good will of the article known as 
Shredded Wheat; and thus is sharing in a market which was created by the skill and 
judgment of plaintiff’s predecessor and has been widely extended by vast expenditures in 
advertising persistently made. But that is not unfair. Sharing in the good will of 
an article unprotected by patent or trade-mark is the exercise of a right possessed by all.** 


In the same year the Supreme Court held that the descriptive word “Nu-Ena- 
mel” for enamel paint had acquired a secondary meaning and was entitled to 
protection as a common law trade-mark, thereby enjoining the use of the term “Nu- 
Beauty Enamel” by defendant.” While there was no patent nor the expiration of 
same involved, the complainant had registered its mark under the Act of 1920. The 
court cited the “Davids” case, supra, for the principle that names registered under the 
ten-year proviso become technical trade-marks. 

In striking contrast to the above decision, the Tenth Circuit held in 1947 that 
the mark “NuGrape” registered in 1923 under the 1905 Act, was descriptive and 
invalid,” and that the mark “Tru-Grape” did not infringe nor did its use compete 
unfairly with complainant’s registered mark. The court stated that the common 
law right in a mark which has acquired a secondary meaning is entitled to protec- 
tion in the courts, against all who infringe upon it, in much the same manner as a 
right derived from registration under a trade-mark act. The “Nu-Enamel” decision 
was cited to the effect that the essence of the wrong is the sale of goods made by one 
manufacturer for those made by another. After correctly stating the foregoing rule 
the court apparently felt that it had to either grant relief or hold plaintiff’s trade-mark 
invalid. It chose the latter course. The lower court found that the consuming pub- 
lic was not confused” yet the evidence disclosed that in 19 instances plaintiff's rep- 
resentatives were served one drink when they ordered the other. Thus a trade-mark 
owner who has expended more than $800,000 in advertising and whose aggregate 
sales have been more than $500,000,000 is deprived of its valuable property rights. 

Also in sharp conflict with the “NuGrape” decision is the finding that “Dyan- 
shine” had acquired a secondary meaning within two or three years and the law 
affords the remedy of injunction against the use of the common words “dye and 
shine.”’”” 

Early this year the Fourth Circuit failed to agree with a previous ruling by the 
Second Circuit relating to the trade-mark “V-8” for vegetable juice cocktail. De- 
fendants used “VA” on tomato juice and lima beans.” The court stated that actual 








88. 305 U. S. 122 (1938). But see Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94 
(C.C.N.J. 1887) and B.V.D. Co. v. Montgomery Ward & Co., 16 T. M. R. 423 (D.C.N.D. 
Ill. 1926). 

89. Armstrong v. Nu-Enamel Corp., 305 U. S. 315, 83 L. Ed. 195; 59 Sup. Ct. 191 (1938). 

90. National NuGrape Co. v. Guest, 164 F. 2d 874 (C.C.A. 10, 1947), cert. denied 333 U. S. 
874, 68 Sup. Ct. 903, 92 L. Ed. 745 (1948); cf. Best & Co. v. Miller, 167 F. 2d 374 (C.C.A. 
2, 1948), cert. denied 335 U. S. 818. See also Natoinal NuGrape Co. v. Judge & Dolph 154 F. 
2d 521 (C.C.P.A. 1946). 

91. National NuGrape Co. v. Guest, 69 F. Supp. 863 (D.C.E.D. Okla. 1946). 

92. Barton vy. Rex-Oil Co., 2 F. 2d 402, 405 (C.C.A. 3d 1924), 40 A.L.R. 424, modified 
as to extent or relief 29 F. 2d 474 (C.C.A. 3d 1928); See note 81 supra; Rogers, Goodwill, 
Trade-Marks and Unfair Trading (1914) page 182, where he pointed out that such terms as 
Silver Pan, Health Food and Turpentine Shellac were protected. 

93. Standard Brands, Inc. v. Eastern Shore Canning Co., Inc., 172 F. 2d 144 (C.C.A. 4th, 

















39 T.M.R. COURTS PROTECTING TRADE-MARKS? 783 


deception was not necessary to justify an injunction yet relief was denied because the 
only element of similarity is a similarity of sound. The factors that plaintiff made 
a vegetable juice and defendant a tomato juice and that the letters “VA” are the 
abbreviation of the State of Virginia, overcame the phonetic similarity of the 
marks. In the Second Circuit case an injunction was granted which prohibited the 
defendant from using the trade-mark “V-8” on vitamin tablets. Judge Chase stated 
that the protection which the law gives the owner of a trade-mark is not confined 
to the goods upon which it is used by the owner, but extends to articles which would 
reasonably be thought to come from the same source. 

In summation, the state of confusion existing when owners of descriptive words, 
possessing a secondary meaning, seek protection of the courts is best illustrated by 
the conflicting decisions involving the valid trade-marks “Sunkist” and “Sunbeam.” 
In the case involving the latter mark Judge Yankwich enjoined the use of “Sun- 
beam” by defendants as a trade-mark for fluorescent lighting systems and lamps 
upon the complaint of plaintiff, owner of the same trade-mark for electrical products 
and appliances. Approximately two years earlier the Seventh Circuit held that 
“Sunkist” on bread did not infringe “Sunkist” on fruits and vegetables. So we have 
two well-known and widely advertised trade-marks which have similar, if not the 
same, primary connotation receiving different treatment by the courts. In fact, 
“Sunbeam” was granted adequate protection while the “Sunkist” decision gives no 
protection at all but tends to dilute and perhaps ultimately destroy a trade-mark 
known and recognized by the people in every walk of life. 


Current Status 


The cases discussed herein illustrate the inadequacy of protection of personal 
names, geographical names, and descriptive names which have acquired a secondary 
meaning. They show that the courts have for years been endeavoring to distin- 
guish between technical trade-marks and devices which were protected for their sec- 
ondary meaning. It has been found in most instances that there was no difference, 
yet all secondary meaning marks are not protected. The similarity was discussed 
as early as 1891 by Grafton D. Cushing, a Boston attorney.” He thought that the 
courts had been corrected and cited Mr. Justice Pitney’s remarks : 


Courts afford redress or relief upon the ground that a party has a valuable interest 
in the good-will of his trade or business...The essence of the wrong consists in the 
sale of the goods of one manufacturer or vendor for those of another. This essential ele- 
ment is the same in trade-mark cases as in cases of unfair competition unaccompanied 
with trade-mark infringement.” 


1949) ; cert. denied .... U.S. , ..-. L. Ed. .... The second circuit case is Standard Brands, 
Inc. v. Smidler, 151 F. 2d 34 (1945). See Derenberg, “The Patent Office As Guardian of The 
Public Interest, 14 Law and Contemporary Problems 228, at 312 (1949). 

94. California Fruit-Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 (C.C.A. 7th 
1947) and Sunbeam Corporation v. Sunbeam Lighting Co., 81 U.S.P.Q. 459 (D.C.S.D. Calif. 
1949). The “Sunkist” case has been the subject of extensive criticism. Lunsford, Trade-Mark 
Infringement and Confusion of Source: Need for Supreme Action, 35 Va. L. Rev. 214 
(1949); Callmann, 38 T.M.R. 304, 308 (1948); Note 48 Col. L. Rev. 648 (1948); 17 Geo. 
Wash. L. Rev. 112 (1948) ; 29 B. U. L. Rev. 137 (1949); 26 N. C. L. Rev. 424 (1948). 

95. On Certain Cases Analogous To Trade-Marks, 4 Harv. L. Rev. 321 (1891). 

96. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 412-13 (1916). But see Kellogg v. 


fs 


National Biscuit Co., 305 U. S. 111 (1938) discussed supra. 
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The principle that trade-marks and trade-names are substantially identical was 
advanced by Handler and Pickett in 1930." 

Where do we stand today? Only the Supreme Court can answer this question. 
Prof. Zechariah Chaffee, Jr., in an able and comprehensive discussion™ points out 
that the policy of Conservatism urges that unfair competition should stop where 
it is; the policy of Conquest is to extend unfair competition to cover all that it pop- 
ularly means ; and the third policy is termed Exploration.” Perhaps the policy of 
Exploration is the one being followed by our courts today. Instead of standing 
pat or pushing into new fields of protection the courts feel their way. 

In the foregoing decisions we have seen evidence of confusion and inconsistency 
in the findings of the courts. If we use them as a measuring stick it is logical to 
assume that the Ninth Circuit will grant relief when, on the same set of facts, the 
Seventh Circuit is inclined to protect the interests of the later comer. What will 
happen in the Second Circuit where most trade-mark cases are heard, is purely 
speculative. 

The decisions of the Second Circuit, therefore, are probably more significant than 
those of other courts. Formerly this Circuit went further toward protecting the 
rights of the trade-mark owner than other circuits. Recent cases show some 
vacillation. Judges have different theories of protection as pointed out in the au- 
thor’s note. In addition, the influence of common-law tradition, economic criticisms, 
and the lack of a determination by the Supreme Court have all, no doubt, had effect 
on the courts. The following cases which are two to one decisions with each of 


the judges dissenting at times, exemplify the conflict : 
In the “Liliputian Bazaar” case’” relief was denied by Judges Swan and Frank 
with a dissenting opinion by Judge Clark; in the same month Judges Augustus 


Hand and Clark granted relief in the “Seventeen’’” case and Judge Frank dis- 


sented; in the California wearing apparel case’ Judges Clark and Swan denied 
relief summarily with a dissent by Judge Learned Hand; “V-8,” supra, was pro- 
tected by Judges Swan and Chase, and Judge Frank wrote a reluctant concurring 
opinion ; Judges Clark and Chase granted protection to the geographical mark “La 
Touraine’”’® and Judge Frank dissented ; in the Eastern Wine case Judges Frank 


97. Trade-marks and Trade-names—An Analysis and Synthesis,” 30 Col. L. Rev. 168 
(1930) See also Callmann, Unfair Competition and Trade-Marks, Vol. 2, 814 et seq. (1945) 
and Robert, The New Trade-Mark Manual 61, 62 (1947); Consumers Petroleum Co. vy. Con- 
sumers Co. 82 U.S.P.Q. 146 (C.C.A. 7, 1949). 

98. Unfair Competition, 53 Harv. L. Rev. 1289 (1940). See Res. of Torts, Sec. 715, et seq. 
(1939). 

99. Id. at 1302-1315. 

100. Best & Co. v. Miller, 167 F. 2d 374 (C.C.A. 2d 1948) ; cert. denied 335 U. S. 818, 69 
Sup. Ct. 39, 93 L. Ed. 21 (1948). Plaintiff’s right to protection had previously been upheld 
by the courts. Ball v. Broadway Bazaar, 194 N. Y. 429 (1909); Ball v. Best, 135 Fed. 434 
(D.C.N.D. IIl., 1905). 

101. Triangle Publications, Inc. v. Rohrlich, 167 F. 2d 969 (C.C.A. 2d 1948); the eighth 
circuit had previously enjoined “Seventeen” for teen-age dresses in Hanson v. Triangle Publica- 
tions, Inc., 163 F. 2d 74 (1947); cert. denied 332 U. S. 855, 68 Sup. Ct. 387, 92 L. Ed. 320 
(1948). 

102. California Apparel Creators v. Weider of California, Inc., 162 F. 2d 893 (C.C.A. 2d 
oof Pee denied 333 U. S. 875, 68 Sup. Ct. 904, 92 L. Ed. 75 (1948). See 48 Col. L. Rev. 
876, 887. 

103. La Touraine Coffee Co. v. Lorraine Coffee Co., 157 Fed. 115 (C.C.A. 2d 1946) ; cert. 
denied 329 U. S. 971, 67 Sup. Ct. 189, 91 L. Ed. 663 (1946). 

104. Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 F. 24.955 (C.C.A. 2d 1943). 
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and Clark denied relief and Judge Swan dissented without an opinion. The three 
judges were in accord in the Durable Toy case but, as already pointed out, Judge 
Yankwich cited Judge Learned Hand’s language to protect “Brooks Bros.” 

It is interesting to consider and study Judge Clark’s dissents in the “Liliputian 
Bazaar” case and in the “Johnson” case in comparison with Judge Learned Hand’s 
decision in the California Apparel case. Difficulty arises in distinguishing the aims 
and conceptions of the two judges. In his first dissent Judge Clark stated that the 
new Act broadens the area of registrable marks and that the court had no escape 
from its duty to carry out the legislative intent. His last dissent expressed his 
belief that sooner or later the court would have to accord a more full-dressed hearing 
to proponents of the new legislation. In his dissent Judge Learned Hand stated that 
an unfair competition action is the last kind of action in which to invoke the remedy 
of summary judgment. The question arises as to whether his position here conflicts 
with his majority opinion in the “Johnson” case where the issue was decided with- 
out any hearing of the evidence. This was a partial basis for Judge Clark’s dissent. 

Judge Learned Hand is, in all probability, the most experienced trade-mark jurist 
in the country. It is apparent from reading the decisions that the judges endeavored 
to construe the law in order to uphold honesty and fair dealing in commercial inter- 
course. In some cases one party had to be hurt but the equities were weighed 
accordingly. This, no doubt, was Judge Hand’s position in the recent “Johnson” 
case. Without expressing an opinion on the result there seem to be two questions 
that require answers. First, since Judge Hand gave a literal interpretation to the 
section of the Lanham Act which created rights uniform throughout the nation, why 
did he fail to give a literal interpretation to the section which omitted the seven 
words which appeared in the Trade-Mark Act of 1905: “goods of substantially the 
same descriptive properties”? The old Act said in substance that the right to enjoy 
an infringing mark arose only if the infringement were used on merchandise or 
goods of substantially the same descriptive properties. Obviously the omission of 
this language from the New Act broadens the protection to trade-mark owners. 
Lack of uniformity of the decisions in defining “goods of the same descriptive prop- 
erties” was partially responsible for a revision of the law, thereby eliminating the 
phrase. Will confusion of source result in a similar lack of uniformity? Secondly, 
what will be the effect in other circuits of the conclusion that the Act created uniform 
rights which dispense with the application of Erie v. Tompkins?’ Only the future 
determination by the other circuits can answer this question unless the Supreme 
Court assents to settle that problem along with the confusion of the lower courts 
relating to trade-marks generally. 

Conclusion 


Lawyers and their clients depend upon the Supreme Court to settle such con- 


105. Erie v. Tompkins, 304 U. S. 64 (1938). Three times since 1938 the Supreme Court has 
said that unfair competition is a matter of state law, viz., Armstrong Paint & Varnish Works v. 
Nu-Enamel Corp., 305 U. S. 315, 325, 336 (1938) ; Fashion Originators Guild v. F. T. C., 312 
U. S. 457, 468 (1941) and Pecheur Lozenge Co. v. National Candy Co., 315 U. S. 666 (1942). 
But see 35 Va. L. Rev. 214, 228 (1949) ; 60 Harv. L. Rev. 821 (1947); 62 Harv. L. Rev. 987 
(1949) ; Robert, Commentary on The Lanham Trade-Mark Act, Incorporated in 15 U.S.C. 
Secs. 1051-1127 at pages 288.288 (1948). Diggins, Federal and State Regulation of Trade- 
Marks, 14 Law and Contemporary Problems, 200 (1949). 
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flicts between circuits and to establish principles which serve as precedents to guide 
the lower courts. Without such precedents no lawyer can advise his client properly 
and trade-mark owners are uncertain of their rights. The Supreme Court devotes 
a great deal of time to protecting the civil rights of individual citizens. Isn’t it 
also important to protect property rights in trade-marks which are owned in numer- 
ous instances by the same citizens—stockholders of the corporation owning the dam- 
aged and diluted trade-mark ? 

Judge Frank has expressed hope that the Supreme Court will settle the question 
of conflicting opinions of the Second Circuit and also conflicting opinions between 
the Second Circuit and other circuits." There are numerous others, including this 
humble scribe, who share his hopes. Professor Chaffee in a Book Review of “The 
Law of Unfair Competition and Trade-Marks,” states: “Almost every twentieth- 
century decision by the United States Supreme Court in this field is likely to be sig- 
nificant because of its effect on the lower federal courts and because the court con- 
fines itself to particularly troublesome questions.’ 

It is hoped that our Supreme Court will settle the confusion of the courts, re- 
solve the conflicts, and define the rights of trade-mark owners according to legisla- 
tive intent."°° The failure to so do means that the clouds of doubt and uncertainty 
will continue to hover over the bench and bar. Unless the confusion is clarified 
it is conceivable that some decisions will be paramount to “due process of law” when 
the courts return the words, formerly valuable property rights, to the public domain. 
But will not the trade-mark owners be deprived of “equal protection of the laws” 


by various circuits ? 


Author's Note: Judge Learned Hand has recently said that the Lanham Act “did indeed put 
federal trade-mark law upon a new footing,” and created substantive rights in the trade-mark 
owner. The confusion and conflict in the unfair competition laws of the various states was one 
of the principal grounds urged in support of a federal law of trade-marks and unfair competi- 
tion. The need for uniformity in statutory and common law was one of the principal reasons 
urged for the passage of the Lanham Act. A trade-mark may be protected by virtue of the 
trade-mark statute under which it is registered; on the theory of unfair competition where 
parties are in competition; on the theory of unfair trading when litigants are not in factual 
competition; or on the theory that trade-marks are property. Many decisions may be cited in 
support of each theory, which, in a large degree, accounts for conflicting results. The federal law 
is controlling in all cases affecting interstate commerce, and in one instance relief has been 
granted thereunder against a purely intrastate infringer of a mark registered under the Act 
of 1905. The author has tried to show that prior to the Lanham Act the lack of uniformity 
resulted in lack of protection for secondary meaning marks. It is hoped that the federal law 
will serve as a guide to uniform decisions; if not, then the Supreme Court should settle the 
conflict by interpreting the Act and establishing a precedent for the lower courts. 

106. Triangle Publications vy. Rohrlich, 167 F. 2d 969, 980. (C.C.A. 2d, 1948). 

107. The author of this book is Rudolph Callmann. The review was published in 61 Harv. 
L. Rev. 562, 567 (1948); Trade-Marks Ante Portas, 51 Yale L. Rev. 829 (1943); 35 Va. L. 
Rev. 214, 232 (1949). 

108. The legislative intent is summed up as follows: “The purpose underlying any trade- 
mark statute is twofold. One is to protect the public so it may be confident that, in purchasing 
a product bearing a particular trade-mark which it favorably knows, it will get the product 
which it asks for and wants to get. Secondly, where the owner of a trade-mark has spent 
energy, time and money in presenting to the public the product, he is protected in his invest- 
ment from its misappropriation by pirates and cheats. This is the well-established rule 
of law protecting both the public and the trade-mark owner. . . Your committee believes 
the proposed bill accomplishes these two broad principles.” Sen. Rep. No. 1333, 79th Cong. 
2nd Sess. 4 (1946); Robert, The New Trade-Mark Manual 267, (1947). See also the trans- 
scripts of the twelve lectures, “Trade-Marks and The Lanham Act,” conducted by The Prac- 
ticing Law Institute in 1947 and particularly “Geography of Trade-Marks” by Walter J. Halli- 
day ; reprinted 38 T. M. R. 111 (1948). 
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COMING INTO EQUITY WITH CLEAN HANDS* 
Zechariah Chafee, Jr.¢ 


The preceding article proposed to examine eighteen differing groups of cases 
which are commonly supposed to present the clean hands doctrine as a maxim of 
equity, and then proceeded to consider eight such groups. Ten groups still require 
attention. The first five of those already considered fell within the exclusive juris- 
diction of equity, and the next three within the concurrent jurisdiction, which is con- 
tinued for a considerable part of the present article. After discussing suits for 
specific performance of unfair contracts and of illegal contracts, I dealt with mis- 
cellaneous tort suits by a person charged with crime. We now turn to several 
important types of injunction suits against specific torts. 

In this article, as in its predecessor, it is desirable to keep two questions in 
mind: First, is the plaintiff’s misconduct more detrimental to him in equity than 
it would be if he were suing for damages? Second, how much is the supposed 
general principle of unclean hands shaped by the rules and policies of this particular 
group of cases, so that it is transformed into a substantive defense for a specific 
wrong? 

Injunctions Against Torts 


9. Suits to protect copyrights and literary property.“ Lord Eldon’s sensitive- 
°° and Byron’s “Cain’"® 


ness to objectionable qualities in Southey’s “Wat Tyler 
has been shared by less eminent judges dealing with poorer literature. Thus in 
England in 1916 Elinor Glyn, the author of “Three Weeks,” was unable to stop 
the production of a photoplay burlesquing of this novel and entitled ‘‘Pimple’s Three 
Weeks.’"” Justice Younger relied partly on the point that the book was “inde- 


” 


cently offensive,’ remarking that perhaps courts were less strict in Lord Eldon’s 
day, but “to a book of such a cruelly destructive tendency no protection will be 
extended by a Court of Equity.’"° A more satisfactory reason for the decision 
was unwillingness to discourage parodies. It would have been tragic if the owner 


of the copyright in “Ivanhoe” had been able to stifle Thackeray’s “Rebecca and 


Rowena.’ 


Copyright 1949, by The Michigan Law Review Association. 

* Portion of the second of two articles adapted from the first two Thomas M. Cooley Lectures 
given by Professor Chafee in April of this year at the University of Michigan, reprinted by 
special permission, from 47 Michigan Law Review 1065-1080. In the discussion, A represents 
applicant for equitable relief, and R represents his opponent, the respondent. The first article 
appeared in the May issue of the Michigan Law Review. 

The third series of the Thomas M. Cooley lectures by Professor Chafee, “Some Problems of 
Equity,” is to be published in the near future under the auspices of the University of Michigan 
Law School.—Ed. 

+ Langdell Professor of Law, Harvard University. 

104. 2 Pomeroy, Eq. Juris., 5th ed., §402a (1941); Rogers, “Copyright and Morals,” 18 
Mich. L. Rev. 390 (1920). 

105. as discussion in prior article, 47 Mich. L. Rev. 877 at 883 (1949). 
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United States district judges in San Francisco, which is not usually regarded 
as a Puritanical environment, have been especially allergic to the excessive portrayal 
of feminine charms. In 1867 Judge Deady declined to protect the favorite legshow 
of our ancestors named the “Black Crook” from a Chinese copy called the “Black 
Rook.”® According to the judge, A’s copyrighted play was filled with “women 
in novel dress or no dress. . . . The closing scene is called Paradise, and . . . . con- 
sists mostly of ‘women lying about loose’. . . . To call such a spectacle a ‘dramatic 
composition’ is . . . an insult to the genius of the English drama.’”** Unfortunately, 
Judge Deady was born too soon to read the opinion of Justice Holmes upholding 
the copyright in lithographs of circus women whitened to resemble statues: 


It would be a dangerous undertaking for persons trained only to the law to constitute 
themselves final judges of the worth of pictorial illustrations .. . [C] copyright would be 
denied to pictures which appealed to a public less educated than the judge. Yet... 
the taste of any public is not to be treated with contempt.'** 


Thirty years after the Black Crook case, Judge Morrow was equally shocked by 
a copyrighted song about Dora Dean—‘“She’s the hottest thing you ever seen.” 
The superlative adjective, he said, had “an indelicate and vulgar meaning.”** But 
Judge Yankwich in Los Angeles takes a more critical attitude in our own time 
while discussing whether the photoplay “When Tomorrow Comes” is borrowed 
from Cain’s novel “‘Serenade.”** Judge Knox in New York City is equally sensi- 
ble about a novel “Hell’s Playground” and its unauthorized dramatic counterpart 
“White Cargo.’”" Although he found plenty of tropical heat in both, he neverthe- 
less stopped the play, observing: “‘so far as morality is concerned, the play is no 
improvement upon the book. .. .’”""° But Lord Eldon, Younger, Deady, and Mor- 
row would have promoted morality by letting the play go on as well as the book, 
thus giving the public a double dose of indecency. May it not be wiser to cut out 
one dose by protecting A’s copyright in spite of his unclean hands? 

Here is one group of cases, at any rate, where we do not need to speculate about 
the outcome of damage suits. We have plenty of direct evidence that questionable 
books are treated exactly the same at law as in injunction suits. Lord Eldon, in 
the Wat Tyler and Cain cases,’” insists that the only way for A to get an injunction 
is to convince a jury first that he has a “property” in the dubious book; and A has 
about as much chance of success as the proverbial snowball in hell. For Lord 
Eldon well remembers what happened to Joseph Priestley in a law court. That 
famous pioneer in chemistry and Unitarianism had his house burned by a mob in 


added mental labor of his own to the author’s work, see Chafee, “Reflections on the Law of 
Copyright,” 45 Col. L. Rev. 503 at 511 (1945). 
- 110. _— v. Maguire (C.C. Cal. 1867) Deady 216; 1 Abb. U.S. 356; 16 Fed. Cas. 
o. 9, 173. 

111. (C.C. Cal. 1867) Deady 216 at 221, 222. 

112. Bleistein v. Donaldson Lithographing Co., 188 U.S. 239 at 251, 23 S. Ct. 298 (1903). 

113. Broder v. Zeno Mauvais Music Co. (C.C. Cal. 1898) 88 F. 74 at 79. 

114. Cain v. Universal Pictures (D.C. Cal. 1942) 47 F. Supp. 1013. The court found no 
plagiarism. 

115. Simonton v. Gordon (D.C.N.Y. 1925) 12 F. 2d 116. 

116. Id. at 124. 

117. Southey v. Sherwood, 2 Mer. 435, 35 Eng. Rep. 1006 (1817); Murray v. Benbow, 6 
Petersdorff Ab. Cas. 558, note (1822). 
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1791 because of his sympathies with the French Revolution. Priestley sued the 
Birmingham town government (the hundred) for compensation for his heavy losses, 
including numerous unpublished manuscripts. He called booksellers to testify that 
they would have given considerable sums for these. Unluckily for him, the judge 
was our old friend Eyre, the coiner of the clean hands maxim. When the defense 
offered evidence that Priestley was in the habit of publishing works injurious to the 
government, Eyre let it in to reduce damages. So the jury gave nothing for the 
destroyed manuscripts." This unreported case was followed in 1826 when a non- 
suit was imposed on the publisher who owned the copyright of the Memoirs of 
Harriette Wilson, a notorious courtesan. Brougham argued forcibly against the 
pirate : 
The doctrine that there can be no property like this, rests on a dictum of Lord Chief 

Justice Eyre. .. . And the Lord Chancellor relied on that dictum. .. . but it is one thing 
to refuse an injunction, and other to hold that no action is maintainable. . . . Suppose a 
party to have stolen the book, could he say that he is not guilty of larceny, because the 
book was of an improper tendency. [Littledale, J., said that in larceny, the paper, etc., 
would be stolen.] But... if [the doctrine] is applied at all . . . a Court should hold 
that even the paper was not protected, if converted to such a use. The argument used 
is, that, giving such works no protection, tends to suppress them. Now this is not so; 
for the dissemination of such works is much assisted, all the world being enabled to publish 
them ; and if the principle be admitted, it not only applies where the whole is objectionable, 
but also where any part of it is bad.1”° 

His eloquence was useless. Judge Holroyd asked, “How can injury be done 
where there is no right to publish?”"” Chief Justice Abbott said, “If the plaintiff 
had no right to sell, how can he maintain an action?”’** Judge Bayley emphasized 
“the principle that no person could have any right of property in any such work.’”” 
And so the nonsuit stood. The Court of King’s Bench sitting in bank sent Har- 
riette Wilson to join Southey and Byron. Law or equity, it was all the same to 
them. 

This decision points plainly to the sound analytical reason why these various 
courts have denied damages or an injunction against the pirates who looted illicit 
literary merchandise. The objection is not to A’s misconduct but to the book itself. 
The judicial theory is that the book, whatever its commercial value, is not property, 
in the sense of giving rise to interests of substance which any court cares to protect. 
In short, the ideas as here expressed are not the subject of ownership. 

This judicial theory shows that the defense is not equitable, but should there be 
any defense? Indecency is rarely more than part of a book; it is mixed with other 
matters like the tares with the wheat. The copyright act, so far as I can find, entitles 
any original work to registration regardless of moral objections. There are a few 


118. Priestley’s Case, stated arguendo in 2 Mer. 437, 35 Eng. Rep. 1007 (1817). See the 
article on Priestley by Alexander Gordon, 46 Dict. Natl. Bio. 357, at 363-364 (1896). On 
statutory municipal liability for mob action, see Palmer v. Concord, 48 N.H. 211 (1868) 
(destruction of Copperhead newpspaper plant by privates bound for Civil War—opinion by 
Judge Jeremiah Smith) ; Ely v. Board of Niagara County, 36 N.Y. 297 (1867) (brothel). 

119. Stockdale v. Onwhyn, 2 Car. & P. 163, 172 Eng. Rep. 75 (1826), S.C. 5 B. & C. 173, 
108 Eng. Rep. 65 (1826). See the article on Harriette Wilson by Thomas Seccombe, 62 Dict. 
Natl. Bio. 95 (1900). 

120. Stockdale v. Onwhyn, 2 Car. & P. 163, 172 Eng. Rep. 75 at 77 (1826). 
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statutory exceptions, such as works in the public domain and government publica- 
tions,’ but they do not include indecent books. Judges should be very cautious 
about introducing exceptions of their own into acts of Congress. As Holmes 
pointed out in the circus lithograph case,™ persons trained only to the law run a 
big risk in undertaking to pass on literary and artistic values. Sometimes the leg- 
islature has expressly entrusted questions of obscenity to the courts, as in criminal 
statutes, and then judges have to do the best they can, but the results have been 
quite erratic.” This should be a warning against rushing into new obscenity 
jobs which no legislature has told them to undertake. 

The penalties for obscenity are defined by statute. Why should the courts add 
a new penalty out of their own heads by denying protection to a registered copy- 
right which complies with every provision of the copyright act? To return to my 
discussion of Wigmore’s solution for illegality in civil suits, I think that the added 
penalty is justifiable only if there is a serious need for extra pressure to induce 
obedience to the criminal law. In the obscenity situation, this need is not obvious. 
The refusal of an injunction multiplies the book and increases violations of the 
criminal law. Direct attack by prosecution is much more effective. It is easy, for 
the offense consists only of widely circulated words. No long hunt for witnesses, 
for example, is required, as in attempts to run down smuggling and political corrup- 
tion. The truth is that equity judges have acted in some of these copyright cases 
because they knew that juries would not convict the author and publisher. But 
if that be the case, a judge has no business to prevent the community from reading 
what twelve of its members would think it ought to be allowed to read. 

Much the same considerations apply to literary property in unpublished works, 
although the want of statutory authorization of the book makes the argument some- 
what less strong. Still, here we have an interest in privacy superimposed upon 
the possible commercial value of the manuscript. Edward S. Rogers thought that 
the author of an unpublished work, regardless of its character, should have the 
right to determine whether it should be published at all.” Suppose that A has kept 
a diary to which he has consigned reflections of an extreme Freudian sort. If R 
steals the diary, should A be powerless to prevent his secret thoughts from flying 
everywhere because of their obscenity, the very reason which makes him and every 
decent man who is not a judge want to keep the diary locked up? It is odd that 
Lord Eldon allowed Mrs. Gee to enjoin the publication of family letters in breach 
of confidence, and yet a year earlier refused to let Southey preserve his youthful 
poetic indiscretions from the world. 

A more robust theory of copyright law would follow the analogy of patent law, 
as exemplified in Fuller v. Berger, which refuses to invalidate a patent on a de- 
vice to keep bogus coins out of slot-machines just because the invention can be used 


123. 61 Stat. L. 652 (1947). 
124. Bleistein v. Donaldson Lithographing Co., 188 U.S. 239, 23 S. Ct. 298 (1903). 

125. See the Strange Fruit case, Commonwealth v. Isenstadt, 318 Mass. 543, 62 N.E. (2d) 
840 (1945), and the discussion in 1 Chafee, Government & Mass Communications 200-226 (1947). 
126. Rogers, “Copyright and Morals,” 18 Mich. L. Rev. 390 at 404 (1920). 
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for criminal purposes and frequently is so used. The best antidote to the over- 
righteous decisions I have set forth is found in the opinion of Justice Holmes in 
Board of Trade v. Christie Grain & Stock Co.” When the Chicago grain exchange 
sought to enjoin the unauthorized use of its ticker quotations by a bucket-shop, the 
main defense was that the plaintiff operated the greatest of bucket-shops, that, as 
Holmes put it, “the subject matter is so infected with the plaintiff's own illegal con- 
duct that it . .. may be carried off by any one at will.” In granting the injunction, 
Holmes wrote as follows: 


If then the plaintiff’s collection of information is otherwise entitled to protection, it 
does not cease to be so, even if it is information concerning illegal acts. The statistics of 
crime are property to the same extent as any other statistics, even if collected by a 
criminal who furnishes some of the data.1*° 


10. Patent suits.*** Ladas in his excellent book on The International Protection 
of Industrial Property states that the clean hands maxim has no place, here, for 
“equitable principles are not applicable in patent law, which is statutory law.’ 
This is going much too far. It reminds one of Justice Black’s attempt in the 
Mercoid case to do away with contributory infringement just because Congress 
says nothing about any such wrong in the patent acts.’ Plenty of judicial opinions 
in patent injunction suits talk about the patent owner’s being subject to the “equita- 
ble” defense of unclean hands. 

The present discussion will be confined to two recent Supreme Court cases 
which were mentioned at the outset. They will suffice to support my position 
that the only reason for calling the defense equitable is that it happens to be raised 
in an equity suit. What is still important, these patent suits are not just an illus- 
tration of Wigmore’s general tort principal about the plaintiff’s illegality being a 
bar. Instead, the defense is part and parcel of patent law. It cannot be understood 
except by a knowledge of patent principles. In the Fort Sill liquor case, we should 
hardly say that violation of Army liquor laws was part of the law of conversion, 
which was the tort charge against the state officials, but the two cases now to be 
stated make it plain that the plaintiffs were denied relief because of a substantive 
rule of the very same patent law under which they sought relief. 


129. 198 U.S. 236, 25 S. Ct. 637 (1905). 

130. Id. at 246 and 251. It is necessary to omit treatment of two interesting situations: 
(1) A’s book is full of plagiarisms or is deceptive. Thompson vy. American Law Book Co. 
(C.C.A. 2d, 1903) 122 F. 922; Merchants’ Syndicate Catalog Co. v. Retailers’ Factory Catalog 
Co. (D.C. Ill. 1913) 206 F. 545; Davies v. Bowes (D.C. N.Y. 1913) 209 F. 53; Stone & 
McCarrick v. Dugan Piano Co. (C.C.A. 5th, 1915) 220 F. 837; Munn & Co. v. Americana Co., 
83 N.J. Eq. 309, 91 A. 87 (1914). (2) A is violating the state anti-ASCAP license statute 
while suing for infringement of copyright in a song. Leo Feist, Inc. v. Young (C.C.A. 7th, 
1943) 138 F. 2d 972; Interstate Hotel Co. v. Remick Music Corp. (C.C.A. 8th, 1946) 157 F. 
2d 744, cert. den. 329 U.S. 809, 67 S. Ct. 622 (1947); Buck v. Gallagher (D.C. Wash. 1940) 
36 F. Supp. 405. Another interesting question is presented in Alfred Bell & Co., Ltd. v. Catalda 
Fine Arts, Inc. (D.C. N.Y., 1947) 74 F. Supp. 973. 

131. Chafee & Pound, Cases on Equitable Relief Against Torts, 383, n. 1, 384-391 (1933). 
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of the specific defense that the owner is not working his patent. See Continental Paper Bag 
Co. v. Eastern Paper Bag Co., 210 U.S. 405 at 422, 28 S.Ct. 748 (1908). 
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In Morton Salt Co. v. Suppiger Co. in 1942,’** the salt company owned the 
patent on a machine for depositing salt tablets, which was useful in the canning 
industry so as to get the right amount of salt into the food before the can was 
sealed. It charged that R was infringing the patent by selling a similar kind of 
machine. The trial court had not even bothered to inquire whether the patent was 
valid or infringed, but dismissed the complaint summarily and the Supreme Court 
affirmed this judgment. The reason was that the salt company was leasing its 
patented machines to some two hundred commercial canners on condition that all 
the salt tablets used with the machines had to be purchased from a subsidiary of the 
salt company. Because this attempt to monopolize unpatented articles through a 
patent was an unlawful restraint of trade, the patent was denied protection. Chief 
Justice Stone said: “It is a principle of general application that courts, and es- 
pecially courts of equity, may appropriately withhold their aid where the plaintiff 
is using the right asserted contrary to the public interest.’””” 

The sentence just quoted had very disturbing implications for patent owners. 
Was the Supreme Court going to allow every patent infringer to go scot free if he 
could establish that the owner of the patent was somehow or other violating the 
Sherman Act or the Clayton Act? For years and years little manufacturers who 
got sued by giant competitors and knew that they were pretty clearly guilty of in- 
fringing valid patents had been trying to divert the judges’ attention from their 
own misdeeds by charging the plaintiffs with creating an illegal monopoly. This 
tu quoque defense had been persistently thrown out by a long line of decisions in 
the district and circuit courts,” which were supported in the Supreme Court by 
cases refusing to entertain the same sort of reason to escape paying the price of 
goods bought from a big corporation.“™ It was hard enough for a federal judge to 
wend his way through the intricacies of a patent suit without taking on at the same 
time the baffling problems of the Sherman Act. Were all these cases now thrown 
overboard? To the patent bar, this was just as shocking as if a careless motorist 
were able to defend the subsequent personal injury suit by proving that the pedes- 
trian had beaten his wife before leaving his home. If every sizable business which 
brought a patent suit knew that it might have to become involved in an antitrust 
suit, the value of patents would be grievously impaired. Not only guilty patent 
owners would be deterred from suing. No prosperous businessman today can be 
altogether sure that he is not violating some provision of the Sherman, Clayton, or 
Robinson-Patman act or some other federal statute against improper trade practices. 
Even the businessman who was absolutely confident in his complete compliance with 
all of these laws would hesitate to start a patent suit if he knew that it might very 
well require him to take weeks away from his normal productive work in order to 
review scores of old commercial transactions for the sake of demonstrating his inno- 


135. 314 U.S. 488, 62 S.Ct. 402 (1942), 40 Mich. L. Rev. 1266 (1942). Compare Libbey- 
Owens-Ford Glass Co. v. Sylvania Industrial Corp. (D.C. N.Y. 1945) 64 F. Supp. 516, (C.C.A. 
2d, 1946) 154 F. 2d 814, cert. den. 328 U.S. 859, 66 S.Ct. 1353 (1946). 
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cence. In short, if the district judge in many patent suits would be trying the 
plaintiff instead of the defendant, few men would care to be plaintiffs. 

There would have been no such disagreeable surprise on account of the Morton 
Salt case if the defendant had been sued for selling his own salt tablets to the users 
of the patented machine and thus aiding them to violate the restriction in their 
licenses. It is true that forty years ago a person who thus aided another to make 
unauthorized use of a patented invention would have been liable as a contributory 
infringer.* The licensee who was actually using the Morton machine with for- 
bidden salt tablets would have been liable as a direct infringer of the patent. The 
sound explanation of these old cases was that the patentee was simply splitting his 
monopoly. Just as he could authorize a licensee to use his patented machine in 
New England, and keep the rest of the country for himself, so he would license its 
use with its own salt tablets and keep that part of his patent monopoly which in- 
volved the use of the machine with other people’s salt tablets.“ But from 1917 
on, the Supreme Court took a very different view of the powers of the patentee. 
Although this particular method of splitting the patent monopoly is logically within 
its scope, nevertheless it is now considered to be against public policy because of 
its undesirable consequences in facilitating the patentee’s control over unpatented 
material. Therefore the licensee’s use of the patented devices with other materials 
is now declared to be outside the patent monopoly. It has always been common 
for the patentee to sue the person supplying the unauthorized materials as a con- 
tributory infringer instead of going after the numerous licensees. After the Supreme 
Court reversed its position in the Motion Pictures Patent case in 1917,™ it re- 


peatedly dismissed suits against the outsider, holding that there was no contributory 
infringement. The court ruthlessly struck down every attempt of the patentee to 


prevent rival products from being used by his licensees.** In none of these cases 


did the court invoke the clean hands maxim. Instead, it was concerned with de- 
fining the lawful scope of the patent monopoly. 

The novel feature of the Morton Salt Co. case is now obvious. The defendant 
was not sued as a contributory infringer for selling unauthorized unpatented ma- 
terials to the patent licensee. He was sued for direct infringement by making and 
leasing a machine embodying the plaintiff’s patented invention, or so the com- 
plainant said. If the complainant was right, then what the defendant was doing 
clearly fell within the scope of the patent monopoly. Yet the court did not care 
if this was so. Because of what the patentee was doing with the licenses of his 
machine, he was not allowed to protect the machine itself from imitation. In the 
preceding cases, the patentee’s attempt to control unpatented materials had pre- 


139. Heaton-Peninsular Button-Fastener Co. v. Eureka Specialty Co., (C.C.A. 6th, 1896) 
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vented any wrong from arising on the part of the defendants. In this case, it pre- 
vented the plaintiff from getting relief for an undoubted wrong. Other patentees 
who are not imposing improper restrictions are getting injunctions every week 
against the sort of thing this defendant was doing. Moreover, Chief Justice Stone 
intimated that the Morton Salt Co. would be able to get an injunction against this 
very defendant as soon as it gave proof that the improper practice of restrictive 
licenses had been abandoned and that the consequences of its misuse of its patent 
had been dissipated. 

Thus there can be no doubt that the Morton Salt case does rest on the plaintiff’s 
misconduct and hence seems to involve the clean hands maxim. Nevertheless, two 
points stand out. In the first place what happened here in equity would probably 
have happened at law. If the salt company, instead of seeking an injunction, had 
asked for heavy damages while it was trying to force its own salt tablets on its 
licensees, it is almost impossible to believe that the hostile Supreme Court would 
have allowed a large sum of money to go to a company which was using its patent 
to restrain trade. In a law case of a very different sort involving a patent, the 
Sola Electric case, the court entertained the defense of violations of the Sherman 
Act which were very closely connected with the contract under which the patentee 
was suing. As usual, the clean hands doctrine was not mentioned in an action at 
law, but it is significant that the Morton Salt case was cited. Secondly, the plain- 
tiff in the Morton. Salt case was barred by a very special kind of misconduct which 
was held to be inconsistent with the purpose of the patent system. Although the 
anti-trust laws were involved, the objection was not that the salt company had 
entered into an unlawful combination with its competitors or was violating those 
laws by transactions disconnected with the patent in suit. The trouble was that the 
patentee was using his patent, so the Chief Justice said, “as the effective means of 
restraining competition with its sale of an unpatented article.”"** And again he 
said that the patentee, being the holder “of an exclusive privilege granted in the 
turtherance of a public policy, may not claim protection of his grant by the courts 
where it is being used to subvert that policy.” Two years later, in the Mercoid 
case, Justice Douglas cited the Morton Salt case for the proposition that the Court 
would withhold its aid from a patentee “where the patent was being misused.’ 
This all brings me back to the fundamental proposition with which I began discus- 
sing this group of cases: the supposed defense of clean hands here is really a sub- 
stantive rule of patent law. 

The same is true of the different sort of plaintiff’s misconduct in Precision In- 
strument Mfg. Co. v. Automotive Maintenance Machinery Co. in 1945." A sold 
torque wrenches developed by its employee, Zimmerman, who had applied for a 
patent. Another employee, Thomasma, who had worked with Zimmerman, secretly 
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gave information about the wrenches to an outsider, Larson. Thereafter, Larson 
applied for a patent on the same newly-developed wrench. He and Thomasma and 
another man organized a new company R, to supply the requirements of A’s chief 
customer. R succeeded in taking away all that business from A, although Thomasma 
went on working for A, until he was found out and fired. Of course, the two 
applications clashed, so the patent office declared an interference. When Larson 
filed his preliminary statement in this proceeding, he put in all sorts of false dates 
so as to get well ahead of Zimmerman’s true dates as to conception, disclosure and 
reduction to practice. A, having acquired the Zimmerman application, smelled 
a rat and got a lawyer to investigate. After thus discovering the true situation, A 
said nothing to the patent office, but made elaborate agreements with R and the 
fraudulent Larson to settle everything. The upshot of this happy arrangement 
was that both Zimmerman and the Larson patents were issued and owned by 4. 
Then R, as might be expected, started making wrenches again. A sued RF for in- 
fringing the two patents. 

In dismissing the injunction suit, Justice Murphy did speak of the clean hands 
maxim as the “guiding doctrine in this case” and as a “doctrine . . . rooted in the 
historical concept of court of equity. . . .”"** Yet he would, I believe, have been 
equally anxious to dismiss a damage action based on Larson’s fraudulent patent.’ 
And when Justice Murphy gets down to brass tacks, he makes it plain that the 
defense in this case grows out of the very texture of patent law : 


[Patents] .. . are matters concerning far more than the interests of the adverse par- 
ties. The possession and assertion of patent rights are “issues of great moment to the 
public.” ... A patent by its very nature is affected with a public interest. As recog- 
nized by the Constitution, it is a special privilege designed to serve the public purpose of 
promoting the “Progress of Science and Useful Arts.” At the same time, a patent is an 
exception to the general rule against monopolies and to the right of access to a free 
and open market. The far-reaching social and economic consequences of a patent, there- 
fore, give the public a paramount interest in seeing that patent monopolies spring from 
backgrounds free from fraud or other inequitable conduct and that such monopolies are 
kept within their legitimate scope... . 

The history of the patents and contracts in issue is steeped in perjury and undisclosed 
knowledge of perjury. ... 

Those who have applications pending with the Patent Office or who are parties to 
Patent Office proceedings have an uncompromising duty to report to it all facts concerning 
possible fraud or inequitableness underlying the applications in issue. ... Only in this 
way can that agency act to safeguard the public in the first instance against fraudulent 
patent monopolies. .. . The public policy against the assertion and enforcement of patent 
claims infected with fraud and perjury is .. . great... .?™ 


* In the earliest case in 


11. Suits to protect trade-marks or trade-names.”° 


148. 324 U.S. 806 at 814, 65 S.Ct. 993 (1945). 

149. The argument is not quite so strong for denying damages for infringement of the 
Zimmerman patent, for that was not obtained by lies. Possibly the Court objected to its being 
snatched out of the interference proceeding by the dubious agreements. These same difficulties 
apply to the refusal to protect that patent by an injunction. 

150. 324 U.S. 806 at 815, 816, 818, 819, 65 S.Ct. 993 (1945). 

151. Nims, “Law of Unfair Competition,” 3d ed., 976-1009 (1929) ; Derenberg, “Trade-Mark 
Protection & Unfair Trading, 659-680 (1936); 2 Callmann, “Law of Unfair Competition & 
Trade-Marks, 1416-1431 (1945); Chafee & Pound, “Cases on Equitable Relief Against Torts, 
372-381 (1933). 
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this group (1857), a soap was called “Balm of a Thousand Flowers,” but contained 
no flowers. Judge Duer of New York denied an injunction against piracy of the 
name, saying “Those who come into a court of equity . . . must come with pure 
hands and a pure conscience.’"** The same moral reflection has been echoed over 
and over in similar cases. Yet when we examine the leading cases, we find eminent 
judges demand more than this. They take many pains to relate the defense of de- 
ceptiveness in the mark or name to the reasons why trade-marks and trade-names 
are protected at all. Thus Judge Duer, in this very soap case, hit the nail on the 
head when he said he ought not to sanction “An exclusive privilege for deceiving 
the public.”*** Lord Westbury in a case where the mark called leather cloth 
“tanned” which was untanned*™ made an elaborate analysis of the theory of protec- 
tion and concluded that when the symbol contained a false assertion, “no property 
can be claimed on it .. . the right to the exclusive use of it cannot be maintained.””™ 
And Justice Shiras took the same position in refusing his aid to “California Fig 
Syrup” which had no figs.” In other words, A is thrown out because his fraudu- 
lent mark does not present any interests which the courts care to protect. Still, 
not every lie in the mark or name is a bar.” The only way to know where to 
draw the line is to think hard about the business function of these symbols. As 
the famous Eau de Cologne case shows, the real question is what customers care 
about." The focus of attention should be A’s right and not his ethics. 

This view applies at law just as much as in equity. Suppose that 4 has regis- 
tered a mark which misleads the public so that he cannot enjoin an imitator. In- 
stead, A tries to get treble damages under the federal statute. Surely, he should 
lose. Or take a case where suit is not based on a statute. The Knights of the 
Ku Klux Klan did not succeed in preventing banished members from using the 
name, because of the order’s gross violations of law in fomenting riotous gangs, and 
so on." I doubt whether the order could have maintained an action of conver- 
sion for the value of the robes and regalia which the banished members carried 
away, or an ac:ion of money had and received for the funds they had illegally col- 
lected by enrolling new members. 

The Lanham Act of 1946” bears out my position that deceptiveness vitiates the 
mark. Section 2 makes unregistrable any mark which “Consists of or comprises 
... deceptive . . . matter’; section 14 (c) allows registration of such a mark to be 
cancelled on the application of any person interested. And it is also possible to 
cancel the registration of an assigned mark which “is being used by, or with the 


152. Fetridge v. Wells, 13 How. (N.Y. Pract.) 385 at 389 (1857). 

153. Id. at 389. 

154. Leather Cloth Co., Ltd. v. American Leather Cloth Co., Ltd., 4 DeG. J. & S. 137, 46 
Eng. Rep. 868 (1863). 

155. Id. at 144. 

156. Worden v. California Fig Syrup Co., 187 U.S. 516 at 528, 23 S.Ct. 161 (1903). 

157. Paris Medicine Co. v. Brewer & Co. (Mass. 1936) 17 F. Supp. 7 (cold cure) ; Newbro 
v. Undeland, 69 Neb. 821, 96 N.W. 635 (1903) (baldness cure); Nims, “Law of Unfair Com- 
petition,” 3d ed., 1000 (1929). 

158. Mulhens & Kropff, Inc. v. Ferd. Muelhens, Inc. (D.C. N.Y. 1929) 38 F. 2d 287, 
revd. in (C.C.A. 2d, 1930) 43 F. 2d 937, cert. den. 282 U.S. 881, 51 S.Ct. 84 (1930). 

159. Knights of Ku Klux Klan v. Strayer, (D.C. Pa. 1928) 26 F. 2d 727, affd. (C.C.A. 
3d, 1929) 34 F. 2d 432. 

160. 60 Stat. L. 427 (1946). 
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permission of, the assignee so as to misrepresent the source of the goods .. . in 
connection with which the mark is used... .”"** These various provisions seem 
to bar a damage action as much as an injunction suit. 

It is a little harder to fit into my view those cases which refuse an injunction to 
protect a non-deceptive mark, on the ground that its owner had used misrepresenta- 
tions elsewhere, for example, in his advertising.“** Since the mark is all right in 
itself, is not the bar caused by A’s personal misconduct? My reply is that what 
is basically safeguarded in trade-mark cases is the market, not the mark. “In 
short, the trade-mark is treated as merely a protection for the good-will, and not 
the subject of property except in connection with an existing business.’"* The 
trade-mark is the means by which A strengthens his expectancy of drawing cus- 
tomers to his door. When this expectancy is vitiated by fraudulent advertising, 
the court may not think it worth bothering about. The symbol of a bad business 
is thrown out along with the business, which is the main thing.” 

Finally, does the defense make sense, however we analyze it? Might not a 
more intensive consideration of the policies of trade-mark law lead to its virtual 
abandonment, in accord with the observation of Judge Coxe half a century ago. 


It would seem that this rule might be modified so as to permit the court, for the 
protection of the general public, to enjoin both parties. .. . 1° 


Nims pungently describes what Judge Duer actually did about “The Balm of a 
Thousand Flowers” soaps : 


The product of the plaintiff was a mixture of palm oil, potash, alcohol and sugar. 
The defendant’s concoction was of a similar character. Yet in the face of the perfectly 
obvious fact that both parties were equally guilty of fraud on the public, the court re- 
fused relief on the ground that the plaintiff was grossly deceiving the public, and by this 
decision permitted both parties to continue their objectionable practices. . . . 

It is impossible to believe that the power of the court of equity to-day over parties 
standing at its bar is so limited that, before releasing them, it cannot issue such orders 
as will insure henceforth, from both plaintiff and defendant, honorable methods of com- 
petition at least as respects the practices set out in the pleadings.” 


Because A’s California fig syrup has no figs in it, 4 is punished by giving the 
public two “fig syrups” with no figs. Deception continues with confusion com- 
bined. Derenberg and Callmann are equally critical of the unsatisfactory results 
of the clean hands doctrine in this group of cases.“ Judicial preoccupation with 
morality has here, as in the copyright cases, brought about an increase of immoral- 
ity. 

No doubt there are practical obstacles to reform, as Callmann indicates. For 
a judge to decide flatly against both private parties to a suit in which the public has 


161. Id. §§2, 14(c). 

162. Chafee & Pound, “Cases on Equitable Relief Against Torts,” 379-381 (1933). 

163. Justice Pitney in Allen & Wheeler Co. v. Hanover Star Milling Co., 240 U.S. 403 at 
414, 36 S.Ct. 357 (1916). See the whole passage. 

164. The beginning of §43 of the Lanham Act supports this position: “use in connection 
with goods . . . any false .. . representation. .. .” 

165. Hilson v. Foster, (C.C. N.Y. 1897) 80 F. 896 at 901. 

166. Nims, “Law of Unfair Competition,” 3d ed., iv (1929). 

167. Derenberg, “Trade-Mark Protection & Unfair Trading,” 662 (1936); 2 Callmann, 
“Law of Unfair Competition & Trade-Marks,” 1431 (1945). 
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no representative does not fit well into our adversary system of justice. Neverthe- 
less, the Lanham Act points the way to a feasible remedy although this statute does 
not surely provide it. As already stated, the act allows A’s deceptive mark to be 
cancelled in an administrative proceeding.” Possibly such cancellation is not yet 
authorized in an equity suit brought by 4. Still, a simple amendment would allow 
a counterclaim by FR to obtain cancellation. But this will not altogether remove 
the current evils. It will not stop 4 from using his now de-registered deceptive 
mark, and how can FR be enjoined under the Lanham Act from continuing his un- 
registered deceptive mark at the suit of 4, who no longer has a federal right? Per- 
haps section 43 helps out by authorizing a civil action on the part of any person 


who believes he is damaged, against any person who “shall affix . . . or use in con- 
nection with any goods . . . any false description or representation, including words 
or other symbols tending falsely to describe or represent the same... .” Yet it is 


not clear that R, who has been imitating such a wrongful mark, can maintain this 
civil action, inasmuch as the doctrine of unclean hands might be applied in reverse. 

The most fruitful suggestion is found in the proviso at the end of section 14, 
authorizing the Federal Trade Commission to apply for cancellation of trade-marks 
on various grounds, including deceptiveness. This action would be facilitated if the 
commission were given the right to have notice of every federal trade-mark suit 
or unfair competition suit (whether under the Lanham Act or the diversity jurisdic- 
tion) in which the defense was made that the imitated symbol was deceptive. Then 
the commission could intervene if it thought wise and could also seek cancellation 
of any registered mark involved, besides entertaining cease and desist proceedings 
against either or both parties to prevent the continuance of their unfair trade prac- 
tices. 

When the law is thus enabled to deal effectively with the total situation, the clean 
hands doctrine is likely to become a minor matter in this group of cases. _ 

The time has come to invoke another old maxim, “Don’t hit a man when he is 
down.” There is no need for me to go on battering the clean hands doctrine at 
length through all the remaining seven groups of cases. So in most of them I shall 
show rather briefly how the defense of plaintiff's misconduct belongs to the sub- 
stantive law of the particular subject. 


168. 60 Stat. L. 427 § 14(c) (1946). 


TRADE SLOGAN ‘ 


We publish below trade slogan received and entered on the records of the Asso- 
ciation as evidence of the owner’s claim thereto: 


NOT os 6s cbuwskesddetssdoneered sehacenaci The Tremco Manufacturing Company 
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BOND CROWN & CORK COMPANY v. FEDERAL TRADE 
COMMISSION, ETC. 


Nos. 5813, 5814, 5817—C.A. 4—August 22, 1949 


g F.T.C. Act—Unrair METHODS oF COMPETITION—COMBINATION IN RESTRAINT OF TRADE. 

Evidence of record held to support F.T.C. findings of conspiracy and combination in 
restraint of trade, constituting an unfair method of competition, under section 5 of F.T.C. 
Act, where manufacturers of 85 per cent of all crown bottle caps adopted uniform prices 
and discounts, standardization of products, equalization of freight and patent licenses with 
restrictive price agreement. 

Question as to patent licenses is limited to whether such agreements support charge 
of conspiracy. 

Freight equalization practice, whether viewed as unfair trade practice per se or as evidence 
of conspiracy, produces same results as multiple basing point system in practice. 

F.T.C. Act—EvipENCE—GENERAL 

Direct evidence of express agreement to do what law forbids not required; combination 
or conspiracy may be found in course of dealings or circumstances. 

Commission and not trial Examiner is charged with finding the facts; and findings of 
Commission if supported by evidence are conclusive irrespective of findings by trial Examiner. 

F.T.C. Act—REVIEW OF ORDERS—MODIFICATION 

Modification of order prohibiting freight equalization as part of combination or conspiracy 
refused though practice “might be all right if used by the manufacturers individually.” 

Order modified to eliminate its application to cork discs because of lack of sufficient 
evidence of conspiracy or combination in restraint of trade in them and no finding sufficient 
to support application of order to dealings therein. 


Three petitions to review and set aside order of Federal Trade Commission, (1) 
by Bond Crown & Cork Company, (2) by Crown Manufacturers Association of 
America, L. C. McAuliffe, E. J. Costa, Benno Cohn, Arco Crown Cork & Cap Co., 
Inc., Crown Cork & Seal Company, Inc., Penn Cork and Closures, Inc., Consoli- 
dated Cork Corporation, et al., and (3) by Armstrong Cork Company and Joseph 
C. Feagley. Modified. 


Roger A. Clapp (Albert E. Donaldson and Hershey, Donaldson, Williams & Stanley 
on the brief) of Baltimore, Md., for petitioners in No. 5814. 

H. Bartow Farr, (Willkie, Owen, Farr, Gallagher & Walton, of New York, N. Y., 
Semmes, Bowen & Semmes, of Baltimore, Md., and Helmer R. Johnson on the 
brief) for petitioners in No. 5813. 

Frank B. Ingersoll (Rex Rowland and Smiih, Buchanan & Ingersoll on the brief) 
of Pittsburgh, Pa., for petitioners in No. 5817. 

Donovan R. Divet (W. T. Kelley, Walter B. Wooden, and James W. Cassedy on the 
brief) of Washington, D. C., for respondent. 


Before PARKER, Chief Judge, and SoPer and Dobsie, Circuit Judges. 
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PARKER, C. J.: 


These are petitions to review and set aside an order of the Federal Trade Com- 
mission finding that the petitioners have been parties to a conspiracy and combina- 
tion in restraint of trade constituting an unfair method of competition in violation of 
section 5 of the Federal Trade Commission Act (38 Stat. 719, 15 U.S.C. sec. 45) 
and commanding them to cease and desist from carrying out any ‘“‘planned common 
course of action” with respect to certain acts and practices found to be involved in 
the conspiracy. The petitioners are corporations engaged in manufacturing crown 
bottle caps, a trade association of these manufacturers and certain individuals hold- 
ing office either in the corporations or the association. The commission in its brief 
filed in this court consents that its order be vacated as to the individual petitioners, 
and no further attention need be given to them. The manufacturing corporations 
and the association ask that the order be vacated because not based on sufficient 
findings and because the findings are not supported by substantial evidence. 

The case was heard before a trial examiner, who filed a report recommending 
that the commission find that there had been no conspiracy in restraint of trade 
or unfair trade practice in violation of the Trade Commission Act and that it dis- 
miss the petition. Exceptions were filed to this report, and the commission made a 
complete finding of facts covering every aspect of the case and reached the conclusion 
that a combination and conspiracy in restraint of trade did exist and that a cease 
and desist order should issue. The findings of the commission are that the manu- 
facturing petitioners control 85 per cent of the business in question, that there is no 
price competition of any sort among them, but that absolute uniformity of prices 
and discounts has prevailed since 1938; that, through their association they con- 
sidered uniform pricing techniques and a uniform contract in the year 1928, and 
that, although this uniform contract was not adopted, its provisions have been fol- 
lowed by petitioners; that through the association petitioners have worked out a 
standardization of product so that even in the matter of decoration the product of 
all petitioners is precisely the same; that in connection with patent licensing agree- 
ments the petitioner Crown Cork & Seal Company, which was the largest manu- 
facturer of crown bottle caps, furnished lists of its prices to all the other petitioners 
for a period of many years and ceased only a short while before the institution of 
this proceeding ; that such license agreements provided that the licensees should not 
sell at prices lower than those of Crown Cork & Seal; and that all of the manufac- 
turing petitioners followed the uniform practice of equalizing the freight on ship- 
ments, with the result that the cost of goods plus freight is the same at any given 
point anywhere in the United States, no matter from which of petitioners the pur- 
chase is made. Upon these facts the commission found the existence of the con- 
spiracy charged in the following language (13th finding) ; 

The commission is of the opinion that in the circumstances shown to exist an under- 
standing or agreement under which the respondents acted and still act in concert may 
be inferred. The intention of the parties participating in the meeting of respondent asso- 
ciation, held on July 24, 1928, for all members of the association to sell their products at 
one and the same price and under identical terms and conditions is clearly evident from 


the minutes of that meeting. The subsequent use by all such parties of the general pricing 
plan then formulated, including the schedules of deductions, additions, and differentials, 
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and the adoption of such plan by all of the other respondent manufacturers, with the re- 
sulting uniformity in prices, terms and conditions of sale as among all such manufacturers, 
indicates just as clearly an intention of all of the parties to continue in effect the original 
understanding. In the opinion of the commission, there is a direct connection between 
this understanding and the admitted efforts of the respondents to standardize their prod- 
ucts to such an extent that a prospective purchaser would have no choice in the realm of 

coloring, lettering, and decorations as between the products of any two manufacturers; and 

the concurrent use by all of the respondent manufacturers of the freight-equalization plan 

serving to maintain identical delivered prices for all purchasers at any given destination, 

adds materially to the combination of circumstances showing a deliberate and concerted 
F effort on the part of the respondents to completely remove effective competition as among 
the sellers of crown bottle caps and discs used in connection therewith. Considering, in 
addition, the price-fixing provisions of the various license agreements, all of which exceeded 
: the legitimate rights of the licensors to protect themselves in the enjoyment of the fruits 
i of their inventions, the sum of all the other incidents referred to in the foregoing para- 
j graphs, the commission has no difficulty in concluding, and therefore finds, that the re- 
spondents have in fact entered into and have engaged in and carried out an understanding, 
agreement, combination or conspiracy among themselves to restrain and suppress competi- 
tion in the sale of their products. While the record does not show that each of said 
respondents has participated in all of the activities relied on to establish said understanding, 
or agreement, each has acted in concert and cooperation with one or more of the others in 
doing and carrying out some of the acts and practices herein set forth in furtherance of 
the understanding or agreement common to them all. 



























We think there can be no question but that this finding supports the order of the 
commission and we think it equally clear that it, in turn, is supported by the findings 
as to evidentiary facts which precede it and by the evidence in the case. 

Crown bottle caps are the closures for bottles used by the brewing and bottling 
industry. They consist of metal shells enclosing cork discs and have long been sub- 
stantially identical in construction and dimension. The Crown Cork & Seal Com- 
pany, one of the petitioners, manufactures approximately 50 per cent of those used 
in this country and the other petitioners approximately 35 per cent. In 1925 the 
trade association was organized and most of the petitioners were members of it. 
One of the first things that it did was to bring about more complete standardization 

of product in that, by agreement of the manufacturers, the decoration of the caps 

4 was made uniform, so that those sold by all manufacturers were identically the 

same. Another matter discussed at an early meeting of the association was the 

technique of arriving at prices with a view of having uniformity throughout the 
industry in the schedules of deductions, additions and differentials from base prices. 

This was to be incorporated in a standard form of contract ; and, while the standard 

form was never adopted, the evidence is that throughout the industry there is as 

much uniformity in the deductions, additions and differentials allowed from base 
prices as if it had been adopted. No form of contract of any sort is used, but sales 
are made informally by correspondence or oral negotiation; and it appears that no 
written contract is needed, in view of the uniformity that has been attained through- 
out the industry with respect to matters which a contract would ordinarily embrace 
within its terms. 

There is no proof of any express agreement to charge uniform base prices; but 
the evidence shows that since 1938 the prices of all the manufacturing petitioners 
have been the same. Prior to 1938, there were but few changes, the same price, 
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with minor variations, was charged by all, and, when changes in prices were made, 
they were made by all at about the same time. In 1933 Crown Cork & Seal granted 
licenses under patents which it held to most of the other manufacturing petitioners ; 
and in connection with these licenses they agreed not to sell at a less price than that 
which Crown Cork & Seal established. It is significant that, in connection with 
these licenses, Crown Cork & Seal furnished a list of its prices to the licensees, who 
were under agreement not to sell for less. In the case of petitioner Gutman, where 
mutual licensing followed the adjustment of patent litigation, there was an exchange 
of prices, although neither party used the patents of the other. Not until 1941, shortly 
before the institution of the proceeding before the commission, was this furnishing 
of prices discontinued. Its continuance over so long a period of time furnishes ade- 
quate explanation of the uniformity of prices attained. The commission has found 
that, when it was discontinued, it was no longer necessary to maintain uniformity. 
Certainly, there have been no changes in prices of bottle caps since that time, not- 
withstanding the fluctuations in the prices of all other commodities. The question 
which arises with respect to these patent agreements is not whether a patentee may 
exact an agreement as to prices from a licensee who uses the patent, but whether 
such agreements under the circumstances here appearing support the charge of 
conspiracy to destroy competition and fix prices throughout the industry. See 
United States v. U. S. Gypsum Co., 333 U.S. 364. 

The freight equalization practice to which reference has been made goes back 
at least as far as 1921. That practice is to sell the bottle caps f.o.b. the plant of the 
manufacturer with an agreement that the purchaser shall be credited with the differ- 
ence between freight actually paid and that which would have been paid if purchase 
had been made from the nearest manufacturer. This practice has all the vice of the 
basing point system in that the purchaser pays the same delivered price, whatever 
manufacturer he purchases from, and the manufacturer must absorb the freight 
differential, so that the net selling price which he receives is different for different 
customers, depending upon their location. The effect of this practice in destroying 
competition and its importance in establishing the existence of the conspiracy 
charged is well stated by the commission in its ninth finding, from which we quote 
as follows : 

This uniformity in base prices, together with the concurrent use by all the respondent 
manufacturers of the freight-equalization plan, inevitably means that a purchaser at any 
given locality will be required to pay exactly the same delivered price for crown bottle 
caps regardless of the manufacturer from which he purchases. It is undisputed that since 
1938, at least, it has been impossible for any purchaser at any location to obtain crowns 
from any respondent manufacturer for a less price or on better terms than the prices 
charged or the terms imposed by any other respondent manufacturer. Even on privately 
decorated crowns the extra charges made by all of the respondent manufacturers have been 
the same. * * * Thus every respondent manufacturer is informed at all times of both the 
prices and the terms of sale quoted and offered by all of the others. In addition to 
knowledge of the base prices of all of the other respondent manufacturers, each such 
respondent manufacturer knows that every other respondent manufacturer uses the plan 
of equalizing freight with the location of the manufacturer nearest the purchaser. It 
knows, too, that by the use of this plan each will be able to deliver its products to every 


purchaser at any given destination for exactly the same delivered price as others using 
the plan, and thus all users of the plan will be able to present to a prospective purchaser a 


er 
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condition of matched prices in which such purchaser is deprived of any choice on the basis 
of price. * * * In order to produce such matched prices sellers of crowns must, at numerous 
destinations, accept net receipts for their products varying in amount according to the 
freight absorbed as a result of the closer proximity to the purchaser of some other seller. 
Each participant in the use of the plan consciously intends that no attempt be made to 
exclude any seller of crowns from the natural freight-advantage territory of another, and 
by the use of the plan invites other sellers to share the available business in his natural 
market in return for similar treatment for itself in the trade territories of all other par- 
ticipating sellers. The price rigidity existing in the crown bottle cap industry since 1938, 
and the failure of prices of crown bottle caps to respond in any way to changing conditions 
of supply and demand are not consistent with the existence of effective competition. The 
complete standardization of crowns as a result of the admitted efforts made by respondents, 
and other circumstances showing an overriding desire on the part of the respondents to 
present to a prospective customer a completely united front insofar as products, prices, 
and terms of sale are concerned, indicate the total absence of such competition. When, as in 
this industry, the price of the seller nearest the purchaser is always accepted by other 
sellers and there is no bargaining on any basis between buyers and sellers, fundamental 
requirements of a true competitive market are lacking and prices are not the result of 
market action in the economic sense, but are mere expressions of an artificial and monop- 
olistic price structure. 


Innocent explanations are offered as to each of the circumstances relied on by 
the commission, and if it were permissible to consider each of the circumstances out 
of connection with the others, there would be much force in the argument of the 
petitioners. When all of the circumstances are considered together, as they must be, 
however, there can be no question as to their sufficiency to support the findings and 
conclusions of the commission. The standardization of product, for example, would 
be innocent enough by itself, but not when taken in connection with standardization 
of discounts and differentials, publication of prices with agreements not to charge 
less than a minimum under patent license agreements affecting practically the en- 
tire industry, the freight equalization which we have described and such uniformity 
of prices throughout the industry as to leave no price competition of any sort any- 
where. The practice of freight equalization might be all right if used by the manu- 
facturers individually, but not when used in connection with standardization of 
product, patent control, price publication and uniformity of discounts and trade prac- 
tices in such way as to destroy price competition. As in the case of most conspira- 
cies to restrain trade and destroy competition, there is no direct evidence of any 
express agreement to do what the law forbids ; but no such evidence is required, nor 
is the commission required to accept the denials of those charged with the conspiracy 
merely because there is no direct evidence to establish it, for it is well settled that 
“The essential combination or conspiracy may be found in a course of dealings or 
other circumstances as well as in any exchange of words.”” Fort Howard Paper Co. 
v. Federal Trade Com’n, 7 Cir., 156 F. 2d 899, 905. Where, as here, the evidence 
is sufficient to support the findings of the commission, it is for that body, and not 
the courts, to say what conclusions are to be drawn from it. Federal Trade Com’n 
v. Standard Education Society, 302 U.S. 112, 117; Federal Trade Com’n v. Algoma 
Lumber Co., 291 U. S. 67, 73. 

And the rule just stated is no different, as some of the petitioners seem to think, 
because the trial examiner reached a conclusion different from that of the commis- 
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sion. N.L.R.B. v. Latster Kauffmann A. Corp., 8 Cir., 144 F. 2d 9, 16-17. It is 
the commission, not the trial examiner, that is charged with ultimate responsibility 
for finding the facts; and it is the commissioner’s findings and order that we are 
authorized to review under the express limitation that “the findings of the commis- 
sion as to the facts if supported by evidence shall be conclusive.” 15 U.S.C. 45 (d). 
In point is Beard-Laney Co. v. United States, 73 F. Supp. 27, 33. In that case, 
it appeared that the order of a hearing division of the Interstate Commerce Com- 
mission had been reversed on rehearing and it was argued that the usual rules for 
review of orders of the commission should not be applied for that reason. In an- 
swering this contention, the special statutory court of three judges said: ‘The rules 
to be applied in reviewing the order of the commission are not different because 
that order resulted from a reversal of a prior decision of the hearing division upon 
a petition for rehearing. The fact that a rehearing was granted shows that the 
questions involved were carefully considered and the ultimate decision of the divi- 
sion, which received the approval of the commission, was the final and definitive 
action of the commission, which is what we are authorized to review; and it is to be 
reviewed in the same way and under the same limitations as other reviewable orders. 
We may not substitute our judgment for that of the commission because upon a 
rehearing and fuller consideration of the facts it has arrived at a different conclusion 
from that which its hearing division had first expressed. Lang Transp. Co. v. 
United States, D. C., 75 F. Supp. 915, 925.” 

There has been a great deal of argument with regard to the practice of freight 
equalization. It should be noted in this connection, however, that the question in 
this case is, not whether such practice may be enjoined as constituting of itself an 
unfair trade practice, but whether it may be considered along with the other facts 
and circumstances to which we have adverted as tending to establish the conspiracy 
and combination in restraint of trade, which is the only charge of the complaint. 
We think that it was properly considered for that purpose. Federal Trade Com’n 
v. Cement Institute, 333 U. S. 683; Triangle Conduit & Cable Co. v. Federal Trade 
Com’n, 7 Cir., 168 F. 2d 175; Milk & Ice Cream Can Institute v. Federal Trade 
Com’n, 152 F. 2d 478. :As was well said by Judge Major of a similar freight equal- 
ization plan in the case last cited : 

It is argued, perhaps correctly, that such a freight system had long been employed 
by industry so that members thereof might deliver their product at the same price. In 
fact, the commission recognizes that this freight equalization plan was used by petitioners 
prior to the organization of the Institute. Such being the case, the fact still remains that 
it was employed by petitioners for the purpose of fixing the delivered price of their product 
and by such use price competition was eliminated or at any rate seriously impaired. On 
the face of the situation, it taxes our credulity to believe, as argued, that petitioners em- 
ployed this system without any agreement or plan among themselves. * * * 


Whether viewed as an unfair trade practice in itself, or as evidence of the 
existence of a conspiracy, we see no practical distinction between the freight equal- 
ization practice here involved and the multiple basing point system before the Su- 
preme Court in Federal Trade Commission v. Cement Institute, supra, 333 U. S. 
684. Both result in “identity of prices and diversity of net returns.’ In speaking 
of the single basing point system, which had been condemned in Corn Products Co. 
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v. Federal Trade Com’n, 324 U. S. 726, and Federal Trade Com’n v. Staley Co. 
324 U. S. 746, the Supreme Court, in the Cement Institute case, pointed out the 
results that flow from that system, saying: “One is that the ‘delivered prices’ of all 
producers in every locality where deliveries are made are always the same regardless 
of the producers’ different freight costs. Another is that sales made by a non-base 
mill for delivery at different localities result in net receipts to the seller which vary 
in amounts equivalent to the ‘phantom freight’ included in, or the ‘freight absorp- 
tion’ taken from the ‘delivered price’.’””’ The court then pointed out that “the multi- 
ple and single systems function in the same general manner and produce the same 
consequences—identity of prices and diversity of net.returns. Such differences as 
there are in matters here pertinent are therefore differences of degree only.” The 
same is true of the freight equalization practice here under consideration. 

It is argued that the case here is distinguishable from the Cement Institute case 
because no “phantom freight” is involved; but there is involved freight absorption, 
resulting in equal delivered prices by all manufacturers selling in a given locality and 
unequal net returns to the manufacturers from sales to customers in different locali- 
ties. So far as the questions before us are concerned, there can be no difference 
between phantom freight and freight absorption. See 333 U. S. at 725. Another 
argument is that the case here is distinguishable because there is no prohibition of 
the purchaser’s taking delivery at the point of manufacture and thus eliminating 
freight altogether ; but, so far as appears, no one has ever availed himself of this 
right, and the distinction does not seem to be one of any practical value. We need 
not decide, however, whether the freight equalization practice here involved consti- 
tutes of itself an unfair trade practice or whether it may be condemned as systematic 
price discrimination in violation of sec. 2 of the Clayton Act as amended by the 
Robinson-Patman Act, 49 Stat. 1526, 15 U.S.C. 13, as was held of the multiple bas- 
ing point system in the Cement Institute case, as those questions are not before us. 
The practice unquestionably constitutes evidence to be considered, along with other 
facts and circumstances, as tending to establish the conspiracy charged; and that 
was the only purpose for which it was considered by the commission. 

We conclude the discussion on the sufficiency of the evidence by adverting again 
to the indisputable fact that through the business practices followed by petitioners 
it has resulted that in an industry of which they control 85 per cent there has been 
no price change in ten years and absolutely no price competition whatever. The 
product has been so standardized that there is no choice of any sort between the 
products of different producers, and a purchaser anywhere in the country can pur- 
chase at the same price including freight from any producer. It is argued that all 
this is the result of the free play of economic forces, but the commission did not 
think so; and this is just the sort of question that Congress intended the commission 
to decide. As was said by the Supreme Court of a similar argument in the Cement 
case: 

The commission did not adopt the views of the economists produced by the respondents. 

It decided that even though competition might tend to drive the price of standardized 

products to a uniform level, such a tendency alone could not account for the almost perfect 


identity in prices, discounts, and cement containers which had prevailed for so long a time 
in the cement industry. The commission held that the uniformity and absence of competi- 
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tion in the industry were the results of understandings or agreements entered into or 
carried out by concert of the Institute and the other respondents. It may possibly be true, 
as respondents’ economists testified, that cement producers will, without agreement ex- 
press or implied and without understanding explicit or tacit, always and at all times (for 
such has been substantially the case here) charge for their cement precisely, to the frac- 
tional part of a penny, the price their competitors charge. Certainly it runs counter to 
what many people have believed, namely, that without agreement, prices will vary—that 
the desire to sell will sometimes be so strong that a seller will be willing to lower his 
prices and take his chances. We therefore hold that the commission was not compelled to 
accept the views of respondents’ economist-witnesses that active competition was bound 
to produce uniform cement prices. 


Petitioners contend that even though the order of the commission be upheld, the 
fifth paragraph, which relates to the practice of freight equalization, should be 
stricken therefrom on the ground that it will interfere with the independent use of 
the practice of freight equalization by petitioners individually. The prohibitions of 
paragraph 5 have application, however, only to acts done in carrying out a “planned 
common course of action, understanding, agreement, combination or conspiracy.” 
We dealt with the question here involved in American Chain & Cable Co. v. Federal 
Trade Com’n, 4 Cir., 139 F. 2d 622, where petitioner had suggested to the commis- 
sion, without success, that it clarify a similar order by inserting a declaration that 
nothing therein was intended to prevent a manufacturer from independently con- 
tinuing to engage in a given course of action. In affirming the action of the commis- 
sion, this court, speaking through Judge Soper, after pointing out the history of 
the present form of the order and the fears of arbitrary action entertained by the 
petitioner, said : 


It does not seem to us that the order needs further clarification. It is of course 
true that a cease and desist order must be certain and unambiguous in its prohibitive terms 
because business men must operate under it at their peril. * * * But, there can be no doubt 
that to sustain a charge of violation of the order in this case it must be shown that the 
prohibited acts have been performed as the result of an agreement or conspiracy, or as the 
result of a common course of action, that has been agreed upon or planned between two 
or more persons. If, as the result of such agreement or plan, the petitioners continue to 
co-operate in a common course of action which has been found to violate the statute, they 
make themselves liable to the prescribed penalties; and they have no just cause for com- 
plaint if in appraising the evidence in any case the triers of fact seek to determine whether 
there is any relation or connection between their past illegal acts and the conduct under 
examination. If such a relation or connection is found it may properly be condemned 
as a continuance of an unlawful conspiracy. Of course the influence of changed business 
conditions must be taken into account in reaching a decision; but there is no reason to 
believe that the Federal Trade Commission will fail in its duty in this respect or that the 
courts will hesitate to modify or reverse an order that is based on inferences not supported 


by the evidence. 


As we have already indicated, the commission consents that its order be modi- 
fied so as to eliminate the individual petitioners. We think it should be modified, 
also, to eliminate its application to cork discs. There is no sufficient evidence of any 
conspiracy or combination in restraint of trade with respect to cork discs, and no 
finding sufficient to support the application of the order to dealings therein. The 
evidence discloses that most of the manufacturers of crown bottle caps manufacture 
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the cork discs which they use ; and the inclusion of the latter commodity in the order 
does not seem to have any practical significance. 

The order of the commission will be modified by striking therefrom the names 
of L. C. McAuliffe, E. J. Costa, Joseph C. Feagley and Benno Cohn and by striking 
the words “or cork discs” from the main body of the order and from the paragraph 
numbered one ; and, as so modified, the order of the commission will be affirmed and 
enforced. 


GRANAT BROS. v. BROWN Et. AL 
No. 28220-A—U.S. D.C. N. D. Cal.—September 15, 1949 


TRADE-MARKS—WorpDs CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Wed-Lok” held a valid, distinctive, registered trade-mark used in a suggestive or 
figurative sense and not descriptive of wedding ring ensembles. 
TRADE-MARKS—MARKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Feature Lock” held not confusingly similar to nor an infringement of “Wed-Lok,” used 
on similar goods. 
Trade-mark infringement and unfair competition suit by Granat Bros. against 
Herbert Brown, in which Feature Ring Co., Inc., intervenes as defendant and 
defendants counterclaim for unfair competition. Complaint and counterclaims dis- 


missed. 


Mellin & Hanscom, Oscar A. Mellin, LeRoy Hanscom, and Jack E. Hursh, of San 
Francisco, Cal., for plaintiff. 

Naylor & Lassagne and James M. Naylor, of San Francisco, Cal., and John Vaughan 
Groner, of New York, N. Y., for defendants. 


Lemmon, D. J.: 
Findings of Fact 


I. That plaintiff, Granat Bros., is a corporation duly organized and existing 
under and by virtue of the laws of the State of California, and has a place of busi- 
ness in the City and County of San Francisco, State of California. 

II. That defendant, Herbert Brown, is a resident of Salinas, County of Mon- 
terey, State of California and has a place of business at Salinas, County of Monterey, 
State of California. 

III. That the intervening defendant, Feature Ring Co., is a corporation duly 
organized and existing under and by virtue of the laws of the State of New York, 
and has a place of business in the City of New York, State of New York. 

IV. That plaintiff is the owner of all of the right, title and interest in and to 
the trade-mark ‘“‘Wed-Lok” and that plaintiff registered the trade-mark “Wed-Lok’”’ 
in the United States Patent Office for finger rings, said registration bearing No. 
430,436, dated June 10, 1947. 

V. That plaintiff adopted the trade-mark “Wed-Lok” for wedding ensembles 
in the year 1934 and commenced to use the same at that time. 

VI. That plaintiff applied the trade-mark “Wed-Lok” to finger rings and wed- 
ding ensembles and said finger rings and wedding ring ensembles were sold in inter- 
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state commerce over the entire United States by plaintiff continuously since at 
least the year 1936. 

VII. That plaintiff has never abandoned the trade-mark ““Wed-Lok.”’ 

VIII. Plaintiff’s trade-mark “Wed-Lok” is not primarily descriptive of the ring 
ensembles marketed and sold by plaintiff, but it is used in a suggestive or figurative 
sense and is a valid registered trade-mark. 

IX. That plaintiff has been the exclusive user of the trade-mark “‘Wed-Lok”’ 
continuously since at least the year 1936. 

X. That plaintiff made extensive sales of its products trade-marked “‘Wed-Lok’”’ 
throughout the entire United States from the year 1934 to date, and such sales in 
the trade marked products were in the amount of approximately Three Million Dol- 
lars ($3,000,000.00). 

XI. That plaintiff’s trade-marked products, “Wed-Lok” and the trade-mark 
““‘Wed-Lok” have been widely and very extensively advertised throughout the United 
States from the year 1934 to the present, excluding the war years of 1942, 1943, 
1944 and 1945; and such advertising, exclusive of extensive dealer advertising, cost 
approximately One Hundred Fifty Three Thousand Dollars ($153,000.00). 

XII. That in addition to plaintiff's advertising of trade-mark products “Wed- 
Lok” plaintiff’s dealers throughout the United States extensively advertised them 
in local papers. 

XIII. That the words “Feature Lock” are sufficiently distinct from ““Wed-Lok”’ 
as to preclude likelihood that the Feature Ring Co.’s product will be passed off as 
those of plaintiff. 

XIV. The evidence fails to show confusion in the ultimate customers between 
the products marked “Feature Lock” and plaintiff’s products marked “Wed-Lok”, 
and neither trade-mark infringement nor unfair competition is established. 

XV. That the notices sent by plaintiff to customers of defendant, Feature Ring 
Co., were sent in good faith and suit was brought by plaintiff seasonably after send- 
ing the notices. 

XVI. That the evidence establishes that plaintiff did not unfairly compete with 
the Feature Ring Co. 

Conclusions of Law 


I. That plaintiff is the owner of the trade-mark ““Wed-Lok” as applied to wed- 
ding ring ensembles. 

II. That the trade-mark “Wed-Lok” is a distinctive and valid trade-mark. 

III. That plaintiff is the owner of Trade-Mark Registration No. 430,436, dated 
June 10, 1947, and said registration is good and valid in law. 

IV. That this Court has jurisdiction of this cause in that the same is founde« 
upon the trade-mark laws of the United States. 

V. That no confusion was shown between the ultimate customers of plaintiff 
and defendants and therefore plaintiff failed to establish trade-mark or unfair com- 
petition by defendants. 

VI. That the trade-mark “Feature Lock” does not infringe upon the trade-mark 
““Wed-Lok.” 

VII. That the defendants have not unfairly competed with the plaintiff. 
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VIII. That the plaintiff has not unfairly competed with the defendant, Feature 
Ring Co. : 

IX. That no damages were proved by any of the parties hereto. 

X. That each party shall bear its own costs. 





PHILCO CORPORATION v. F. & B. MFG. CO. 
No. 45C 1343—U.S.D.C.N.D., Ill—August 12, 1949 





CourtTs—J UDGMENT—COsTS 
1946 Act does not provide for recovery of attorney’s fees by prevailing party in trade- 
mark litigation. 
Patent statute held not to permit allowance of attorney's fees as part of costs in trade- 
mark infringement suit. 


Trade-mark infringement suit by Philco Corporation against F. & B. Mfg. Co. 
Defendant’s motion for allowance of attorneys’ fees as part of costs denied. 


Rogers, Woodson & Rogers, of Chicago, IIl., for plaintiff. 
Winston, Strawn & Shaw, Spencer, Marzall, Johnston & Cook, and Lloyd C. Root, 
of Chicago, IIl., for defendant. 


IGoE, D. J.: 


This was a suit for infringement of plaintiff's trade-mark. Plaintiff charged 
that defendant’s use of the trade-name “Filko” in the distribution of automotive 
ignition parts, was an imitation of plaintiff’s registered trade-name “Philco”’ because 
of similarity in sound, so as to cause confusion and deceive purchasers. ‘‘Filko”’ 
is the family name of one of the owners of defendant company. The issues were 
tried before this court and on June 26, 1947 the court entered Findings of Fact and 
conclusions of law and an order of judgment in favor of the defendant. The order 
of judgment in favor of defendant was affirmed on appeal by the United States 
Court of Appeals for the Seventh Circuit as shown by the opinion reported in 170 
F. 2d 958 (39 T.M.R. 23). The opinion of the Court of Appeals sets forth the 
issues involved and the principles of trade-mark applicable thereto. Thereafter, the 
United States Supreme Court denied certiorari. 

Defendant, as the prevailing party in this suit has now presented its motion for 
reasonable attorneys’ fees as a part of its costs, on the ground that the litigation 
caused by the instant proceedings was vexatious and unfounded because plaintiff at- 
tempted to prevent one of the owners of defendant’s business from using his own 
name innocently and in good faith in carrying on his business. 

Defendant admits that the Trade-Mark Act does not specifically provide for the 
recovery of attorneys’ fees by a prevailing defendant. Defendant contends, however, 
that the absence of such a provision in the Trade-Mark Statute should not bar 
recovery of a reasonable attorneys’ fee because the patent statute, 35 U.S.C. Section 
70, and the copyright statute, 17 U.S.C. Section 116, allow attorneys’ fees to a 
prevailing party, and the trade-mark laws have always been held to follow sub- 
stantially the patent laws. In support of this contention defendant cites American 
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Steel Foundries v. Robertson, 262 U.S. 209; United States ex rel. Baldwin Co. v. 
Robertson, 265 U. S. 168, 179; and Laughren v. Quaker City Chocolate and Con- 
fectionery Co., 296 F. 822, 825, and other cases. The cases cited by defendant in- 
volve substantive and procedural issues and do not bear on the recovery of attor- 
neys’ fees by a prevailing party in litigation involving either trade-mark or patent 
law. 

The Court believes that defendant’s proposition that the patent statute should 
permit the recovery of an attorneys’ fee in a trade-mark case is fully answered by 
the fact that in 1946, Congress enacted a new trade-mark statute without including 
therein a provision for the recovery of attorneys’ fees by a prevailing party in litiga- 
tion involving trade-mark law. 

The rule applicable to the recovery of attorneys’ fees as costs in Trade-Mark 
cases is stated in Callman “Unfair Competition and Trade-Marks,” Vol. 2, page 
1545: 


* * * both in federal and state courts, it is well established in law and almost uni- 
formly settled in equity that counsel fees can not be recovered. Exceptions are recognized 
if there is an agreement to the contrary, or statutory sanction, e.g., where costs are re- 
coverable in specific cases. This has been allowed in actions to enforce orders of the 
Interstate Commerce Commission, and in suits based on violation of the Copyright or 
Anti-Trust laws. But counsel fees incurred by the plaintiff in an action for trade-mark 
infringement are not recoverable. Courts have also refused to include counsel fees in the 
treble damages allowed by statute, because the right to relief for infringement of trade- 
marks existed independent of, and did not arise out of, the federal statute. The treble 
damages permitted under federal statute are in the nature of exemplary damages, United 
States v. Bernard, 202 F. 728 (C.C.A. 9th, 1913) ; Oneida Community v. Oneida Game 
Trap. Co. 168 App. Div. 769, 154 N.Y.S. 391 (1915) ; Winthrop Chemical Co. v. Black- 
man, 159 Misc. 451, 288 N.Y.S. 389 (1936), and, in equity, such damages were never 
awarded. 


The foregoing rule was applied in a suit for trade-mark infringement in the case 
of Reconstruction Finance Corp. v. J. G. Menthan Corp. et al, 42 F. Supp. 244 32 
T.M.R. 19. There, as in the instant case, a prevailing defendant requested an allow- 
ance of attorneys’ fees as costs. In denying the motion, the court said at pages 
244-245 32 T.M.R. 20. 


The practice in equity of granting extra allowances in appropriate cases has its au- 
thority in the power of the Court to do equity between the parties. Its use is exceptional. 
‘In any event such allowances are appropriate only in exceptional cases and for dominating 
reasons of justice * * *.’ Sprague v. Ticonic National Bank, 307 U. S. 161, 167. 59 S. Ct. 
777, 780, 83 L. Ed. 1184. * * * 

The ground of defendants’ application is that the suit was vexatious in that gross 
charges of fraud and misconduct were falsely made against the defendants and not sus- 
tained. * * * The plaintiff claimed that such use was wrongful, that the trade-marks and 
trade-names were the property of the plaintiff and that the use by the defendants was 
deliberate and with the intent to fraudulently appropriate to themselves the good-will of 
the business acquired by the plaintiff and to take advantage of the celebrity in the shoe 
business of plaintiff’s trade-marks and trade-names. * * * The Court * * * dismissed the 
complaint on the merits. The question was fairly debatable. The suit was not vexatious. 
The plaintiff had no ulterior motive in bringing it. The issues were tried with due dis- 
patch. There is nothing in the record to indicate that the suit was not brought in good 
faith to protect what the officers of the plaintiff thought were valuable assets acquired 
by it in an honest attempt to recoup the loss it had sustained on the loan on which the 
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Menihan Company had defaulted. The charges of fraud and misconduct, unproved as the 
Court held, may not be deemed to be such as would warrant the granting of an extra 
allowance. Equitable considerations do not require it. 

“I find nothing in the opinion of the Circuit Court of Appeals reversing the order of 
this Court to indicate, as counsel for defendants suggests in the briefs filed, that its prior 
ruling in Gold Dust Corporation vy. Hoffenberg, 2 Cir., 87 F. 2d 451 [27 T. M. R. 205] is 
to be viewed as obsolete. I take it to be the rule as stated there ‘that counsel fees will 
not usually be allowed against an unsuccessful litigant.’ That seems to be consistent 
with the view expressed in Sprague v. Ticonic National Bank, supra.” 


Also see Gold Dust Corporation v. Hoffenberg et al., 87 F. 2d 451 [27 T. M. R. 
205}. 

The issues involved in the instant case were tried and disposed of on their merits, 
both in this court and in the United States Court of Appeals for this circuit. The 
issues were tried with due dispatch and there is no evidence indicating bad faith 
or vexatious tactics on the part of the plaintiff. 

Denial of defendant’s motion for reasonable attorneys’ fees will be in accord with 
the rule applied in the foregoing cases and also with the rule in Illinois, as stated in 
Ritter v. Ritter, 381 Ill. 549, where the court said at page 553: 


The rule is also well established that attorney fees and the ordinary expenses and 
burdens of litigation are not allowable to the successful party in the absence of a statute, 
or in the absence of some agreement or stipulation especially authorizing the allowance 
thereof, and this rule applies equally in courts of law and in courts of equity. (Constant 
v. Matteson supra; Conwell v. McCowen, supra; Hutchinson v. Hutchinson, supra; Rasch 
v. Rasch, 278 Ill. 261; Kinane v. Fay, 168 Atl. (N.J.) 724; Weinhagen v. Hayes, 190 
N.W. (Wis.) 1002; Day v. Woodworth, 14 L. ed. 181) * * * 

* * * Tt may be that the statutory costs awarded to a successful plaintiff are inade- 
quate to compensate him for the injury caused by the defendant’s wrongful conduct, 
but the question of the amount of costs which are to be allowed the successful party 
and the items of expense to be included therein is a question to be determined by the 
legislature and not by the courts. Smith v. Michigan Buggy Co., 175 Ill. 619; Potts 
v. Imlay, 4 N.J.L. 330. 


Therefore, defendant’s motion for an allowance of attorneys’ fees as a part of its 
costs in this proceeding will be and is denied. 





COOK PAINT AND VARNISH COMPANY v. COOK CHEMICAL 
COMPANY 


No. 4911—U. S. D. C. W. D. Mo.—August 8, 1949 


Courts—ConFLict oF LAWS—APPLICABLE LAW 
State law governs unfair competition suit in federal court between citizens of different 
states. 
TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
“Cook” held to have come to identify, to the public, plaintiff's products such as paints, 
varnishes, lacquers, etc. 
TRADE NAMES—SCoPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff, maker of paints etc., identified by name “Cook” to the public, held entitled 
to injunction against defendant corporation’s use of “Cook” in connection with non-competi- 
tive insecticide, where some confusion resulted and though there was no fraudulent intent. 
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Unfair competition suit by Cook Paint and Varnish Company against Cook 
Chemical Company. Judgment for plaintiff. 


Robert B. Caldwell, Robert S. Eastin, M. D. Blackwell, and Caldwell, Downing, 

Noble & Garrity, of Kansas City, Mo., for plaintiff. 

Clay C. Rogers, Reed Gentry, Mosman, Rogers, Bell Field & Gentry, and C. Earl 

Hovey, of Kansas City, Mo., for defendant. 

REEVES, C. J.: 

There is no substantial controversy either upon the facts or the law of this case. 
Counsel on both sides with great and commendable diligence and industry have col- 
lated a vast body of the law on the synonymous subjects of Unfair Competition, Un- 
fair Trade Practices and Infringement of Trade-Names. The task of the court is to 
select and apply from able briefs applicable doctrines to the facts of the case. The 
only issue for decision is whether, upon the undisputed facts, the defendant has been 
guilty of unfair trade practices by infringing the trade-name of the plaintiff, if it had 
in fact acquired a trade-name. 

A predecessor of the plaintiff began business in the year of 1913 under the cor- 
porate name of C. R. Cook Paint Company. In 1919 a new corporation was formed 
which took over the business of the first corporation. The second corporation was 
formed under the laws of Missouri; and, then, in 1927, a Delaware corporation was 
formed (the plaintiff in this case) and it took over, as had its predecessor, the good- 
will, trade-marks, etc. of its several predecessors. Throughout the existence of the 
plaintiff corporation or its predecessors, it has been and was engaged in the “manu- 
facture and sale of paints, varnishes, lacquers, enamels, waxes, cleaners, polishes, 
floor finishes and cleaners, waterproofing compounds, soaps, linoleum finishes, thin- 
ners, synthetic resins and other related items.” 

In addition to the above, it distributes other products not manufactured by it. 
The plaintiff and its predecessors experienced a tremendous annual growth from a 
few hundred thousand dollars at the beginning to many millions of dollars at the 
time this case was tried. In fact, in 1947, its business aggregated 27 million dollars. 
In like manner, its advertising expense had increased from year to year until, at the 
time the case was tried, it approached a million dollars for one year. It has em- 
ployed practically every known advertising media, such as newspapers, radio, bill 
boards, road signs, direct mail, etc. Its trade area includes many states, and it has 
several factories distributed over its trade area. It has many distributing ware- 
houses and a large number of retail stores. It sells its product, as well as other 
products handled by it, to thousands of retail dealers, including many large cus- 
tomers. 

In its advertisements it has continuously from its beginning emphasized the name 
“Cook,” “‘Cook’s” and “‘Cook’s Paints,” etc. The names thus used have become 
identified extensively throughout its entire trade area with the above mentioned 
products. Such advertising has continued from the beginning in 1913 to the present 
time. 

The defendant (engaged in manufacturing and selling insecticides) early in the 
year 1946, after its incorporation in 1944, began advertising its products as “Cook- 
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Kill,” ““Cook’s Cert-O-Cide,” ““Cook’s Weed Killer,” etc. Defendant’s income from 
sales ran also into large figures and its advertising expense was heavy. Prior to 
the employment of the name “Cook”’ in its advertising the defendant referred to or 
characterized its products as “Triple-C DDT Products,” “Triple-C DDT Wonder 
Spray,” “Triple-C DDT Wonder Powder,” etc. and issued literature, such as “Free 
Booklet!” “How To Use Triple-C D.D.T.” 

A partnership was formed among Oscar T. Cook and others in the year 1941. 
This was followed by incorporating the defendant in 1944. Oscar T. Cook had 
been engaged for many years, in fact since 1904, in the business of fumigating grains, 
and used, for such purpose, insecticide chemicals. His operations extended over a 
large territory. In fact, as he testified, he used fumigants all over the United States. 
His activities, however, were limited to grain until DDT was compounded and then 
he became a distributor for this well known insecticide. All of his advertising in 
relation to DDT, and all the publicity in the use of DDT came largely from the 
army. When the war was over DDT was very popular. During that time Mr. 
Cook used his grain trade acquaintance and connections for the distribution of DDT. 
The government released the DDT formula in 1945, and it was then that Mr. Cook 
became an independent distributor of DDT and, as heretofore indicated, began to 
advertise for himself. Such advertisement was in the manner above set out. Under 
an arrangement with the Commodity Credit Corporation he advertised this product 
under the name of “Triple-C DDT.” Although the defendant was incorporated in 
1944, it did not change the advertising methods until early in the year 1946. The 
name of “Cook” was not identified with the product known as DDT advertised by 
him as “Triple-C DDT.” Early in 1946 the defendant procured the services of the 
advertising agency then serving the plaintiff. Immediately its advertising methods 
were changed and the name “Cook” became a conspicuous part in all its advertising 
media, such as “‘Cook-Kill,” “Cook’s Cert-O-Cide,” “‘Cook’s Wonder Weed Killer.” 
Its sales immensely increased and its business in a large measure coincided with the 
area or trade territory covered by the plaintiff. 

It is acknowledged by the parties that the two litigants were not competitors 
insofar as their products were concerned. The plaintiff manufactured and sold 
paints, varnishes, etc., and distributed certain household needs, whereas the de- 
fendant confined its activities to insecticides. The only question, therefore, is 
whether, in these operations, the plaintiff had acquired a property right in its trade- 
name, and whether, if so, the defendant had infringed this right. 

1. Since this is an alleged infringement of a trade-name, the law of Missouri 
will apply. The doctrine of trade-marks will be applicable. In Skinner v. Oakes, 
10 Mo. App. 45, 1. c. 56, it is there stated that : 

A trade-mark may, and often does, consist in the name of a person or partnership 
firm; and the exclusive use of such trade-mark is upheld, with this limitation, that another 
person of the same name is not to be prevented from using his name in the same way, 
provided there are no special circumstances which makes it inequitable for him to do so. 
(Emphasis mine). 

And, similarly, in La Buono v. Macaroni Mfg. Co., 197 Mo. App. 618, 1. c. 626, 

where the court said : 


It may be conceded that the general rule is that a personal name—an ordinary family 
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surname—cannot be exclusively appropriated by any one as against others having a right 
to use it. The rule proceeds upon the broad principle that every man has a right to use 
his name reasonably and honestly in any business calling. 


The court then cited with approval the very well known case of Singer Mfg. Co. v. 
June Mfg. Co., 163 U.S. 169, 1. c. 187, where the Supreme Court appended this 
qualification : 


But although he may thus use his name, he cannot resort to any artifice or do any 
act calculated to mislead the public as to the identity of the business firm or establish- 
ment, or of the article produced by them, and thus produce injury to the other beyond that 
which results from the similarity of name.” 


2. With the above serving as a postulate, the next proper inquiry is whether the 
plaintiff, by its long use of the name “Cook,” “Cook’s Paint,” etc., has acquired 
rights usually appertaining to trade-names. This cannot be gainsaid. According to 
the uncontradicted evidence, plaintiff's product has been closely identified with the 
name “Cook” and ‘“Cook’s Paint” for more than thirty years. Upon using such 
names, or seeing them, therefore, the public would at once think of the plaintiff's 
products, such as paints, varnishes, lacquers, etc. This would naturally follow. The 
defendant, as a corporation, had acquired no right from Oscar T. Cook in his per- 
sonal business activities, or in his former firm connections, to use the name “Cook” 
in its advertising and its business activities. 

The evidence is overwhelming that Oscar T. Cook, in his personal capacity, never 
acquired a trade right in the name “Cook.” The same thing is true in respect of 
his firm connections. Moreover, the defendant never began using the trade-name 
employed by it until early in the year 1946. The corporation defendant, therefore, 
is not the logical successor of any individual who had undertaken to use, and was 
clothed with the right to use his personal name for trade purposes. All of the au- 
thorities are one way relating to the subject of similarity of names and need not be 
cited. 

3. However, even if the defendant had acquired the right in the trade-name em- 
ployed by it (which it has not) yet the question remains, whether it has abused that 
right and in so doing injured the plaintiff by trespass upon its trade-name in the 
manner in which it has advertised its business. That its method of advertising and 
the use of the name of ‘“Cook’s,” “Cook-Kill,” ““Cook’s Weed Killer” and “Cook’s 
Cert-O-Cide” has caused confusion cannot be denied. Such was the evidence. The 
confusion was not great, and the plaintiff was only vexed by such confusion in a 
small percentage of its transactions; but, nevertheless, there was confusion. The 
defendant, in 1946, abandoned its trade-names and through its advertising agency 
(also serving plaintiff) began to use trade-names similar to those of plaintiff. Even 
though no fraud was intended, yet plaintiff is entitled to an injunction. Stork Res- 
taurant, Inc. v. Sahati, et al., 166 F. 2d 348 [38 T. M. R. 431]. 

Furthermore, the defendant was familiar with the long and extensive use of 
plaintiff’s trade-name and the advantages that undoubtedly would accrue to it be- 
cause of the good will attaching to said name. 

It follows that an injunction should be granted to restrain the further infringe- 
ment of plaintiff’s trade-name. Counsel for plaintiff will prepare and submit an 
appropriate decree. 
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CENTURY DISTILLING CO. v. CONTINENTAL DISTILLING 
CORPORATION 


No. 9789—U. S. D. C. E. D. Pa.—July 15, 1949 


TRADE-MARK INFRINGEMENT—ACCOUNTING—PROFITS 

Neither competition in the same geographically defined markets nor in identical goods 
is essential to recovery of infringer’s profits. 

Profits on sales by infringer are recoverable. 

TRADE-MARK INFRINGEMENT—SCOPE OF RELIEF—DAMAGES 

Party electing to recover profits is not entitled to recover as element of damages, profit 
which it would have made upon sales lost. 

Injury to trade-mark and good will may be recovered as damages, provided it can be 
proved with sufficient certainty and without trespassing on field of lost sales. Loss of sales, 
after infringement is discontinued, by reason of impairment of good will due to infringe- 
ment, may be shown. 

Increased advertising and selling expense to counteract effect of infringement are ele- 
ments of damage which may be shown. Damages resulting from lowered prices to combat 
infringment are recoverable but must be proved with reasonable definiteness. 

TRADE-MARK INFRINGEMENT—SCOPE OF RELIEF—Costs AND LEGAL EXPENSES 

Costs and expenses are distinct from damages and profits and can best be dealt with 

by court in final stage of the proceedings. 


Suit under R. S. 4915 by Century Distilling Company against Continental Dis- 
tilling Corporation in which defendant counterclaims for injunction and account- 
ing. Instructions to Master by court. 


Joseph S. Clark, Jr., of Philadelphia, Pa., for plaintiff. 
Leonard L. Kalish, of Philadelphia, Pa., for defendant. 


KIRKPATRICK, C. J.: 


The following memorandum may be taken as an outline for the guidance of 
the master in determining whether or not to receive evidence offered before him, 
the purpose being to avoid, so far as possible, loss of time by the usual practice of 
taking all evidence (except such as is patently inadmissible) subject to objection 
for a subsequent ruling by the court. I am aware that the evidence already taken 
has partially covered several of the points to be mentioned in this memorandum 
and may have completely’ covered some of them. It will be understood that the 
fact that such evidence is mentioned herein as admissible does not warrant its 
duplication and that the master will be justified in refusing to receive any testi- 
mony which in his judgment is unnecessary because merely cumulative. 

I have the record of the hearing of February 9, 1949, in which Continental 
placed before the Court, as concisely as seemed to be possible, what it expects to 
prove. This memorandum will follow the items offered by Continental in order 
without repeating them here. 

Preliminarily I may say that I am of the opinion that Continental has elected 
to recover Century’s profits. After having spent something like eight years in 
proving its claim for such profits, and after having shown that substantial profits 
were made, and after the fullest possible review of the situation and argument and 
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discussion in which the question of election was emphasized, Continental is still 
pressing this claim. I am also of the opinion that the proof offered has established 
Continental’s right to recover such profits. 

The ruling that Continental is entitled to an accounting of Century’s profits 
is not based upon direct competition in the same market. Competition between the 
two products has already been found as a fact in this case, and although I am 
sure that very few if any people bought whisky thinking they were buying gin, it 
must be accepted as established that the products compete in the same general field, 
so that the sales of one may have an appreciable effect upon the sales of the other. 
It is not essential to Continental’s right to have a recovery of Century’s profits, that 
the parties compete in the same geographically defined markets. I think that under 
the Mishawaka case, 316 U. S. 203 [32 T. M. R. 254], where what is claimed is the 
infringer’s profit, competition is not a necessary factor of proof to warrant recov- 
ery. In other words, | think that the Mishawaka decision would allow recovery 
in the hypothetical “New Jersey” situation which was discussed at the argument 
on January 11, 1949. 

(A) Continental’s Lost Sales 


In view of the election to recover Century's profits, Continental is not entitled 
to recover, as an element of damage, the profits which it would have made upon 
sales which were lost to it as a result of Dixie Dew competition. As will be seen, 
I am not ruling that profits and damages are wholly mutually exclusive as elements 
of recovery for trade-mark infringement but, it is obvious that damages for loss 


of sales means loss of profits on sales and, where the injured party has claimed 
and proved the profits on sales by the infringer, he has pretty well covered the 
sales which he has lost. In the Mishawka case, supra, the Court said “. . . . the 
award of profits is designed to make the plaintiff whole for losses which the in- 
fringer has caused by taking what did not belong tohim. . . .” [32 T. M. R. 256], 
and the Court concluded “If the petitioner suffered damages beyond the loss of 
profits the decree should provide for the assessment of such damages” [32 T. M. R. 
257]. (Emphasis supplied.) 

Specifically it is not, in my judgment, allowable for Continental to show that 
if it had sold its gin to the customers to whom Century sold its whisky, Conti- 
nental would have made more money from its sales of gin than Century did from 
its sales of whisky. 


(B) Injury to Continental's Trade-Mark and Good Will 


This is an item of damage which may be recovered, provided it can be proved 
with sufficient certainty and without trespassing on the field of lost sales, excluded 
by Continental’s election to take Century’s profits. For example, loss of sales of 
Dixie Belle gin during the period of infringement may not be shown in support 
of this part of the claim, but if it can be shown that, in the post-infringement pe- 
riod, Continental’s sales were depressed by reason of impairment of its good will 
due to the infringement, that may be shown. In proving this element it is clear 
that testimony beyond the mere statistics of the sales curves, already in evidence, 
will be offered. This testimony counsel has stated will come from what he calls 





39 T. M. R. CENTURY DIST. v. CONT. DIST. 817 


“trade witnesses.” This means, of course, expert opinion testimony. In order to 
put some limit to the proceedings, I will rule that on this point each side may pro- 
duce two experts, and no more unless allowed by the Court on application and for 
good reason. 

(C) Continental's Advertising Expenses 


Advertising is, of course, a charge against profits. Proof of Continental's 
total advertising cost would be part of its case in proving what its profits would 
have been had it made the sales which it lost by reason of infringement. Since it 
has already been ruled that it is not entitled to recover its profits for such lost 
sales, its entire advertising expenses cannot be recovered. However, Continental 
may be able to show that there was some additional margin of expenditure for ad- 
vertising which was made necessary or advisable and was carried on for the pur- 
pose of counteracting the effect of the Dixie Dew infringement. This would be 
an element of damage and it may be shown. 


(D) Continental’s Lowered Prices 

Here the item claimed is not readily part of damages for lost profits on lost 
sales but it is a distinct element which is recoverable. However, it may be pointed 
out that it must be proved with reasonable definiteness. On this point I will limit 
the parties with respect to expert testimony to two opinion witnesses on each side, 
subject, of course, to enlargement in the discretion of the Court upon application 
made. 

(E) Continental’s Increased Selling Expenses 


This item is in all respect analogous to item (C) and the same ruling covers it. 
lor example, evidence would be relevant to show that, due to the exploitation of 
Dixie Dew whisky, Continental was compelled to put on additional salesmen. 
I make the same limitation in the number of expert witnesses as in the foregoing 
items. 


(F) Continental's Costs and Legal Expenses 


The master is directed to take no further testimony to establish this element of 
Continental’s claim. In all likelihood the proceedings will continue for consider- 
able time and nothing can be gained by taking this testimony piece-meal. This 
element of the claim is entirely distinct from the other items and my present judg- 
ment is that this whole matter could be better dealt with by the Court in the final 
stage of the proceedings. I am, therefore, not now making any ruling as to whether 
it is a recoverable item of damage, as distinguished from costs of the case, or, if 
so, what evidence is competent to establish it. 

Unless it is demanded by the parties I shall not enter any formal order at this 
time. The master will proceed with his hearings, being guided by what has been 
said in this memorandum. I have some hope that, with concessions on both sides, 
this memorandum may furnish a working outline of procedure which may elimi- 
nate a good deal of unnecessary testimony and of lost motion. 


SS 
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AUTOMATIC WASHER CO. v. EASY WASHING MACHINE CORP. 
U.S. D.C. N.D.N. Y.—July 12, 1949 


CourTS—PLEADING AND PRACTICE—GENERAL 

Federal Rules of Civil Procedure contemplate concise, unequivocal statements by plain- 
tiff and defendant, which will apprise each of exact nature of claim asserted and defense 
interposed. 

CouRTS—PLEADING AND PRAcTICE—MoTION FOR More DEFINITE STATEMENT 

Vagueness or ambiguity and inability to frame an answer must be basis of motion under 
Rule 12(e) for more definite statement. 

Mere fact that evidence is elicited should not bar the motion where vagueness or un- 
certainty exist in allegations of complaint. 

Discovery proceedings are proper method for obtaining evidentiary matters; motion 
denied as to items requiring disclosure of evidence, which may be obtained by such author- 
ized procedures. 

Plaintiff required to give more definite statement as to allegation of complaint that 
“plaintiff and its predecessors in business have since the year 1931, and prior thereto— 
been engaged in manufacturing and selling laundry machines under the trade-mark ‘Spin- 
Dry.’” 

TRADE-MARKS—BASIS OF RELIEF—SECONDARY MEANING 

Plaintiff’s right to relief depends upon the length and extent of the use of the trade- 
mark, “Spin-Dry” and its ownership and adoption by plaintiff, with resulting secondary 
meaning which distinguishes plaintiff’s products. 

Registration of “Spin-Dry” for laundry machines, under 1920 Act, is not evidence of 
ownership. 


Trade-mark infringement suit by Automatic Washer Company against Easy 
Washing Machine Corporation. Defendant’s motion for more definite statement 
granted in part and denied in part. 


Toulmin & Toulmin, of Dayton, Ohio, and Hiscock, Cowie, Bruce, Lee & Maw- 
hinney, of Syracuse, N. Y., for plaintiff. 

Hancock, Dorr, Ryan & Shove, fF. P. Keiper, and P. P. Glassey, of Syracuse, 
N. Y., for defendant. 


BRENNAN, C, J.: 


This is the usual action based upon an infringement of a trade-mark, and 
the prayer for relief is in the usual form. 

The complaint alleges that the plaintiff is the owner of the trade-mark “Spin- 
Dry,” and that same was registered in the United States Patent Office in 1944. 


It further alleges that plaintiff’s laundry machine products are distinguished by 


“eé 


the use of that mark. The complaint also alleges that ‘“—plaintiff and its pred- 
ecessors in business have since the year 1931, and prior thereto—” been engaged 
in the manufacturing and selling of laundry machines under the trade-mark ‘“Spin- 
Dry,” and that same have been extensively advertised throughout the United 
States and foreign countries. 

The defendant by its motion claims that the allegations above referred to are 
vague and ambiguous, and that further statements are necessary in order to en- 


able the defendant to answer the complaint. 
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It would seem to be unnecessary to enter into any extended discussion as 
to the purpose of the present Federal Rule of Civil Procedure 12(e). The lan- 
guage of the rule is clear. The difficulty arises in its application in each particu- 
lar case. Such application must be made in the light of Rule 1, which provides 
that the rules shall be construed to secure the just, speedy and inexpensive determi- 
nation of each action ; Rule 8 which requires that the complaint should state a short 
and plain statement of the claim showing that the pleader is entitled to relief, and 
Rule 8(b), which provides that a party shall state in short and plain terms his de- 
fenses to each claim asserted and shall admit or deny the averments upon which 
the adverse party relies. It is plain that the rules contemplate concise, unequivocal 
statements by plaintiff and defendant, which will appraise each as to the exact 
nature of the claim to be asserted and the defense to be interposed. The 1946 
Amendment of Rule 12(e) indicates clearly that vagueness or ambiguity and 
inability to frame an answer must be the basis of a motion for a more definite 
statement, and all evidentiary matter must be obtained by the proper discovery 
proceedings. 

As I understand the present law, the registration of a trade-mark is no longer 
evidence of ownership (Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315 [29 
T. M. R. 3]) and that plaintiff’s right of recovery is dependent upon the length 
and extent of the use of the trade-mark and its ownership and adoption by plaintiff, 
with a resulting secondary meaning which distinguishes plaintiff’s products. 

Plaintiff’s allegation in the complaint above referred to, by the use of the 
phrase “plaintiff and its predecessors in business have since the year 1931, and 
prior thereto—,” etc., has left both the users of the trade-mark and the length of 
time of its use, in a state of uncertainty, so that it is not possible to know from the 
complaint whether the plaintiff is basing its right upon its own use, upon the use 
of its predecessors, or upon both, and neither is in a position to know how long 
prior to 1931 or by whom laundry machines were manufactured and sold under 
the trade-mark “Spin-Dry.” It is true that the granting of the motion may in 
some respect require that the plaintiff furnish a chain of title of the trade-mark 
in question, which might under some circumstances be considered evidentiary. 
However, the mere fact that evidence is elicited should not be a bar to the motion 
where vagueness or uncertainty exist in the allegations of the complaint. It is a 
simple matter to amplify the pleadings by a more definite statement, and defend- 
ant will be placed in a position where it may comply with the provisions of the rules 
as to the directness and conciseness of his answer. 

The motion is granted as to a more definite statement insofar as it is demanded 
in the motion papers in Paragraph 1(a), (b), (c), (d), (e), (f), and denied as 
to (g). 

The motion is granted as to the statement demanded in the motion papers 
designated as “2.” 

The motion is denied as to the statement demanded in the motion papers desig- 
nated as “3(a) and (b).” 

The items denied above are so treated for the reasons that they require the 
disclosure of evidence which may be obtained by authorized procedures relating 
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to discovery, and since the statement to be furnished becomes a part of the com- 

plaint, to require same would result in a pleading which would offend the provisions 

of the rule above referred to as to clearness and conciseness of the complaint. 
Order, if not agreed upon, may be settled upon three days’ notice. 


CARON CORPORATION vy. DEZTRA, DISTRIBUTOR 


Commissioner of Patents—August 3, 1949 


OpposITIONS—EVIDENCE—PrRooF oF ASSIGNMENT 
Opposer’s failure to produce original or certified copy of assignment of registration upon 
which it relies held immaterial, under 1905 Act, where opposer by its notice of opposition, 
notice under Rule 154(e) and certified abstract of title filed therewith, properly made of 
record its intention to rely upon the Patent Office record of the assignment. 
APPEALS—SCOPE OF REVIEW—GENERAL 
Proceedings remanded to Examiner of Interferences for determination on the merits, 
after reversal of Examiner’s decision which dismissed notice of opposition, without passing 
on merits. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Caron Corporation against Deztra, Distributor. Op- 
poser appeals from dismissal of notice of opposition. Reversed and remanded. 


Maurice Leon and Choate, Byrd, Leon & Garretson, of New York, N. Y., for 
opposer. 
Mida, Richards & Murray, of Chicago, Ill., for applicant. 


DanIELs, A. C.: 


In this opposition proceeding, decided prior to the decision of the Commissioner 
of Patents in Celanese Corporation of America v. American Viscose Corporation, 
80 U.S. P. Q. 48 (petition for rehearing denied, 80 U. S. P. Q. 183), the Exami- 
ner of Interferences dismissed the notice of opposition, without passing on the 
merits, because of opposer’s failure to produce the assignment of the trade-mark 
registration upon which it relied or a certified copy of the Patent Office assignment 
record with respect thereto. Opposer appeals. 

Both by the notice of opposition and by a notice under Rule 154(e) and a certi- 
fied abstract of title filed therewith, opposer properly made of record its intention 
to rely upon the Patent Office record of the assignment of such registration, the 
date and volume and page of such record being stated in each instance. 

While the decision of the Examiner of Interferences followed the practice estab- 
lished under previous decisions of the Patent Office, the procedural and evidentiary 
questions presented are controlled by the decision of the Commissioner in Celanese 


Corporation of America v. American Viscose Corporation, supra, and opposer is 
entitled to consideration of the merits, in accordance, therewith. 

While the opposer contends that the case may be disposed of on the merits 
on this appeal, it is believed that this should first be passed upon by the Examiner 
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of Interferences as in Celanese Corporation of America v. American Viscose Cor- 


poration, supra. 
The case is accordingly remanded to the Examiner of Interferences for con- 
sideration and determination of the opposition proceeding on its merits. 


BREEZE CORPORATIONS, INC. v. BARNES, etc. 


Commissioner of Patents—August 3, 1949 


Opros!ITIONS—Proor oF DAMAGE—GENERAL 
Unless applicant’s goods are of the same descriptive properties as opposer's, opposition 
under confusion in trade clause of 1905 Act cannot be sustained. 
TRADE-MArRKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Electrical ventilating fans held goods of different descriptive properties from flexible 
metal hose, tubing and accessories, shielding conduits and fittings, electrical connectors, con- 
duit junction boxes, swaging machines and hand swaging tools, tab controls, mechanical and 
electrical actuating devices for airplanes, ammunition rounds counters, fuel pump drives, 
tachometer and remote control drives, radio tuning units, thumb switches, engine primers, 
thermometers, engine shieldings for radio noise suppression, aluminum and stainless steel 
fabrications, blasting magnetos, metal book stacks and library equipment, under 1905 Act. 
TRADE-MARKS—EXPANSION OF Goops—GENERAL 
Doctrine of expansion of goods held inapplicable to material not possessing same de- 
scriptive properties as goods made by opposer, prior to applicant’s use of mark. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
If there were doubt as to fact goods do not possess same descriptive properties, the dis- 
similarity in the marks together with differences in the goods would be considered in de- 
termining question as to likelihood of confusion. 
TRADE-MarKsS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Breezebuilder,” the word “Breeze” being disclaimed, held not to constitute an appro- 
priation of opposer’s corporate name, “Breeze Corporations, Inc.,” under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Breeze Corporations, Inc., against Taylor Barnes 
(The Bar-Brook Manufacturing Company, Inc., assignee, substituted). Opposer 


appeals from dismissal of notice of opposition. Affirmed. 


Cousins & Cousins, of New York, N. Y., for opposer. 
Howson & Howson, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition filed by the opposer, Breeze Corpora- 
tions, Inc., to an application for registration of a trade-mark for “electrical venti- 
lating fans” under the Trade-Mark Act of 1905. The mark sought to be registered 
consists of the word “Breezebuilder,” “Breeze” being disclaimed. The notice of 
opposition relies upon the confusion in trade clause and the corporate name clause 
of Section 5 of the Trade-Mark Act of 1905, and alleges that opposer has used 
the term “Breeze” both “as a part of its trading title” and as a trade-mark on its 
products, which it is alleged include a wide range of automotive, electrical, and 
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aircraft equipment, since a date long prior to that claimed by applicant. Opposer 
has taken testimony and has made of record a number of registrations under the 
Trade-Mark Act of 1905 for marks which consist either of the name “Breeze” or 
words of which it forms the most prominent portion, for various products. From 
these registrations and from the testimony and exhibits, the Examiner of Inter- 
ferences has found that the opposer and its subsidiaries manufacture and sell 
a large number of articles in connection with which the mark “Breeze” is used, 
specifying among these products “flexible metal hose, tubing and accessories, 
shielding conduits and fittings, electrical connectors, conduit junction boxes, swag- 
ing machines and hand swaging tools, tab controls, mechanical and electrical actuat- 
ing devices for airplanes, ammunition rounds counters, fuel pump drives, ta- 
chometer and remote control drives, radio tuning units, snap-action thumb switches, 
engine primers, resistance type thermometers, engine shieldings for radio noise sup- 
pression, aluminum and stainless steel fabrications, blasting magnetos, metal book 
stacks, and library equipment.” Opposer’s priority and use of its marks upon 
these products is not denied and is, in any event, established either by the registra- 
tions referred to or by the testimony. 

The testimony shows that the opposer, Breeze Corporations, Inc., was organized 
in 1926 through the merger of a number of smaller corporations. It has since that 
date acquired or established a number of subsidiary corporations and the products 
mentioned are made by either the parent company or one of the subsidiaries. In 
1946 it also acquired the Anderson Stove Company, a manufacturer of ranges, and 


in April, 1947, the Aldrich Company, which manufactured heating equipment, 
and, at the time of the testimony herein, contemplated the manufacture of a warm- 
air heater and air-conditioner. The latter has not been manufactured or sold, and 
ownership of that company was in any event acquired subsequent to applicant’s 
date of first use. It had not previously used the name “Breeze” in its business or 


on its products. 
It is opposer’s contention that: 


. it is clear that opposer and its subsidiaries manufacture a very diversified line 
of mechanical equipment and have been so doing for many years, so that the name 
“Breeze” on any mechanical product would connote in the mind of the purchasing public 
the present opposer. The crux of the entire situation is whether or not there is a likeli- 
hood of confusion on the part of the purchasing public when it sees applicant’s “Breeze- 
builder” on electrical ventilating fans. 


Unless, however, the applicant’s ventilating fans are goods of the same de- 
scriptive properties as those of opposer, the opposition under the confusion in 
trade clause of the Trade-Mark Act of 1905 cannot be sustained. The products 
listed by the Examiner of Interferences and those referred to in the various ex- 
hibits, such as, for example, the pamphlet “Planning for Reconversion,” exhibit 7 ; 
the pamphlet covering “Metal Bookstacks,” exhibit 8; and those set out in the 
headings in the various sections of the catalog, exhibit 5, do not appear to possess 
the same essential characteristics as applicant’s ventilating fans. As found by 
the Examiner of Interferences, they appear to be “so wholly unrelated from every 
point of view as clearly to pertain to different classifications of merchandise, and 
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hence are deemed to be goods of different descriptive properties, within the mean- 
ing of the statute.” Walliams Oil-O-Matic Heating Corp. v. Westinghouse Elec- 
tric & Mfg. Co., 20 C. C. P. A. 775, 62 F. 2d 378, 16 U. S. P. Q. 31; All-American 
Mohawk Corporation v. Rollinson, 22 C. C. P. A. 1301, 77 F. 2d 926 [25 T. M. R. 
400]. 

The reference to ventilation appearing in the pamphlet on library shelving, and 
contained in the illustrations of library equipment installed in the National Ar- 
chives does not change this situation. It may be that some fans were used in 
that installation, but whether or not they were installed by opposer or directly con- 
nected with its installation is not made clear either by the exhibits or the testi- 
mony. Nor does the doctrine of expansion of goods apply as to material when 
clearly it does not possess the same descriptive properties as any products made 
by opposer prior to applicant’s adoption of its mark. Pratt & Lambert v. Chap- 
man & Rodgers, Inc., 30 C. C. P. A. 1228, 136 F. 2d 909 [33 T. M. R. 336] ; S. C. 
Johnson & Son, Inc. v. Johnson, et al., 81 U. S. P. Q. 509. It is true that appli- 
cant has in the past taken over businesses involving new products, some of which 
had no apparent relation to products made theretofore, and it is equally possible 
that it may do so in the future. This would not, however, appear to cause such 
unrelated products to have the same descriptive properties as those previously 
made by opposer. 

The examiner has also pointed out that the marks involved are not identical, 
and that the word “Breeze” as used by the opposer is arbitrary, while as used 
as part of applicant’s mark it is highly suggestive, and in fact the word “Breeze” 
has been disclaimed. If there were doubt as to the fact that the goods do not 
possess the same descriptive properties, which in my opinion there is not, the 
dissimilarity in the marks would necessarily be considered together with the dif- 
ferences in the products, and so considered any likelihood of confusion would, in 
my opinion, be eliminated. Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 
C.C. P. A. 1143, 120 F. 2d 370 [31 T. M. R. 330]. 

It was stated by the Examiner of Interferences that the opposer on final 
hearing had stated that it did not rely upon the “name clause” of Section 5 of 
the Trade-Mark Act of 1905, and accordingly this was not considered by the Ex- 
aminer of Interferences. Opposer now contends that his statement was merely 
that he did not place “primary reliance” upon that clause, and that the opposition 
should be sustained upon that ground. Clearly “Breezebuilder” is not merely the 
corporate name of the opposer, and the opposition cannot be sustained on that 
basis. Considering “Breeze” used as part of the corporate name or “trading title’’ 


of opposer, the same considerations apply as those considered under the confusion 
in trade clause and the same result must be reached. 
The decision of the Examiner of Interferences is affirmed. 
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WALSH v. ELI LILLY AND COMPANY 


Commissioner of Patents—August 4, 1949 


TRADE-MArRKS—GoopDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Medicinal preparation containing measured units of vitamins A, B;, Bz and D, intended 
for use as directed by physicians, held goods of the same descriptive properties as concen- 
trated medicinal food materials for use as food supplements in supplying deficiencies of 
vitamins and minerals, intended to be used in accordance with directions on the package, 
under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Alpha-Beta-Deltalin,” the words “Alpha-Beta” being disclaimed, held confusingly similar 
to “Alphabet,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Michael J. Walsh against Eli Lilly and Company. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Miner L. Hartmann, of Los Angeles, Cal., for opposer. 
Raymond O. Clutter, of Indianapolis, Ind., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 

ences sustaining the opposition of Michael J. Walsh to an application for registra- 
tion of a trade-mark under the Trade-Mark Act of 1905 for “a medicinal prepara- 
tion containing measured units of vitamins A, By, By, and D.” The mark sought 
to be registered consists of the words ‘“Alpha-Beta-Deltalin,” the words ‘“Alpha- 
seta” being disclaimed as “descriptive in vitamin nomenclature.” Opposer relies 
upon its prior use and ownership of the trade-mark “Alphabet,” registration No. 
336,459, registered July 7, 1936, under the Trade-Mark Act of 1905, for “concen- 
trated medicinal food materials for use as food supplements in supplying defici- 
encies of vitamins and minerals,” it being alleged that the goods possess the same 
descriptive properties and that the marks are confusingly similar within the mean- 
ing of Section 5 of the Trade-Mark Act of 1905. Opposer’s priority of use of 
his mark on the products stated and his ownership of the registration thereof is 
conceded, and the nature of the products of the parties and the manner of using 
their respective marks have been made of record by a stipulation of facts. 

It is applicant’s contention that the goods of the parties do not possess the same 
descriptive properties. This is based primarily on the fact that its capsules are 
intended for use as directed by physicians, while opposer’s product is intended to 
be used in accordance with directions on the package, and accordingly that the 
methods of sale are different. Both are, as found by the Examiner of Interferences, 
“essentially vitamin preparations.” While opposer’s product is sold in mixed 
tablet and capsule form with the package specifying a standard dosage, both are 
intended for correction of vitamin deficiency and are clearly goods of the same 
descriptive properties. McKesson & Robbins, Inc. v. American Foundation for 
Dental Science, 32 C. C. P. A. 1235, 150 F. 2d 420 [35 T. M. R. 262]; McKesson 
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& Robbins, Incorporated v. First Texas Chemical Manufacturing Co., 34 C. C. 
P. A. 877, 159 F. 2d 770 [37 T. M. R. 160] ; Wyeth Incorporated v. Mont-O-Min 
Sales Corporation, 615 O. G. 819, 79 U. S. P. Q. 37. Nor do the methods of sale 
differ to such an extent as to establish that the goods differ, or to indicate that 
there is no likelihood of confusion. Campbell Products, Inc. v. John Wyeth & 
Brothers, Incorporated, 31 C. C. P. A. 1217, 143 F. 2d 977 [34 T. M. R. 248]. 
Opposer’s mark is a common English word as contended by applicant, but its 
derivation from the Greek letters “alpha” and “beta” forming a conspicuous part 
of applicant’s mark even though disclaimed, is well known and obvious. The 
expedient of referring to the alphabet by using the first letters thereof is also com- 
mon and well known. While applicant contends that the derivation of the letters, 
“alpha,” “beta,” and “delta” may not be well known in public, it is established in 
the record that vitamins are often referred to by letters in both the English and 
Greek alphabets. While no one thoroughly familiar with the marks of the parties 
could confuse them, the resemblance between them, particularly in sound and sig- 
nificance, is believed to predominate, as found by the Examiner of Interferences, 
to the extent that there is reasonable likelihood of confusion in trade from their 
concurrent use upon the products as closely related as those here involved. The 
use of three of the first four letters of the Greek alphabet might well be associated 
with the word “Alphabet,”’ just as the use of “‘abe’s” in English might be associated. 
It is also to be noted that the applicant’s mark as shown upon the specimens and 
in the drawing is displayed in two lines with “Alpha-Beta” separated from “Delta- 


lin” even though the hyphen appears after “Beta.” This emphasizes the likelihood 
of confusion which is not lessened by the disclaimer of these two words. 
The decision of the Examiner of Interferences is affirmed. 


KENSINGTON STEEL COMPANY v. NICHOLS ENGINEERING & 
RESEARCH CORP. 


Commissioner of Patents—August 4, 1949 


TRApE-MarKs—Marks Not ConFusincly StMILarR—ParTICULAR INSTANCES 
“Nercalloy” held not confusingly similar to “Oroloy,” used on identical goods, under 1905 
Act. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by Kensington Steel Company against Nichols [ngi- 
neering & Research Corp. Opposer appeals from dismissal of notice of opposition. 


Affirmed. 


McKnight & Comstock, of Chicago, Ill., and Emory L. Groff, of Washington, 
D. C., for opposer. 
Ward, Crosby & Neal, of New York, N. Y., for applicant. 


DanliELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a notice of opposition to an application for registration of a 
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trade-mark for “‘metal castings,’’ under the Trade-Mark Act of 1905. The mark 
sought to be registered consists of the word “Nercalloy.” The opposer contends 
that registration should be refused in view of its prior use and ownership of the 
trade-mark “Oroloy” and of certain registrations thereof under the Trade-Mark 
Act of 1905 for metal castings and metal products. No question is raised as to 
opposer’s ownership of such registrations or priority of use, and, the goods being 
the same, the only question passed upon by the Examiner of Interferences and to 
be considered here is that of the similarity of the marks. 

In support of its argument that “Nercalloy” and “Oroloy” are confusingly 
similar, opposer compares these marks with those involved in Republic Steel Cor- 
poration v. Utility Trailer Manufacturing Co., 601 O. G. 531, 74 U. S. P. Q. 72; 
Kensington Steel Company v. Alloy Rods Company, 613 O. G. 1097, 78 U. S. P. Q. 
92; and Carboloy Company, Inc. v. General Aircraft Equipment, Inc., 600 O. G. 
674, 73 U. S. P. Q. 447. It is my opinion that the marks here involved differ to a 
greater extent than those involved in any of these cases. 

In finding the marks to be dissimilar, the Examiner of Interferences found that 


’ 


the word “alloy” of applicant’s mark is obviously descriptive of the goods, and 
that “oloy” of opposer’s mark has the same sound and significance, so that in his 
opinion these portions of the mark would have little significance in identifying the 
goods of the parties. Whether considered on this basis or considered in their en- 
tireties without reference to the meaning of the last part of the words, the marks 
of the parties do not appear to have any such near resemblance that their use even 


upon the goods of the parties which must be considered identical, would be reason- 
ably likely to lead to confusion in trade. 
The decision of the Examiner of Interferences is affirmed. 


PRECISION ELECTRONIC CORP., etc. v. WINCHESTER TOY CO. 
Commissioner of Patents—August 4, 1949 


CoNTRACTS—CONSTRUCTION—PARTICULAR INSTANCES 
OpposITIONS—DEFEN SES—GENERAL 
License agreement held to constitute applicant a mere permissive user of mark and to 
contemplate that exclusive rights to mark should remain in opposer. 
Applicant held estopped to deny opposer’s ownership of mark and therefore, as between 
these parties, proof of use by opposer was unnecessary. 
Whether or not the agreement was valid, applicant was a party thereto and can base no 
right to registration on its actions thereunder. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Precision Electronic Corp. (Sidney J. Kagan, Trus- 
tee, substituted) against Winchester Toy Company. Applicant appeals from de- 
cision sustaining notice of opposition. Affirmed. 


Harold E. Cole, of Boston, Mass., for opposer. 
Harry Langsam, of Philadelphia, Pa., for applicant. 
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DANIELs, A. C,: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition filed by the opposer, Precision Electronic 
Corp., against the application of Winchester Toy Company, for registration of 
a trade-mark for “combination toys consisting of a magnetic top dog and a magnetic 
toy bone,” under the Trade-Mark Act of 1905. The mark sought to be registered 
consists of the words “Nippy the Pup,” the word “Pup” being disclaimed. 

The notice of opposition alleges that applicant did not have the right to file the 
application challenged, and that the applicant at the time of executing and filing 
the application was not the owner, and was not entitled to the exclusive use of the 
mark. It is alleged that opposer on February 7, 1946, had licensed the applicant to 
manufacture the product involved, under a patent application owned by opposer, it 
being agreed by such license that the trade-mark should be applied to said toy, 
and that all rights to the trade-mark should “remain the exclusive property and 
right of opposer. . ” It is further alleged that the said agreement was termi- 
nated and applicant is without ownership or any right to use said trade-mark. 

The answer to the notice of opposition admitted that the opposer believed him- 
self to be the owner of an invention for which a patent application was filed in the 
United States Patent Office, and suggested use of the name “Nippy the Pup” 
therefor, but denies that opposer itself ever used the mark. It does, however, 
admit that “a contract was entered into by the party and that opposer gave applicant 
a license to manufacture said toy dog and toy bone, and admitted that such trade- 
mark should apply to opposer’s toy dog and bone and on the boxes. Applicant 
admits that an agreement was entered into whereby at the termination of the agree- 
ment the rights of the trade-mark should remain to the opposer.” 

A copy of the license agreement was made of record through applicant’s an- 
swer to opposer’s interrogatories and opposer relies upon the admissions of the 
answer and the agreement, having introduced no other testimony. Nor has appli- 
cant offered any further evidence. 

Without reviewing the terms of the license agreement in detail, it grants a li- 
cense to applicant to manufacture the toys referred to above, under an applica- 
tion for patent owned by opposer and provides that applicant shall utilize certain 
material to be supplied by opposer in the manufacture thereof, and provides for 
certain payments by licensee (applicant) to licensor (opposer). It was also agreed 
that the name “Nippy-Pup” (apparently later changed to ‘““Nippy the Pup”) should 
be featured on each box, and on each toy, and that “after the termination of this 
agreement . . . . the exclusive right, title and use of all trade-marks, trade-names, 
and designs shall remain the exclusive property and right of the licensor.” Pro- 
vision against sublicensing, or the transferring of any rights under the agreement, 
was made, and applicant was required to mark all boxes with a notice that the 


product was licensed by the opposer. A similar notice was to be used in advertis- 
ing. Each of the parties in this proceeding agrees that the license agreement was 
terminated, apparently in February, 1947. 

Based upon the foregoing, the Examiner of Interferences found that it seemed 
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clear from the agreement that the applicant was a “mere permissive user of the 
mark.” It was clearly contemplated by the parties that the exclusive right and title 
to the mark was to “remain” the exclusive property of the opposer. As against 
this, the applicant contends that there is no showing that opposer itself ever used 
the mark. The allegation of the notice of opposition that opposer was the original 
user of the mark is denied by the answer to the notice of opposition, and no affirma- 
tive proof of any use thereof by opposer has been made. Nevertheless the appli- 
cant recognized opposer’s rights thereto by the execution of the agreement referred 
to, and conceded that all rights thereto should “remain” in the opposer. 

It would appear that proof of use was therefore unnecessary as between these 
parties, since applicant is, under the circumstances of this case, estopped to deny 
opposer’s ownership thereof. The fact that opposer may actually have no owner- 
ship which it can assert as against the rest of the world, if applicant’s contentions 
are correct, would not appear to bestow any rights upon the applicant. 

The applicant contends that having filed the application during the term of the 
agreement it has acted within its rights. No provision permitting such registration 
appears in the agreement and the action in applying for registration conflicted with 
the concession of ownership on the part of opposer. 

Applicant contends that opposer may not maintain this proceeding since the li- 
cense agreement included agreements as to price fixing which it contends rendered 
the entire agreement illegal as in restraint of trade and therefore void. Whether 
or not the agreement was valid, the applicant was a party thereto and can base no 
rights to registration on its action thereunder. The further contention of the 
applicant that the license granted by opposer perpetrated a fraud upon the appli- 
cant cannot be considered in this proceeding. This contention is based upon the 
allegation that one of applicant’s customers was notified of infringement of an- 
other patent and that because of this existing patent opposer could never obtain a 
patent on the application under which the license was granted. Neither the appli- 
cation nor the patent referred to are of record, and the applicant has admitted by 
the answer to the notice of opposition that opposer “believes himself to be the owner 
of an invention for which a patent application was filed in the United States Patent 
Office. . . .”” Even were it possible to determine what patent rights have or might 
be secured by opposer, they would have no bearing on the question in this proceed- 
ing which relates to applicant's right to secure a registration of the mark. 

In view of the foregoing it is unnecessary to consider the question raised by 
opposer as to the alleged false oath filed by applicant. 

To the extent that other matters mentioned by opposer may not have been 
specifically considered they are considered to have been disposed of by the decision 
of the Examiner of Interferences. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


cc 
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GOODALL-SANFORD, INC. v. RAYONIER, INCORPORATED 
August 26, 1949 





Commissioner of Patents 


TrRapE-MarkKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
That if applicant treated its product in a manner foreign to purpose for which it is manu- 
factured and sold, it might bear some resemblance to some of opposer’s partially prepared 
material does not indicate that the goods possess the same descriptive properties. 
TRADE-MarKs—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Wood cellulose in sheet form adapted as a base for conversion to cellophane held goods 
of different descriptive properties from plastic-treated cellulose materials which in their 
finished form constitute or resemble artificial leather. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by Goodall-Sanford, Inc., against Rayonier, Incorpor- 
ated. Opposer appeals from dismissal of notice of opposer. Affirmed. 


Borowsky & Burrows, of New York, N. Y., for opposer. 
William F. Weber, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismiss- 
ing the notice of opposition of Goodall-Sanford, Inc., to an application of Rayonier 
Incorporated, for registration under the Trade-Mark Act of 1905, of a trade-mark 
for “wood cellulose in sheet form adapted as a base cellulose product for conversion 
to cellophane.” The mark sought to be registered consists of the word “Rayano.” 

Opposer is the owner of registration No. 212,203, registered under the Trade- 
Mark Act of 1905, April 27, 1926, and renewed, covering the word ‘“Rayno” as 
applied to “mohair piece goods and piece goods of combination of cotton, wool, 
mohair alpaca, camel’s hair, silk, and artificial silk; also on piece goods of a com- 
bination of a cotton warp with a filling of a mixture of mohair and artificial silk.” 
Opposer’s testimony establishes ownership of this registration and use of the mark 
upon the products named therein since a date prior to any date of use claimed 
by applicant. It has also established that in addition to production and sale of a 
wide variety of textile fabrics on a large scale one of opposer’s plants not only sells 
plastic-coated materials, but engages in research as to the development of such prod- 
ucts. Among the products so produced are certain plastic-treated cellulose mate- 
rials which in their finished form constitute or resemble artificial leather. It is 
the contention of opposer that these latter materials are goods of the same descrip- 
tive properties as those of applicant and “answer the description of goods con- 
tained in applicant’s application down to the word ‘cellophane.’ ”’ 

Examination of the applicant’s product, as shown by the exhibits of record, 
and its testimony with respect thereto, clearly establishes that the definition of 
applicant’s goods in the application accurately describes the product. It is further 
established that applicant’s product is manufactured especially as a base material 
for use by manufacturers of cellophane, and is sold to such manufacturers for that 
purpose. It is brittle, has no physical strength whatever, and would not ordinarily 
be used except as such raw material. 
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It is opposer’s contention, however, that if applicant’s product were treated 
with various plastic materials it might also resemble artificial leather, or resemble 
opposer’s coated cellulose product referred to, particularly opposer’s Exhibit 11. 
Exhibit 11 is one of opposer’s products as partially prepared and not in its finished 
form. Thus, if I understand opposer’s contention, it is that if applicant treated its 
product in a manner completely foreign to the purpose for which it is manufactured 
and sold, and for which it would not be particularly suitable, it might bear some 
resemblance to certain of opposer’s partially prepared material. This does not 
appear to indicate that the goods possess the same descriptive properties or resem- 
ble each other in essential characteristics or commercial nature. Cellulose is a very 
common material. Applicant has indicated the precise nature of its goods and the 
purposes for which it is intended and it has been sold for that purpose to a relatively 
few purchasers, and with certain minor and immaterial exceptions, used by them 
only in the production of cellophane. None of opposer’s goods would be suitable 
for this use. While applicant’s witnesses testified in response to inquiries by op- 
poser’s counsel, that they might be interested in an expansion of their business if 
certain conditions arose, there is nothing to indicate that an expansion into plastic- 
coated material would be a natural development of the present business. Should 
applicant enter the business of making plastic treated material similar to that of op- 
poser, the material then produced would go beyond the description of goods in the 
application here in issue, and therefore, even should such an extremely speculative 
contingency arise, the registration here sought would not affect the position of the 


parties thereafter in any way. From an examination of the testimony and exhibits, 
I believe that the Examiner of Interferences was correct in holding that the prod- 
ucts of the parties differ so widely in their essential characteristics and are intended 
to be used for such wholly divergent purposes in widely separated fields, by dif- 
ferent classes of purchasers as to possess different descriptive properties. 

The decision of the Examiner of Interferences is affirmed. 


BURBERRYS LIMITED v. HARRY MYERS & COMPANY, INC. 


Commissioner of Patents—August 26, 1949 


OpposiITIONS—Proor oF USE—EFFECT OF REGISTRATIONS 
Registrations under 1920 Act cannot be considered proof of use of opposer’s mark. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Dunberry” held confusingly similar to “Burberry” and to “Burberrys,” used on simi- 
lar goods, under 1905 Act. 
OpposITIONS—EVIDENCE—GENERAL 
Concurrent use of two marks on identical products over a long period of years without 
actual confusion arising would necessarly be considered in determining question of likeli- 
hood of confusion, if they were used in same trade channels to such extent that confusion 
would be likely to arise and come to attention of the parties. 
On facts of record, applicant’s proof of use held vague, general, and not convincing. 
Oppos!ITIONS—DEFENSES—LACHES 
On facts of record, opposer held not guilty of laches in view of vagueness and inadequacy 
of applicant’s proof as to use. 
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Appeal from Examiner of Interferences. 

Trade-mark opposition by Burberrys Limited against Harry Myers & Com- 
pany, Inc. Applicant appeals from decision sustaining notice of opposition. Af- 
firmed. 


Jones & Roe, of New York, N. Y., for opposer. 
Edward R. Walton, Jr., of Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing the opposition of Burberrys Limited to the application of Harry Myers & 
Company, Inc., for the registration of a trade-mark under the Act of 1905 for 
“men’s and boys’ suits and overcoats,” and further adjudging applicant not en- 
titled to the registration applied for. The mark sought to be registered consists 
of the word “Dunberry.” 

The notice of opposition alleges ownership and prior use of the words “Bur- 
berry” and “Burberrys” as trade-marks for piece goods and finished garments, 
and use of “Burberrys” as a part of opposer’s corporate name, since long prior 
to any use of its mark claimed by applicant. Opposer has offered in evidence cer- 
tain trade-mark registrations, a number of which are registered under the Act of 
1920, which cannot be considered proof of use of the mark. By its testimony, 
however, it has established use of the mark as alleged in the notice of opposition 
upon piece goods and upon men’s and boys’ suits and overcoats and as a part of 
its corporate name. Since applicant does not question opposer’s ownership of its 
marks, or its priority of use thereof, both as a trade-mark and in its corporate name, 
this testimony need not be reviewed in detail. 

The goods being in part identical, the only question for consideration is whether 
or not applicant’s mark “Dunberry” so nearly resembles “Burberry” or “Bur- 
berrys” as to be likely to cause confusion in trade, whether considered under the 
confusion in trade clause or the corporate name clause of section 5 of the Trade- 
Mark Act of 1905. American Steel Foundries v. Robertson, 269 U. S. 372, 1926 
C. D. 289. The Examiner of Interferences has found that “Burberry” or “Bur- 
berrys” and “Dunberry” bear such near resemblance both in sound and appearance 
as to be reasonably likely to cause confusion in trade within the meaning of sec- 
tion 5 of the Trade-Mark Act of 1905. In reaching this conclusion consideration 
was given to the fact that “Dunberry” is an arbitrary and fanciful word, while 
the word “Burberry” is the name of an English family well known for its manu- 
facture of garments; that topcoats are relatively expensive articles of commerce ; 
and that applicant had previously owned a registration of its mark, which was in- 
advertently permitted to expire. The conclusion that the marks are confusingly 
similar when considered on a basis of mere comparison between them is ques- 
tioned by the applicant upon this appeal, although not emphasized to the extent of 
other questions hereafter considered. As to that conclusion (based entirely upon 
comparison of the words and taking into consideration the points specifically raised 
by applicant in connection therewith), it is not considered necessary to review the 
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decision of the Examiner of Interferences in detail, it being considered sufficient to 
state that his conclusion appears to be borne out by the record here presented and 
must be accepted as correct. 

Applicant contends, however, that the fact that the two marks have been in 
concurrent use since 1924 in very extensive sale of the goods without any indication 
of resulting confusion shows that there is no likelihood of confusion, and that the 
conclusion of such likelihood based only upon comparison of the marks is over- 
come by the actual lack of confusion over so long a period. It is further contended 
by applicant on this appeal, that the opposition must be dismissed in view of op- 
poser’s laches in view of this same long concurrent use. 

The fact that two marks have been used upon identical products over a long 
period of years, without actual confusion is one which would necessarily be con- 
sidered if they were used in the same channels of trade to such an extent that con- 
fusion would be likely to arise and come to the attention of the parties. Such lack 
of confusion in face of actual competition or sale in a field of customers who would 
ordinarily encounter both marks, while not conclusive, might well, under some 
circumstances outweigh the mere inference of likelihood of confusion arising from 
the apparent similarity of the marks. To determine to what extent it should be 
considered in this case, it is necessary to review the facts as to the methods and 
extent of the business of the parties. 

Applicant does not question the fact that opposer’s mark has been used in sub- 
stantial quantities throughout the greater part of this country on relatively ex- 
pensive garments. 

Applicant’s mark was first used by a predecessor in business which manufac- 
tured clothing in extremely large quantities until its business was liquidated in 
1931 and applicant acquired rights to this and other trade-marks and began manu- 
facturing on its own account. The testimony of applicant, however, while it shows 
the mark here involved was used to some extent by that predecessor, is extremely 
vague and general and the extent of the use of this particular mark on the clothing 
manufactured by that predecessor is left almost entirely to inference or speculation. 
For some part of the period between 1924 and 1931 the predecessor may have 
used the mark on all of its topcoats and overcoats, but this is not entirely clear, nor 
is there any specific testimony as to how much of that business consisted of such 
coats. It is clear from the testimony that the mark has never been used on suits, or 
any other clothing except topcoats and overcoats. 

Applicant itself used the mark on all topcoats which it manufactured and sold 
beginning in 1931. In this it utilized labels which it received from the predecessor. 
These labels were purchased by the predecessor in 1924. No statement as to the 
number of such labels originally purchased by that predecessor appears in the 
record, and the manufacturer of the labels stated that his records have been de- 
stroyed. The original lot of labels first purchased by the predecessor in 1924 was 
taken over and used by applicant, and the volume of such sales was not such as to 
use up the labels originally ordered, until July of 1946 when they were reordered 
by applicant. The quantity of labels then reordered was slightly more than five 


thousand. While it is stated that a tremendous number of labels was received 
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from the predecessor, one witness estimating that it “may be even more than one 
hundred thousand,” no one testified that orders on any such scale were made or 
were customary. It is difficult to accept any general statements as to large sales as 
against an operation of twenty-two years using only one order of labels without 
specific evidence that such labels were actually purchased in terrific quantities. A 
more complete estimate of the volume of applicant’s business under the mark comes 
from the testimony of the treasurer of the company as to the number of garments 
actually made for various years and even these were, to a certain extent, approxi- 
mations. From this testimony it would appear that the applicant’s production of 
topcoats and overcoats ranged from 815 in the year 1932 to 3,757 in 1937 and that 
between 1932 and 1940 there was only the one year in which the sales exceeded 
3,000, and that in only one other year did such sales exceed 2,500. No testimony 
is given as to sales between the years 1940 and 1946, it being stated that 4,000 top- 
coats were sold in 1946. 

The testimony as to the selling outlets of such coats during the period of 1931 
to 1938 is also extremely vague and general. It is stated that from 1931 to 1938 
the applicant sold to retail accounts throughout the country, and that thereafter 
it sold only through stores which it had opened in Washingon, Richmond, Norfolk 
and Baltimore with the exception of a very few garments sold to old customers. 
There is no testimony as to any advertising of such coats and no invoices or other 
evidence as to any specific sale either by applicant or its predecessor. 

From the foregoing it is difficult to determine to what extent the mark was 
actually used upon coats, or as to whether or to what extent such coats may have 
been sold to the general public in such a manner that they might have come to the 
attention of the opposer’s customers or its representatives. Certain of opposer’s 
representatives testified as to their familiarity with the trade generally and to the 
effect that they never heard of “Dunberry” coats, although familiar with the out- 
lets where they might have been expected to be sold. 

It therefore appears that applicant’s predecessor sold clothing in a large quantity, 
but to what extent ““Dunberry” was used upon such garments is not clear. Appli- 
cant itself sold upon a limited scale and the extent to which this made any impres- 
sion on the market, is equally vague. If the applicant’s sales were in fact in limited 
territory and limited volume, it is quite possible that they might have been used for 
many years without happening to come to the attention of those familiar with 
opposer’s garments either as customers or salesmen, and upon the record here 
presented, I cannot determine that the sales were so extensive as to indicate lack 
of resemblance or negative the inference of confusion from such resemblance. In 
view of this lapse of time cannot be considered as an indication that the marks have 
been used to such an extent that there would have been any opportunity for con- 
fusion to arise between the marks if they are similar or as indicating that there is no 
likelihood of such confusion. 

As presented on this appeal the question of laches is considered by applicant 
in a manner subordinate to the contention that lack of confusion is indicated by 
the lapse of time. The same considerations are believed to apply whether consid- 
ered on one basis or the other. Opposer can hardly be accused of laches, if, as its 
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witnesses testified, it had no knowledge of applicant’s mark, and the mark was not 
used in such a manner or to such an extent that it came, or should have come to 
opposer’s attention. The testimony of applicant as to the extent of its business 
does not show use in such a manner that there is any basis for questioning the state- 
ments of opposer’s witnesses that they never heard of applicant’s use of the mark. 
Under these circumstances, no indication that opposer knew of applicant’s use of 
its mark can be found, and accordingly there can be no finding of laches or delay on 
the part of opposer. 

It is therefore my opinion that the marks are so similar that there is reason- 
able likelihood of confusion from their use upon the same products, and that the 
testimony as to past use is insufficient to overcome the inherent likelihood of such 
confusion between two marks so nearly resembling each other as those here in- 
volved. 

The application seeks registration of applicant’s mark for men’s and boys’ suits 
and overcoats. The testimony clearly indicates that it has been used only on over- 
coats. In the event that any further proceedings in this case, should permit regis- 
tration of applicant’s mark, it should be amended to include only overcoats. 

The decision of the Examiner of Interferences is affirmed. 


PRO-PHY-LAC-TIC BRUSH CO. v. HUDSON PRODUCTS, INC. 
Commissioner of Patents—August 30, 1949 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Grip” held merely descriptive of dental plate powder and cream for holding false teeth 
tightly. 
TRADE-MARK—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—SUGGESTIVENESS 
“Perma” and “Perma-Grip,” though highly suggestive, held not merely descriptive of 
dental plate powder. 
CANCELLATIONS—BASIS FOR RELIEF—GENERAL 
While “Grip,” forming a conspicuous portion of registered mark “Perma-Grip,” is merely 
descriptive and probably should have been disclamed, this alone does not require cancella- 
tion of registration under 1905 Act. 
OpposITIONS—EVIDENCE—SURVEYS 
On facts of record, “surveys” made by the parties disregarded as hearsay and incom- 
petent in part and lacking probative force as to rest. 
TrADE-MarKsS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Poli- Grip,” the word “Grip” being disclaimed, held not confusingly similar to “Perma- 
Grip,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Pro-phy-lac-tic Brush Company against Hudson 
Products, Inc., counterclaims for cancellation of opposer’s registration. Appli- 
cant appeals from dismissal of counterclaim and sustaining of notice of opposition. 
Affirmed as to dismissal of counterclaim and reversed as to opposition. 


Dike, Calver & Porter, of Boston, Mass., for opposer. 
James F. Hoge and Lenore B. Stoughton, of New York, N. Y., and E. F. Wen- 
deroth, of Washington, D. C., for applicant-counterclaimant. 
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DaNIELs, A. C.: 


Pro-phy-lac-tic Brush Company (hereinafter referred to as Pro-phy-lac-tic), 
filed notice of opposition to the application of Hudson Products, Inc. (hereinafter 
referred to as Hudson), under the Trade-Mark Act of 1905, for registration of a 
trade-mark for “a cream for holding false teeth tightly.” The mark sought to be 
registered by Hudson and to which opposition was filed consists of the notation 
“Poli: Grip,” the word “Grip” being disclaimed. 

In support of its allegation of confusing similarity between these marks as 
applied to the goods of the parties, Pro-phy-lac-tic relied upon its ownership and 
prior use of the trade-mark “Perma-Grip” for dental plate powder. In addition 
to the testimony as to the use of the mark, Pro-phy-lac-tic alleged and proved its 
ownership of a registration thereof, under the Trade-Mark Act of 1905, registered 
November 9, 1937, No. 351,850, for “dental plate powder.” 

The answer by Hudson to the opposition contained a counterclaim for cancella- 
tion of that registration, alleging it to be merely descriptive of the goods. 

The Examiner of Interferences has sustained Pro-phy-lac-tic’s opposition to 
the application for registration of “Poli- Grip,” finding the marks confusingly 
similar within the meaning of section 5 of the Trade-Mark Act of 1905, and has 
dismissed Hudson’s counterclaim for cancellation of “Perma-Grip,” and Hudson 
appeals. 

Hudson does not question the fact that Pro-phy-lac-tic used “Perma-Grip” for 
a “dental plate powder,” having adhes‘ve properties, prior to its use of “Poli - Grip,” 
and there is no question as to the substantial identity of the products. 

In support of its counterclaim, Hudson has introduced much evidence as to 
the descriptive nature of “perma” and “grip,” contending that “perma” is in effect 
an abbreviation of “permanent” and that “grip” is descriptive of the goods. It is 
argued that the mark is in effect “permanent grip” and accordingly merely descrip- 
tive of Pro-phy-lac-tic’s product. Pro-phy-lac-tic questions the Examiner of Inter- 
ferences’ holding that “grip” is merely descripive, but little emphasis is placed upon 
this contention by Pro-phy-lac-tic. In view of the manner of use of that term by 
both parties upon the products, as well as by other manufacturers, and particularly 
in view of the testimony by Pro-phy-lac-tic’s own witnesses, the descriptive nature 
of “grip” as applied to these goods is established. Pro-phy-lac-tic’s witness Huber 
testified that the product was “a powder” that “grips the plate to the mouth.” Cer- 
tain of its trade witnesses referred to the products of the parties as a “grip,” using 
the term as the name of a product which “grips” the plate to the mouth. Without 
reviewing this testimony in detail, the Examiner of Interferences’ holding that 
“grip” is merely descriptive must be accepted as correct. 

As to the descriptive nature of “perma,” Hudson places much emphasis on 
Pro-phy-lac-tic’s advertising of the term in connection with brushes. It may be 
that such advertising has established the term as meaning “permanent” when used 
in that connection, but it does not necessarily follow that it means that, and only 
that, in connection with a powder such as “Pro-phy-lac-tic’s product here involved. 
Other uses of “perma” which may have been intended to infer permanence are 
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submitted, but do not, in my opinion, establish that this term would necessarily 
be regarded as meaning “permanent” in every instance. 

This includes reference to a number of registrations of marks including this 
prefix. The Examiner of Interferences found that these could not be considered, 
and, in my opinion, he is correct to the extent that they could not be considered as 
establishing their use for the products mentioned in the various registrations for the 
purpose of invalidating Pro-phy-lac-tic’s registration. They may, however, be 
considered as indicating the ordinary usage of a term just as dictionaries or uses 
in literature might be so considered. American Steel Foundries v. Robertson, 269 
U. S. 372, 1926 C. D. 289; Huntington Laboratories, Inc. v. Onyx Oil & Chemi- 
cal Company, 35 C. C. P. A. 819, 165 F. 2d 454 [38 T. M. R. 327], and Kraft 
Walker Cheese Company, Proprietary Limited v. Kingsland, 75 F. Supp. 105, 75 
U. S. P. Q. 318. Neither these nor the other material submitted, however, 
in my opinion, establish that the word is merely descriptive of the product, 
and I accordingly agree with the Examiner of Interferences that Hudson has 
not sustained its burden of proof of establishing that ‘“‘Perma-Grip” is merely de- 
scriptive of the goods when considered in its entirety. While the mark in its 
entirety has been shown to be highly suggestive, and “Grip,” forming a conspicu- 
ous portion thereof, is merely descriptive and probably should have been disclaimed, 
this alone does not require cancellation of the registration. Swift and Company 
v. Wool Novelty Co., 67 U.S. P. Q. 113, 580 O. G. 511. The Examiner of Inter- 


ferences action in dismissing Hudson’s counterclaim for cancellation must accord- 


ingly be affirmed. 
In considering the merits of the opposition proceeding, each of the parties 


, 


devotes much of its brief and argument to consideration of a “survey” which each 
made, Pro-phy-lac-tic attempting to show actual confusion, and Hudson attempt- 
ing to show that no such confusion existed. Each of the parties contends that the 
other’s survey was improperly, even unfairly, conducted, while its own constitutes 
proper evidence of the facts sought to be proven. The testimony and exhibits as 
to the surveys have been carefully examined, but no useful purpose would be served 
in reviewing it. A substantial part of it is hearsay and incompetent ; the balance is 
lacking in probative force. From my examination I cannot find any indication of 
confusion on the part of the druggists interviewed by Pro-phy-lac-tic’s representa- 
tive, nor anything which necessarily establishes lack of confusion in the interviews 
conducted by Hudson’s representative. I accordingly agree with the action of the 
Examiner of Interferences in disregarding these surveys. The Quaker Oats Com- 
pany v. General Mills, Inc., 134 F. 2d 429, 56 U. S. P. Q. 400; and Dixi-Cola Lab- 
oratories, Inc. v. The Cocoa-Cola Co., 100 F. 2d, 352 48 U. S. P. Q. 164. The 
question of similarity of the marks must therefore be considered on the basis of 
independent examination. As already indicated “Grip,” the only common iden- 
tical feature of the marks of the parties, is merely descriptive of the goods, and 
is so recognized in the trade and by the public. It forms a conspicuous portion of 
each of the marks, and, while descriptive, or even disclaimed material, may not be 
entirely disregarded, this common portion of the two marks must be regarded as 
having little, if any, distinctive significance and, under well settled authority, it 
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must be assumed that the public would not rely upon it to any substantial extent 
as a means of identification of the goods. As stated by the court in West Disinfect- 
ing Company v. Lan-O-Sheen Company, 35 C. C. P. A. 706, 163 F. 2d 566 [37 
T. M. R. 657], such a term 


standing alone or as part of a composite mark, is merely descriptive of the character or 
quality of the merchandise to which the mark is attached. The word cannot therefore be 
considered under the authorities hereinbefore cited as the dominant part of the marks. 


In Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 
888 [34 T. M. R. 335], the court also stated: 


There is presented here, as is presented in many cases, a situation where a well-known 
and commonly used term (in this case “Vita”), having a well-understood significance, is 
combined with another term to constitute a trade-mark. 


and that 


It further seems to us that the complete marks, when the significance of each is prop- 
erly considered, are distinctive in character and that confusion is not likely to result from 
their concurrent use on similar goods. 


The Examiner of Interferences, however, found that the marks involved in this 
case more nearly resemble those considered in Pepsodent Co. v. Comfort Manu- 
facturing Co., 23 C. C. P. A. 1224, 93 F. 2d 906 [26 T. M. R. 481] in which the 
marks ‘“Pepsodent” and ‘“Pearledent,” for dentifrices, were held to be confusingly 
similar. In that case, however, the court did not specifically find that “dent” was 
merely descriptive of the products, although it was indicated that it had been widely 
used in connection with such goods. Also, while not controlling, the marks there 
involved were integral rather than hyphenated or otherwise separated as in this 
case. In my opinion, the marks here involved, when considered in their entireties, 
do not bear such near resemblance as those involved in the case last cited, and that 
in view of the highly descriptive nature of the terminal portion of each, they do 
not so nearly resemble each other that there is reasonable likelihood of confusion. 
West Disinfecting Company v. Lan-O-Sheen Company, supra, and Miles Labora- 
tories, Inc. v. Foley & Company, supra. 

Certain points presented by both of the parties have not been specifically men- 
tioned. To the extent that they are not disposed of by the matters which have been 
discussed, they are considered to have been fully disposed of by the Examiner of 
Interferences. 

The decision of the Examiner of Interferences, to the extent that it dismisses 
Hudson’s counterclaim for cancellation of Pro-phy-lac-tic’s registration is affirmed, 
and, to the extent that it sustains Pro-phy-lac-tic’s opposition to the application of 
Hudson is reversed. 
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THE MYSTIC FOAM CORPORATION v. MAGIC FOAM SALES 
CORPORATION 


Commissioner of Patents—September 1, 1949 



















TRADE-M ARKS—ASSIGN MENT—GENERAL 
On facts of record, purported assignment held mere naked transfer in gross, amounting 
only to abandonment. 
OpposITIONS—PArRTIES—RIGHT TO OPPOSE 
Where effective date of assignment was postponed by agreement that opposer’s assignor 
continue to operate his business without change, opposer was without standing to bring 
proceeding with claim of priority founded upon claim of rights based upon assignment. 










Appeal from Examiner of Interferences. 
Trade-mark opposition by The Mystic Foam Corporation against Magic Foam 
Corporation. Opposer appeals from dismissal of notice of opposition. Affirmed. 







Frank R. Higley, of Cleveland, Ohio, for opposer. 
Zugelter & Zugelter, of Cincinnati, Ohio, for applicant. 


DanlieLs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the notice of opposition of the Mystic Foam Corporation to 
an application of Magic Foam Sales Corporation, under the Trade-Mark Act 
of 1905 for registration of a trade-mark for “a chemical preparation for cleaning 
upholstery, carpets, rugs, draperies, tapestries and other fabrics, having incidental 
deodorizing properties.” The mark sought to be registered consists of the words 
“Magic Foam.” 

The notice of opposition alleges the opposer is the owner by assignment of a 
registration of the trade-mark “Magic Maid” registered under the Act of 1905, 
August 7, 1928, and renewed, for “washing and cleaning compounds in liquid 
form employed in washing painted surfaces, carpets, cloth, etc.,” and that opposer 
and its predecessor have used such mark in connection with such goods since prior 
to any date of use claimed by applicant. The answer to the notice of opposition 
admits the similarity of the marks if applied to similar goods. Neither the similar- 
ity of the marks or the goods were considered by the Examiner of Interferences 
who dismissed the notice of opposition on the ground that the opposer is not en- 
titled to rely upon the use made by its predecessor, Wilkes, and that the applicant 
was the prior user as between the immediate parties. 

The applicant’s application was filed on September 7, 1945, claiming use since 
January 1, 1932. While opposer questions applicant’s proof as to use of that date, 
there is no question but that applicant used the mark upon the goods here involved 
at least as early as 1933. This was prior to any use claimed by opposer itself, but 
subsequent to the date of the Wilkes’ registration. Therefore unless the opposer 
properly succeeded to the rights of Wilkes under the registration above referred 
to, the opposition was properly dismissed. 

That registration was assigned to opposer by an instrument in writing on De- 
cember 20, 1946. On August 21, 1947, Wilkes executed a second assignment to 
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opposer which is stated to have supplemented the original assignment by correct- 
ing a typographical error therein. The circumstances surrounding these assign- 
ments and the actions of Wilkes and the opposer in pursuance thereof are the 
subject of testimony submitted on behalf of each of the parties which will not be 
considered at length. It is apparent and is conceded by the opposer, that sub- 
sequent to the first assignment Wilkes continued to use the mark and continued to 
operate his business without change until sometime in September, 1947. About 
September, 1947, opposer began to use the mark to some extent. So far as ap- 
pears Wilkes did not thereafter use the mark, but apparently did continue to sell 
the same product, without the mark, although on an extremely limited scale. It is 
also clear that opposer took over no labels, formulas, or good will from Wilkes, and 
that its operations were entirely independent of any business he had carried on. The 
exact basis of the continuance of Wilkes’ business under the mark after the actual 
assignment is not clear, but it is admitted that there was a collateral agreement 
between opposer and Wilkes in addition to the formal assignment of the registra- 
tion recorded in the Patent Office. As to this, the opposer’s brief states: 


The exact legal nature of the proposed agreement is in doubt from the record and 
equally immaterial whether it may have been license, agency, or as seems more likely 
mere accommodation on the part of Wilkes. That Wilkes was not enthusiastic about 
continuing the business is indicated from an agreement executed January 31, 1947, by 
Wilkes, including his reservation that he should not be obliged to continue for a longer 
period than one year. 


This opposition was filed on May 26, 1947. At that time opposer had not 
made any use of the mark and Wilkes was continuing to operate his business under 
the mark as theretofore. It is therefore clear that at the time of filing this notice 
of opposition, opposer had not acquired title to the mark; that Wilkes was con- 
tinuing to use it as he always had; and that the assignment which was then of 
record with the typographical error included was a naked transfer intended only 
to give opposer apparent record title in the registration. I agree with the conclu- 
sion of the Examiner of Interferences that: 





Manifestly, . . . . the opposer did not take over the business developed by Wilkes 
in connection with that mark, and the assignment relied on by the opposer hence in- 
volved a mere transfer in gross of the mark, amounting to an abandonment thereof by 
Wilkes, and conveying nothing to opposer. 


It is, however, unnecessary to consider this in detail. When this proceeding was 
brought, opposer had received a formal assignment of the Wilkes’ registration, but 
Wilkes was continuing to operate his small business without change under agree- 
ment with opposer. Opposer had thereby postponed the effective date of even 
the formal assignment until some future date. It was therefore at that time with- 
out standing to bring the proceeding. Old Monk Olive Oil Co. v. Southwestern 
Coca-Cola Bottling Co., 28 C. C. P. A. 1091, 118 F. 2d 1015 [31 T. M. R. 203]. 
The decision of the Examiner of Interferences is affirmed. 
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GILLETTE SAFETY RAZOR COMPANY v. UTILITY BLADE & 
RAZOR CO. 


Commissioner of Patents—September 1, 1949 










TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Similarity in sound may be sufficient to indicate likelihood of confusion. 
Prior cases can serve only as a guide and are not controlling in determining question of 







confusing similarity. 
TRADE-MARKS—MArKS Not CONFUSINGLY SIMILAR— PARTICULAR INSTANCES 
“Jet” held not merely a telescoped version of nor confusingly similar to “Jilet,” used on 


identical goods, under 1905 Act. 







Appeal from Examiner of Interferences. 
Trade-mark opposition by Gillette Safety Razor Company against Utility Blade 
& Razor Co. Applicant appeals from decision sustaining notice of opposition. Re- 








versed. 






Philip Colman, of Boston, Mass., for opposer. 
Samuel J. Ernstoff, of New York, N. Y. for applicant. 






DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a notice of opposition to an application for registration under the 
Trade-Mark Act of 1905, of a trade-mark for ‘“‘razor blades.’”” The mark sought 
to be registered consists of the word “Jet.” 

Opposer relies upon its ownership and prior use of its trade-mark “Jilet,” 
registered under the Act of February 20, 1905, September 12, 1944, No. 409,066; 
and ‘‘Gillette” registered October 13, 1908, and twice renewed, No. 70,856, for 
“safety razors and safety razor blades,” and ‘“‘razors and razor blades,” respectively. 
Since the goods are identical and priority is conceded by applicant, the only ques- 
tion to be considered is that likelihood of confusion between “Jet,” on the one hand, 
and either of opposer’s trade-mark “Jilet” and “Gillette,” on the other hand, as 
applied to such goods. 

Of its two registrations, opposer apparently relies primarily upon that of 
“Jilet,” although it is contended that there is a similarity in sound between “Jet” 
and “Gillette,” and that similarity in sound alone may result in confusion. I agree 
that similarity in sound may be sufficient to indicate a likelihood of confusion, but 
cannot perceive any substantial similarity in sound between these words. 

The Examiner of Interferences has sustained the opposition on the ground 
that the applicant’s mark amounts to “no more than a telescoped version of those 
used by the opposer. . . .”” A number of cases on that point were cited by both 
the Examiner of Interferences and the opposer. Among these are: The Procter & 
Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. 1433, 49 F. 2d 959 [21 T. M. R. 
314] ; Thymo Borine Laboratory v. Winthrop Chemical Company, Inc., 33 C. C. 
P. A. 1104, 155 F. 2d 402 [36 T. M. R. 204] ; Barton Manufacturing Co. v. Her- 
cules Powder Co., 24 C. C. P. A. 982, 88 F. 2d 708 [27 T. M. R. 220] ; /nterna- 
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tional Vitamin Corporation v. Winthrop Chemical Company, Inc., 32 C. C. P. A. 
899, 147 F 2d 1016 [35 T. M. R. 70] ; and Nion Corporation v. Forrest Incorpo- 
rated, 589 O. G. 501, 70 U. S. P. Q. 41. In each of these cases the words start 
and end with the same letters or syllables, a portion of the intervening letters being 
dropped. These cases have been carefully considered but differ from this case in 
that both the earlier mark and that alleged to be similar thereto were arbitrary and 
meaningless. In those cases it was considered that one familiar with the earlier 
mark might regard the later one as a “telescoped version’ thereof. In this case, 
however, while the words start with the same letter and end with the same two 
letters, ‘‘Jilet’’ must be considered to be arbitrary, while “Jet” has a definite and 
immediately apparent meaning. It cannot therefore be assumed that the appli- 
cant’s mark would be regarded as merely a “telescoped version” of the earlier 
mark, and it does not appear that the cases referred to would apply. In a few of 
the cases cited as referring to this theory, there may be a meaning attached to one 
or both of the words, but in those cases the marks appear much more similar to each 
other than do those here involved. 

Unless therefore “Jet’’ and “Jilet’” so nearly resemble each other in appearance, 
sound or meaning that confusion is likely without reference to the so-called “tele- 
scoped version” theory, it would appear that the opposition should have been dis- 
missed. There is clearly no resemblance in meaning, and the differences in both 
sound and appearance appear to be sufficient to avoid any reasonable likelihood of 
confusion. While prior cases can serve only as a guide and cannot be controlling 
in a matter of this type, this appears to me to resemble more nearly the situation 
involved in Campana Corporation v. Willats, 600 O. G. 677, 73 U. S. P. Q. 531, 
involving the marks “Campus” and “Campana,” than those cited by opposer. In 
that case it was said: 

“Campus” is a word so generally understood and so commonly used that its confusion 
with other words of different meaning is a contingency upon which I must decline to 
speculate. “Campana” is probably best known as a trade-mark for petitioner’s merchan- 
dise. Otherwise its significance is somewhat obscure. Respondent says it is geographical, 
but I find no basis in the record for that assertion. According to the dictionaries it is 
a bell, or a bell-shaped member. In any event it does not approach respondent’s mark in 


meaning ; and when the two words are considered in their entirety, “Campus” and “Cam- 
pana” do not have the same appearance or the same sound. 


The decision of the Examiner of Trade-Mark Interferences is reversed. 
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MELDON BROTHERS CO. v. DAISY MANUFACTURING 
COMPANY 


Commissioner of Patents—September 2, 1949 











TRADE-MARKS—Wokrps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Atom” and “Atomic” held merely descriptive of toy guns and toy pistols, under 1905 
Act. 
Fact that marks are used on and not descriptive of numerous other products held im- 
material. 
CANCELLATIONS—PROOF OF DAMAGE—GENERAL 
Since registrant’s marks are descriptive, petitioner need only show that he sells com- 
petitive goods. 
Loss and cancellation of orders, expense of changing labels and packaging, as a result of 
registrant’s threats of suit against petitioner and its customers show actual injury. 













Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Meldon Brothers Co. against Daisy 
Manufacturing Company. Registrant appeals from cancellation of registrations. 
Affirmed. 


Morton S. Brockman, of Cleveland, Ohio, for petitioner. 
Harness, Dickey & Pierce, of Detroit, Mich., for registrant. 


Danie ts, A. C.: 


These are appeals from the decision of the Examiner of Interferences sus- 
taining two petitions for cancellation of the registration of two trade-marks for 
“toy guns and toy pistols,” registered by respondent under the Trade-Mark Act 
of 1905. The registrations sought to be cancelled are No. 425,791, registered De- 
cember 3, 1946, on an application filed February 5, 1946; and No. 423,363, reg- 
istered August 27, 1946, on an application filed February 5, 1946, the marks dis- 
closed being “Atom” and “Atomic,” respectively. 

Cancellation is sought on the ground that the marks of the registrations are 
merely descriptive or deceptively misdescriptive of the goods. The Examiner of 
Trade-Mark Interferences has held them to be merely descriptive, stating that it is 
common knowledge that children’s toys are frequently made in simulation of real 
or fictitious persons or things, for example, dolls, airplanes, automobiles, space 
ships and the like. It is stated that such toys are necessarily known to the public 
by the generic names of the articles which they simulate, as held in Ex parte The 
Kilgore Manufacturing Company, 485 O. G. 770, 35 U. S. P. Q. 392. 

The respondent contends that these marks as applied to the goods are arbitrary 
and fanciful terms, and cannot in any event be descriptive. In support of this it is 
stated : 






























There is no object nor device known to mankind as an “Atom” or “Atomic” pistol, 
real or imaginary. How then, can it possibly be said that these marks are descriptive of 
the character of toy pistols or constitute generic names by which they would be known? 
What is the character of an “Atom” or “Atomic” pistol, of which these marks are de- 
scriptive, when there is no such pistol? By the same token, what is the function of such 
a device which does not even exist. 
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Respondent accordingly concludes that : 


. the marks under consideration can have no descriptive significance whatso- 
ever because there are no devices, real or imaginary, which they can or do describe. The 
application of the marks to toys, therefore, becomes clearly an arbitrary and fanciful use. 


Each of the parties discusses the meaning of “Atom” and “Atomic” and com- 
ments upon the existence, or possible existence, of “Atomic” weapons. It must 
be assumed that respondent is correct in contending that there is no such thing as 
an “Atomic” pistol. If there were such a weapon the respondent agrees that this 
case would come within the ruling of Ex parte The Kilgore Manufacturing Com- 
pany, supra. It is further stated that should such weapon ever be developed, respond- 
ent’s marks would thereupon become generic, but contends that until there is such 
an article, the words cannot be descriptive. It seems incongruous to state that a 
word can be merely descriptive of a nonexistent article or misdescriptive of an 
imaginary one. However, within the last few years “atomic” has taken on a mean- 
ing going beyond that ascribed to it in the older dictionaries, and the word has 
been so widely used as to have become familiar to everyone in this different sense. 
It is a matter of common knowledge that reference to “atomic bombs,” “atomic 
energy,” “atomic weapons,” and “the atomic age” are made daily in all types of 
publications. The general significance of the word as applied to weapons is read- 
ily recognized, even though a specific weapon having atomic characteristics may 
not now be or ever come into existence. Such usage would differentiate “atomic” 
weapons from known types of weapons, real or toy, such as air guns, water pistols, 
or weapons utilizing other power. 

It is noted that The American College Dictionary, 1947 edition, defines not only 
“atom” and “atomic,” but also “‘atomic age,” “atomic bomb,” and ‘“‘atomic energy”: 


Atomic adj. 1. pertaining to atoms. 2. propelled or driven by atomic energy. 3. Chem. 
existing as free uncombined atoms. 4. Extremely minute. Also a-tom i cal.—a tom i 
cal ly adv. 

Atomic age, the period in history initiated by the first use of the atomic bomb and 
characterized by atomic energy as a military, political and industrial factor. 

Atomic bomb. 1. A bomb whose potency is derived from nuclear fission of atoms 
of fissionable material, with consequent conversion of part of their mass into energy. 
2. A bomb whose explosive force comes from a chain reaction based on nuclear fission in 
U-235 or in plutonium. It was first used militarily on Hiroshima, Japan (August 6, 
1945). The explosion of such a bomb is extremely violent and is attended by great 
heat, a brilliant light, and strong gamma-ray radiation. Also, atom bomb, A-bomb. 

Atomic energy, energy obtained from changes within the atomic nucleus, chiefly from 
nuclear fission. 


Applicant’s product is associated both on the article itself and in advertising 
with a comic strip character whose exploits carried on and featured the use of 
means of conveyances and weapons, most of which are, or have been, of a highly 
improbable nature. To children reading such material, the use of “atom” or 
“atomic” in connection with pistol may well have a definite, if unrealistic, meaning. 

Nor is it, as suggested by respondent, impossible to describe a nonexistent or 
imaginary object or person, if the public is led to believe that such object has an 
embodiment or characterization. In Durable Toy & Novelty Corporation v. J. 
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Chien & Co., Inc., et al., 133 F. 2d 853, 56 U. S. P. Q. 339, “Uncle Sam” is re- 
ferred to as “part of the national mythology.” Even a very young child would im- 
mediately recognize a toy Santa Claus. Based on the foregoing, it is my opinion 
that the Examiner of Interferences correctly held that “any manufacturer of chil- 
dren’s toys has the right to make and sell his conception of an atomic weapon,” 
and that accordingly “ ‘Atomic’ and ‘Atom,’ as applied to such a weapon of the 
type described, whether it be real or imaginary, are not only descriptive of the 
character thereof, but constitute the generic names by which they would be known 
to the public.” 

If, however, any doubt existed as to the descriptive nature of the name as ap- 
plied to this product, it is dispelled by the manner of use of the mark and the 
advertising of the respondent. Upon the toy pistol itself appear the words 





DAISY Buck Rogers 
ATOMIC PISTOL 


together with respondent’s corporate name. This is clearly used to indicate that 
it is an “Atomic Pistol” sold under the trade-marks “Daisy” and “Buck Rogers” 
and the effect upon a purchaser is obviously intended to be the same as if “water” 
or “air” or “ray” were substituted for “Atomic.” As set out it is clearly used in 
a descriptive or misdescriptive sense. In addition, a representation of the product 
appears upon the box in which it is sold with the various parts prominently labeled 
with such terms as “Atomic Beam Director,” “Fission Rate Indicator,” “Atomic 
Power Release Chamber,” “Uranium Concentrating Magazine” and “Neutron Blast 
Initiator” and contains the following wording: 


WHAT HAPPENS WHEN BUCK ROGERS USES HIS ATOMIC PISTOL. 


Sight carefully through Atomic Beam Director with right eye, allowing for fluctuat- 
ing barometric pressure. 

Squeeze the Neutron Blast Initiator. This liberates a small stream of neutrons from 
the Uranium Concentrating Magazine. This discharge is indicated by a brilliant flash 
from the Fission Rate Indicator, and is controlled in intensity by the Fission Control Gov- 
ernor. 

The released stream of neutrons enters the Atomic Power Release Chamber where it 
bombards the atoms of a secret element, resulting in a controlled chain reaction and a 
release of atomic energy. This energy flashes out through the Converging Target 
Focuscope as an invisible and extremely radio-active ray which destroys all evil matter 
in its path and range. 

The Muzzle Blast Deflector prevents any stray energy from shooting back toward 
the Atomic Pistol user. The Recoil Absorber absorbs all “kick” resulting from release 
of tremendous energy developed by Atomic Pistol. The loud report is caused by the 
high velocity rush of air filling the vacuum created by the burst of atomic energy which 
destroys all air in its path. 


A circular accompanying the product has representations of Buck Rogers re- 
lating to his use of “Atomic Jet Propulsion,” “Atomic Jet Ship” as well as an 
“Atomic Pistol” which “splits atoms.” 

Respondent contends that no one will believe from this that its toy pistol or 
any actual prototype thereof will actually operate as indicated. The logical argu- 
ments of its counsel on this appeal are, however, in direct conflict with the material 
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utilized and the claims made by respondent in presenting its product to the public 
as a means of selling its goods. It cannot adopt the opposite view when attempting 
to continue in existence a registration which would give it, prima facie, the exclu- 
sive right to make such claims. Therefore, whether or not the public, and particu- 
larly children accustomed to reading the exploits referred to, will believe these 
claims, they would apply to petitioner’s products presumably in the same way as 
applied to respondent’s, or those of any other producer. Skol Company, Inc. v. 
Olson, 33 C. C. P. A. 715, 151 F. 2d 200 [35 T. M. R. 306]. Nor does the fact 
that the claims may actually be false change the situation. As was stated in Cridle- 
baugh v. Montgomery Ward & Co., 34 C. C. P. A. 742, 158 F. 2d 646 [37 T. M. R. 
72): 
Even if it could be concluded that the term is misdescriptive of Cridlebaugh’s device, 
he has no right to assert exclusive monopoly upon a descriptive term which describes the 
goods of others or which might fittingly be used by others in advertising and carrying out 


their business. See Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 C. C. 
P. A. 1294, 49 F. 2d 482 [21 T. M. R. 382]. 


See also other cases cited therein. 

In the foregoing discussion reference has been made only to “Atomic’’ as shown 
in registration No. 423,363. “Atom” is, however, used in the same way and com- 
ments relating to “Atomic” apply just as fully to that mark. In this connection 
petitioner has submitted expert testimony as to the meaning of the words here in- 
volved and as to grammatical usage. While usually such testimony is of little 
value, as applied to this particular situation the careful analysis of this well qualified 
witness is convincing, even though specific reference to the testimony has not been 
considered necessary. 

Respondent also refers to use of “Atom” and “Atomic” in connection with 
numerous other products as indicating that the words are not descriptive. The 
propriety of such individual uses may not be considered in this proceeding, but it 
may well be that the term is not descriptive as applied to other products. It is 
clearly merely descriptive (or misdescriptive) as applied to a toy weapon. 

While not emphasized by respondent on this appeal, the question of damage to 
petitioner is raised by respondent’s answer and brief. Since this is a descriptive 
term, it is probably only necessary that petitioner show that he is engaged in sell- 
ing competitive merchandise. Burmel Handkerchief Corporation v. Cluett, Pea- 
body & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T. M. R. 308]. Petitioner’s 
evidence showed, however, that it not only made such a product but actually labeled 
it “Atom” and took orders therefor until it and its customers were threatened with 
suit by respondent. A strong showing of actual damage through loss and cancella- 
tion of orders, expense of changing of label and packaging and otherwise, as a re- 
sult of respondent’s threats to petitioner, and its customers, is shown, so that actual, 
as well as probable injury appears. 

The decision of the Examiner of Interferences is affirmed. 


LL 
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THE ARNOLD MILLING COMPANY v. THOROBRED COMPANY, 
INC. 


Commissioner of Patents—September 7, 1949 












OpposITIONS—SUMMARY J UDGMENT—REs JUDICATA 
Granting of motion for summary judgment sustaining notice of opposition held proper 
where application covered “Thorobred” for dog food and opposer was prior user of “Thoro- 
Bread,” which it had registered under 1905 Act for flours and corn meal, and on basis of 
which it had previously successfully opposed application by predecessor of applicant to reg- 
ister ’’Thorobread” for dog food. 
For purposes of res judicata, “Thorobred” and “Thorobread” are the same and changes 
in composition, packaging and methods of marketing dog food are immaterial. 
OPpposITIONS—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 
Section 19 of 1946 Act applies to oppositions to applications under 1905 Act. 
On facts of record, opposer held not barred by laches, acquiescense or estoppel. 
TRADE-MARK ACT OF 1946—CONCURRENT REGISTRATION—SECTION 2(d) 
Section 2(d) of 1946 Act held to apply only to applications pending under that Act and 
not to those under 1905 Act. 




















Appeal from Examiner of Interferences. 
Trade-mark opposition by The Arnold Milling Company against Thorobred 
Company, Inc. Applicant appeals from decision granting summary judgment sus- 
taining notice of opposition. Affirmed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for Opposer. 
W ood, Arey, Herron & Evans, of Cincinnati, Ohio, for Applicant. 


DANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
granting the motion of the opposer, The Arnold Milling Company, for summary 
judgment sustaining the notice of opposition to an application of Thorobred Com- 
pany, Inc., for registration of a trade-mark for dog food under the Trade-Mark Act 
of 1905. The mark sought to be registered by applicant consists of the word 
“Thorobred.” 

The notice of opposition sets up opposer’s ownership of the trade-mark “Thoro- 
bread” for ‘wheat flour, self-rising flour, graham flour, whole-wheat flour, and corn 
meal,” and its registration under the Trade-Mark Act of 1905. Opposer’s ownership 
of that registration is admitted by the answer. The notice of opposition further 
alleges that the opposer heretofore opposed an application for registration of the 
word “Thorobread” as the trade-mark for dog food, filed by a predecessor of ap- 
plicant on December 12, 1930 (Opposition No. 12,068, The Arnold Milling Com- 
pany v. ThoroBread Company), and that in that opposition, opposer relied upon the 
likelihood of confusion in trade between that mark and the mark of the same regis- 
tration of opposer herein involved. 

In the prior opposition the examiner stated : 

“* * * The ‘right of registration (section 7) here turns upon the question of likeli- 

hood of confusion in trade and this is deemed to involve only a consideration of the goods, 

since it is understood that applicant does not deny prior use by the opposer of sub- 
stantially the identical mark.” 
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The question of similarity between the goods was resolved in favor of the op- 
poser, and the opposition was sustained. An appeal was taken from that holding of 
the Examiner of Interferences, but was dismissed for failure to complete the record 
on appeal, decided July 10, 1933, 19 U. S. P. Q. 190, and the decision of the Exam- 
iner of Interferences therefore became final. 

The applicant involved in the present opposition is not the same corporation as 
that involved in the earlier opposition, No. 12,068, but has admitted that it is a suc- 
cessor to that corporation, and that privity of interest exists between them—in fact 
the applicant relies upon the use of its mark by that predecessor company as a basis 
for interposing the defense of laches set up in its answer to this proceeding. 

This motion for summary judgment was brought and granted on the ground 
that the issues of this proceeding are res judicata in view of the final decision in the 
prior opposition. The applicant contends that that decision is not determinative of 
this opposition, it being stated that the marks sought to be registered in the two cases 
are not the same; that changes in the composition, methods of packaging, and mar- 
keting of dog food during the intervening period must be considered so that the 
issues are not the same; that opposer’s laches must now be considered ; and finally 
that applicant is entitled to the institution of a concurrent use proceeding. 

The mark for which registration was sought by the applicant involved in the 
opposition No. 12,068 consisted of the word ‘“Thorobread.”” At some date there- 
after, presumably July 12, 1946, the date of first use claimed in the present applica- 
tion, applicant changed the spelling of this word to “Thorobred” for which it now 
seeks registration. It therefore contends that the marks are not identical and points 
out various cases in which changes of marks have. been found to avoid the effect of 
prior decisions in contested Patent Office matters. Applicant states that “there is 
some disagreement between the authorities applicable to the question of res judicata 
in trade-mark opposition proceedings where the marks are specifically different * * *” 
but cites a number of cases on this point. Among the cases so cited by applicant 
are Botany Worsted Mills v. M. & W. Thomas Co., 569 O. G. 538, 63 U.S. P. Q. 
302; John Walker & Sons, Ltd. v. Menendez, 531 O. G. 805, 50 U. S. P. Q. 634; 
Ex parte Arthur B. Morse, 4 T. M. R. 462, 114 Ms.D. 6. Without reviewing 
these cases, it is to be noted that all of them involved a change which was at least 
noticeable. In this case the mark involved in the prior opposition and that involved 
here differ only as to a detail of spelling, which is hardly noticeable, unless specifically 
called to the attention of anyone looking at the two words. The marks are identical 
in sound, substantially identical in appearance, and, to the extent that there is any 
meaning as applied to the products here involved, in meaning. For the purposes 
of the application of the prior decision they must be considered the same, and this 
change cannot be considered to avoid the effect of the earlier decision as res judicata. 
George Borgfeldt & Co. v. Perfumerie Roger & Gallet, 19 T. M. R. 475, 3 
U.S. P. Q. 75; Ex parte Coca-Cola Bottling Co. of Los Angeles, 3 U. S. P. Q. 
147 : In re Retail Clerks International Protective Association, 32 C. C. P. A. 1004, 
149 F. 2d 153. 

Nor is the fact that changes in the composition, packaging, or methods of mar- 
keting dog food may have occurred during the period between 1933 and the date 
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of filing the present application in 1947 considered to be sufficient to avoid the ap- 
plication of the prior decision. Applicant here seeks registration for the identical 
goods defined in the same manner as in the prior application. The same issue, i.e., 
similarity of the identical goods, having been raised in the prior opposition, cannot 
be reconsidered. The prior decision is binding upon the parties. 

Applicant alleges that it and its predecessor in interest have continued to use the 
trade-marks “Thorobread” and “Thorobred” for dog food to opposer’s knowledge 
continuously since the prior decision, and that opposer had taken no steps “‘to assert 
its trade-mark rights.” It therefore contends that this constitutes laches on the part 
of the opposer which must be considered in accordance with section 19 of the Trade 
Mark Act of 1946, and that therefore the prior decision cannot be res judicata. In 
view of the allegations in the answer it must be assumed for the purposes of a 
motion such as this that applicant and its predecessor continued to use these nota- 
tions after the 1933 decision in the earlier opposition, and that opposer had knowl- 
edge of such continued use and took no action with respect thereto during the inter- 
vening years. There is no allegation of any affirmative action on the part of either 
party which would have placed any duty on opposer to take any action or of any 
change of position on the part of applicant or its predecessor. Whether or not 
opposer might or might not have been able to take steps to prevent this continued 
use need not be considered, since the only issue involved in this proceeding is that 
of applicant’s right to the registration for which it has made application. The con- 
tinued use by applicant and its predecessor has been with full knowledge that it had 
been finally decided that they were not entitled to registration of this mark, which 
was the only issue involved in the prior proceeding and the ultimate question for 
determination in any such proceeding. If any laches, acquiescence or estoppel are 
involved in this case, it is that of the applicant or its predecessor in acquiescing in 
the decision of the Examiner of Interferences above referred to. While applicant 
is correct in stating that section 19 of the Trade Mark Act of 1946 applies to an 
opposition proceeding against an application under the Trade Mark Act of 1905, 
and may be considered in such a case, the facts here presented do not present any 
equitable principle which could inure to the benefit of the applicant or change the 
effect of the prior decision. 

Applicant also contends that it “is entitled at the very least to a registration for 
concurrent use” under the provisions of the Trade-Mark Act of 1946. Section 2 (d) 
of the Trade Mark Act of 1946 could, of course, apply only to a case pending under 
that Act, and could not apply to one pending under the Act of 1905, there being no 
statutory authority in that Act for such a proceeding. In view of the foregoing, 
the action of the Examiner of Interferences finding the issues here involved identical 
with those involved in the earlier opposition proceeding, and granting the motion 
for summary judgment on the ground of res judicata must be sustained. 
The decision of the Examiner of Trade Mark Interferences is affirmed. 
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THE GLENN L. MARTIN COMPANY v. THE MUNISING 
PAPER COMPANY 


Commissioner of Patents—September 8, 1949 


‘TRADE- MARKS—GOODS OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
OPpposITION—RIGHT To OpposE—GENERAL 
Under 1905 Act, opposer must show that the goods of the parties possess same descriptive 
properties without consideration of similarity between the marks. 
TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Fibrous material impregnated and coated with resinous material, merchandised in rolls 
and sheets and adapted for uses similar to oilcloth, held goods of different descriptive proper- 
ties from powdered, liquid and solid plastic composition which might be used in production 
of such material as that of applicant. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Glenn L. Martin Company against The Munis- 
ing Paper Company. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Donald W. Farrington and Martin E. Hogan, Jr., of Baltimore, Md., for Opposer. 
Fred Gerlach and Norman. Gerlach, of Chicago, Ill., and Miles D. Pillars, of Wash- 
ington, D. C., for Applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade Mark Interfer- 
ences, dismissing the opposition of Glenn L. Martin Company to an application 
under the Trade Mark Act of 1905 for registration of a trade-mark for “fibrous 
material impregnated and coated with resinous material which is merchandised in 
roll and sheet form and adapted for uses similar to that of oilcloth.” The mark 
sought to be registered consists of the word “Marvalon.” 

Opposer relies upon its ownership and prior use of the trade-mark “Marvinol” 
as applied to “plastic composition of matter in powdered, liquid, and solid form,” 
registered November 28, 1944, under the Act of 1905, No. 410,472. In addition, 
testimony and other evidence as to its product and the manufacture and marketing 
thereof is of record. Opposer’s priority of use of its mark is established and it 
appears that opposer’s product, while sold in relatively small quantities up to the 
time of taking testimony, was widely publicized. It consists of a vinyl chloride type 
resin in the form of a white, grandular, thermoplastic powder, and is usually sold in 
fifty-pound bags. It was developed for use in the manufacture of various articles 
of commerce, being originally intended primarily as a rubber substitute to replace 
the use of rubber in such articles as inner tubes for automobile tires, gloves, nipples, 
fountain pen sacs, and similar products. It is a raw material apparently adapted 
to a wide variety of uses. 

The opposer must show that the goods of the respective parties possess the 
same descriptive properties even though its priority is established and without 
consideration of similarity between the marks. McKesson & Robbins, Incorporated 
v. Benet, 585 O.G. 651, 69 U. S. P. Q. 57. Applicant’s product is a decorative 
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sheet material. It is composed of paper impregnated with a synthetic resin. Upon 
this a suitable decoration is imprinted and it is then coated with a vinyl chloride 
composition. It is sold in rolls through various trade outlets for household use. 
Opposer and applicant in certain sales material have described the applicant's 
product in various ways which would connect it with plastic material. Examination 
of the specimens of record, however, would appear to indicate that the description 
contained in the application is a particularly apt one. As such I fail to perceive that 
it has any connection in any way with plastic material except that a plastic is used 
in its manufacture. Opposer’s product on the other hand is a raw material appar- 
ently having a wide application in the manufacture of various articles. As a raw 
material it has no apparent relationship to applicant’s product either considered from 
its physical or commercial aspects. That it or other vinyl resins might be used in 
the production of such material as that of applicant may be accepted for the purpose 
of this appeal, but it does not appear that there is any direct connection between 
them or that they would be associated in the minds of the public. This is not a case 
as Beck, Koller & Company, Inc. v. Bakelite Corporation, 24 C. C. P. A. 1290, 90 
F. 2d 349 [27 T. M. R. 559], in which a raw material was sold for application to a 
particular use or purpose and was intended for such use so that it was directly con- 
nected or associated therewith. 

I accordingly agree with the conclusion of the Examiner of Interferences that 
the applicant’s product differs from the opposer’s as to nature, form, appearance and 
commercial characteristics and pertains to a different classification of merchandise. 
Both the decisions of the Examiner of Interferences and the briefs of the parties 


go into a number of points not here considered in detail in view of what appears 
to me to be the essential differences between the products as shown by the record. 
To the extent that they have not been specifically mentioned they have also been 
considered, and I agree with the conclusion of the Examiner of Interferences with 
respect thereto. 

The decision of the Examiner of Interferences is affirmed. 


THE UNITED STATES TIME CORPORATION v. MEDICATED 
PRODUCTS, ETC. 


Commissioner of Patents—September 9, 1949 


TRADE-M ARKS—Goons OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cigar and cigarette lighters held goods of the same descriptive properties as watches 
and clocks, under 1920 Act. 
CANCELLATIONS—GROUNDS For RELIEF—GENERAL 
Right to cancellation is not established by mere omission of reference to applicant’s pred- 
ecessor, in application for ten-year clause registration under 1905 Act, where use by applicant's 
predecessor is not negatived. 
While use as a trade-mark is prerequisite to valid registration under ten-year clause of 
1905 Act and use in trade-name would not suffice, petitioner’s registration is prima facic 
valid and respondent held to have failed to sustain burden of proof, on facts of record. 
In order to succeed with counterclaim for cancellation, respondent having no inherent 
rights in personal name “Ingersoll” would have to prove priority of use to show damage. 
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CANCELLATIONS—DEFENSES—ESTOPPEL 
Petitioner held not estopped from relying upon its ten-year clause registration under 1905 
Act, by fact that it subsequently accepted 1920 Act registration of same mark for same and 
other goods. 


Appeals from Examiner of Interferences. 

Trade-mark cancellation proceedings by The United States Time Corporation 
against Medicated Products (Statler Mfg. Co., assignee, substituted) in which re- 
spondent’s assignee counterclaims for cancellation of petitioner’s registrations. Both 
parties appeal from dismissal of petition and counterclaim. Reversed as to petition 
and affirmed as to counterclaim. 


F. J. Pisarra of New York and Arnold B. Christen, of Washington, D. C., for 
Petitioner. 
McKnight & Comstock, of Chicago, IIl., for Respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade Mark Interfer- 
ences dismissing the petition of The United States Time Corporation, for the can- 
cellation of a registration of a trade-mark under the Trade-Mark Act of 1920, and 
also dismissing the respondent’s counterclaim for cancellation of three registrations 
owned by petitioner, two of which were registered under the Trade Mark Act of 
1920, and one under the Trade Mark Act of 1905. Each of the parties appealed. 

Respondent’s registration, which petitioner seeks to cancel, discloses the word 
“Ingersoll” for “pyrophoric cigar and cigarette lighters,” registered April 16, 1946, 
No. 420,559, under the Trade Mark Act of 1920. This registration was granted to 
Medicated Products Company and assigned to Statler Mfg. Co., which was sub- 
stituted as respondent herein, when the petition for cancellation was filed, and on 
whose behalf the counterclaims for cancellation of petitioner’s registrations were 
filed. The petition for cancellation of respondent’s registration, under section 2 of 
the Trade-Mark Act of 1920, alleged petitioner’s ownership and prior use of the 
trade-mark “Ingersoll” as a trade-mark for watches and clocks, electric dry shavers 
and mechanical pencils. In support thereof petitioner set up ownership of registra- 
tions of this mark, No. 44,586, registered July 11, 1905, for “watches and clocks,” 
under the ten-year proviso of the Trade-Mark Act of 1905 (To Robt. H. Ingersoll 
& Bro., a joint stock association, organized under the laws of the state of New York, 
and assigned to petitioner) ; registration No. 370,149, registered under the Trade- 
Mark Act of 1920, August 15, 1939, for “mechanical pencils” and No. 371,337, reg- 
istered under the Trade-Mark Act of 1920, September 19, 1939, for “electric dry 
shavers.” The counterclaims contained in the respondent’s answer seek cancella- 
tion of petitioner’s three registrations. 

The petition for cancellation alleges that respondent’s cigar and cigarette lighters 
are goods of the same descriptive properties as petitioner’s watches and clocks, 
mechanical pencils and electric dry shavers, and that the respondent did not have 
the exclusive right to use of the mark upon the product specified during the year 
next preceding the filing of its application for registration as required by the Trade- 
Mark Act of 1920, because of petitioner’s use thereof upon its goods, and because 
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the concurrent use of the marks involved on such goods was likely to cause confusion 
in trade. 

On this appeal the petitioner does not rely upon its use or ownership of regis- 
trations of the mark “Ingersoll” for electric dry shavers or mechanical pencils and 
these will not be considered in discussing the petitioner’s claim for cancellation of 
respondent’s registration. Nor will petitioner’s contention that respondent has aban- 
doned the mark be discussed other than to state that I agree with the Examiner of 
Interferences that the evidence submitted negatives such claim. 

In support of its petition for cancellation of respondent’s registration No. 420,- 
559, petitioner in addition to proving its ownership of registration No. 44,586, re- 
ferred to above, has submitted extensive testimony as to its use of this mark on 
watches and clocks since 1922 and use by its predecessor, Robt. H. Ingersoll & Bro., 
a joint stock association organized under the laws of the State of New York, be- 
tween 1903 and 1922 and by a partnership also operating under the name Robt. H. 
Ingersoll & Bro., all of whose rights were turned over to the joint stock asso- 
ciation, between 1894 and 1903. 

Respondent’s contentions as to the invalidity of the registrations and as to nonuse 
of the mark by the partnership predecessor need not be considered in connection 
with the petition to cancel respondent’s registration. The record amply substantiates 
the allegation of use of this mark by petitioner itself on watches and clocks since 
1922, and it does not appear to be questioned by respondent. Nor is the use of that 
mark on watches since 1901 by the joint stock association and the partnership ques- 
tioned, as I understand the respondent’s brief and argument. If, however, it should 
be questioned, it need only be said that such use is established beyond any doubt 
by the testimony and exhibits submitted and that such use has been world-wide on an 
extensive scale for many years prior to any date of use of the word by respondent. 
Since respondent does not claim use of the word “Ingersoll” on any products since 
a date prior to 1944, and since the marks are identical, the only question for con- 
sideration with respect to the petition for cancellation of respondent’s registration 
is that of the descriptive properties of the goods and likelihood of confusion from the 
use of the mark upon these goods. 

With respect to petitioner’s petition for cancellation, the Examiner of Interfer- 
ences found that the goods differ in their essential characteristics and uses and “have 
substantially nothing in common, nor is it believed that they are related to each 
other in any other manner warranting a conclusion that they possess the same 
descriptive properties * * *.” Certainly they do not look alike and are used for 
entirely different purposes so that it must be agreed that they differ in their physical 
characteristics. The one product could not be mistaken or substituted for the other. 
They are, however, sold by the same wholesale distributors and are sold in the same 
retail stores. Each is an inexpensive item of merchandise, and while often displayed 
in different parts of the same store, the record shows that in many instances they 
are advertised and displayed together. This includes sale from the same counter, 
side by side display in store windows, and in published advertisements. To a sub- 
stantial extent there would be an attempt to sell them to the same customers. Peti- 
tioner’s watches are not expensive jeweled watches, but are of the cheapest 
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grade and are the type of watch extensively sold in ordinary retail outlets including 
drug, department, cigar and novelty stores. The same is true of respondent’s light- 
ers. As applied to such merchandise confusion as to source or origin may well 
arise even though the products themselves could not be confused, and this should 
be the test in determining the likelihood of confusion alleged by petitioner. That 
anyone seeing the identical mark might be led to believe that they emanated from 
the same source, appears obvious. While the fact that such products are displayed 
and sold in the same establishments is not controlling, nor are the other details of 
trade practice above referred to conclusive on this question, taken together, it would 
appear to me that there is reasonable likelihood of confusion as to source or origin 
of two such common articles. Yale Electric Corporation v. Robertson, 26 F. 2d 
972. 

Respondent contends that as found by the Examiner of Interferences they differ 
in every essential characteristic and states that petitioner has not “been able to es- 
tablish a common denominator between watches and clocks on the one hand and 
pyrophoric cigar and cigarette lighters on the other hand.” Examination of both 
petitioner’s and respondent’s records however, appears to me to supply this “com- 
mon denominator.” The respondent dealt in petitioner’s watches and purchased 
them for resale to the same customers to which it sells its lighters. 

Respondent’s witness Shey also handled these same products sold in much the 
same manner as did certain of the trade witnesses produced by both parties. While 
such common use in trade does not necessarily indicate that the goods possess the 
same descriptive properties, where, as here, there is such close connection in trade 
and in advertising and merchandising, it must be assumed that some relationship 
exists. As was stated by Judge Hand in Electric Corporation v. Robertson, supra: 

“We cannot say that that is the case here, for the fact that flash-lights and locks are 
made of metal does not appear to us to give them the same descriptive properties, except 

as the trade has so classed them. But we regard what the trade thinks as the critical 


consideration, and we think that the statute meant to make it the test despite the language 
used.” 


In that case the question of the right to registration was involved. Petitioner 
has cited a number of unfair competition cases which are not considered pertinent. 
The lack of pertinency of those cases does not, however, indicate that respondent’s 
conduct may not be considered, and its action after purchasing petitioner’s products 
for a number of years and then adopting the identical mark in the identical form 
must, in my opinion, be given weight. In Three in One Oil Co. v. St. Louis Rubber 
Cement Co., the court said: 


“No reason is suggested by the applicant why it selected ‘3 in 1’ as its trade-mark for 
its combination adhesive cement. Nothing has been pointed out by either side that makes 
the notation ‘3 in 1’ particularly valuable to the applicant in the sale of its article except 
that applicant might profit by resulting confusion. * * * In the Proctor & Gamble Co. v. 
J. L. Prescott Co., 18 C. C. P. A. (Patents) 1433, 49 F. 2d 959 [21 T. M. R. 314], it was 
said in substance that where, under circumstances quite similar to those at bar, the same 
mark or mark similar to that of another is adopted with full knowledge that the other 
mark was in existence without any explanation as to why it was adopted, it was fair to 
infer that the newcomer sought to profit by the confusion that would result. See Harris 
Drug Co. v. Plough Chemical Co., 19 C. C. P. A. (Patents) 876, 54 F. 2d 967 [22 T. M. R. 
102]. 
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It is accordingly my opinion that the goods of the parties possess the same de- 
scriptive properties and that there is reasonable likelihood that confusion in trade 
will arise from the concurrent use of its mark upon the goods, and that the petition 
for cancellation of respondent’s registration No. 420,599, should have been sustained. 

Respondent’s counterclaim for cancellation of petitioner’s registration No. 44,586, 
registered July 11, 1905, under the ten-year proviso, is based upon the contention 
that such registration is invalid because petitioner did not have exclusive use of the 
word “Ingersoll” as a trade-mark for the ten years next preceding February 20, 


1905: 


(1) Since the registrant was not formed until 1903; 
(2) The word “Ingersoll” was never a trade-mark before 1901; 
(3) The registration is for watches and clocks, while clocks were not sold under that 


mark before 1920; and 
(4) Petitioner is estopped from relying upon this registration because it has accepted 


later registrations of the same trade-mark for the same and other goods under the Act of 
1920. 


The registration was granted July 11, 1905, on an application filed on April 5, 
1905, by Robt. H. Ingersoll & Bro., a New York joint stock association, which was 
organized in 1903. The application for registration, however, claims use since 1894, 
stating that the trade-mark “has been continuously used in the business of said 
association since the year 1894.” Obviously, the association could not have used 
the mark nine years before it was organized. It is clearly established, however, 
that the joint stock association was organized to, and did, take over the business 
of the prior partnership of the same name in its entirety as a going concern. If that 
partnership was the owner of the mark as contended by the petitioner, it would 
have been entitled to make the claim of use since 1894 had it set out that the 
use was by the association and its predecessor. It is shown by the record that this 
omission was an oversight, or a misunderstanding, on the part of the applicant or 
the attorneys prosecuting the application and that the statement was intended to in- 
clude the use of the mark by the predecessor. This question was considered in 
Henderson v. Peter Henderson & Co., 9 F. 2d 787, in which the Circuit Court of 
Appeals from the Seventh Circuit held that a registration otherwise good should not 
be defeated “by so strained a construction of the statute.” No fraud is estab- 
lished and the right to cancellation is not established by the mere omission of a 
reference to applicant’s predecessor, providing the use by that partnership is not 
negatived. 

Respondent further contends that the joint stock association could have obtained 
no rights to the mark from its predecessor since the partnership never used the 
name as a trade-mark before 1901. This is based upon certain exhibits which 
show the use of the firm name rather than the word “Ingersoll” alone prior to 1901. 
As to this respondent presented no evidence, relying on cross-examination of cer- 
tain of petitioner’s witnesses and the fact that certain early exhibits produced by 
petitioner used the name in this fashion. It is clear that to qualify under the ten- 
year proviso of the Act of 1905, a mark must have been used as a trade-mark and 
this would exclude reliance upon use as a trade-name or otherwise than as a trade- 
mark. In re Paris Medicine Co., 24 C. C. P. A. 854, 87 F. 2d 484; Spicer v. Bull 
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Medicine Co., 18 C. C. P. A. 1402, 49 F. 2d 980 [21 T. M. R. 406]. It must be 
remembered, however, that the exhibits produced were only those that were avail- 
able after a long period of years, and that the witnesses were testifying as to facts 
which occurred approximately fifty years before the testimony was given. While 
the testimony of Mr. Terhune appears to indicate that so far as he was aware, the 
firm name was used and that “Ingersoll” was not used as a trade-mark prior to 
1901, even this is not entirely clear. Mr. Ingersoll stated that he believed it was 
used as a trade-mark even though no specimens were available. Certain documen- 
tary evidence, for example, the salesmen’s instructions, did point toward this same 
conclusion. The statements of the witnesses on cross-examination which respondent 
regards as admissions on this point cannot be considered as showing definitely that 
no trade-mark use was made. They appear rather to be the proper caution of a 
witness wishing to be sure of his statements in testifying as to matters which had 
happened many years before, and cannot be controlling as against the other evidence 
and the statements in the application made soon after the event. In this it should 
be emphasized that the registration is prima facie valid and that the burden of proof 
in support of the counterclaim for cancellation is upon the respondent rather than 
petitioner. The foregoing also applies to the contention that the mark was not used 
by petitioner’s predecessor upon clocks prior to 1922. 

Even in the event that such evidence were accepted as sufficient proof by the 
respondent, the respondent’s counterclaims for cancellation should be dismissed, 
since the respondent has not established that it is injured thereby, or has any stand- 
ing to maintain the counterclaims. To establish injury the respondent, as found 
by the Examiner of Interferences, would have to show that it used the mark on 
the goods at a time prior to petitioner and that it is injured by the registration. In 
this case the petitioner used the mark on the goods covered by its registration many 
years before the respondent. This is not a case of a descriptive mark as to which 
anyone who may manufacture competing goods is presumed to be damaged, and 
respondent, who did not use the mark for many years after it was concededly used 
by petitioner, must be considered without standing to maintain its counterclaims. 
It is not shown that anyone connected with the respondent is named Ingersoll or 
that any rights had been acquired from anyone having that name. The respondent's 
witness Rose testified : 


XQ44. Do you know why “Ingersoll” was selected by Medicated ? 
A. No specific reason for it. It might have selected any name. 


This respondent had no inherent rights in the name and could be damaged only 
if damage results because of rights which it has acquired thereto. Under the facts 
of this case it has no such rights. The Goheen Corporation v. White, 29 C. C. P. A. 
926, 126 F. 2d 48 [32 T. M. R. 241] ; Model Brassiere Co. v. Bromley-Shepard Co. 
18C. C. P. A. 1294, 49 F. 2d 482 [21 T. M. R. 382]. 

The contention that petitioner is estopped from relying upon its registration 
under the Act of 1905 because of its acceptance of a later registration of the same 
trade-mark for the same and other goods under the Trade-Mark Act of 1920, is not 
sustained by the cases referred to by respondent. In Ex parte Reo Motor Car Co., 
1925 C. D. 137, 146 Ms.D. 473 (affirmed, 57 App. D.C. 9, 16 F. 2d 349) the 1920 
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application was granted after an earlier attempt to register under the Act of 1905 
had failed and represented a change of position thereafter on the part of the ap- 
plicant. The cases relating to disclaimer, cited by respondent, are not considered 
pertinent. 

It is not considered necessary to review in detail the grounds of respondent's 
counterclaim for cancellation of the registrations, No. 370,149, for “mechanical pen- 
cils,” and No. 371,337 for “electric dry shavers,” both registered under the Trade- 
Mark Act of 1920. As held by the Examiner of Interferences the respondent, as 
the late comer, has not shown that it would be injured by such registrations, and is 
without standing to bring such counterclaims. 

The decision of the Examiner of Interferences, in so far as it dismisses the peti- 
tion for cancellation of respondent’s registration No. 420,559, registered April 16, 
1946, is reversed, and otherwise said decision is affirmed. 















GRAPHOL PRODUCTS CO., INC. v. WILLSON (GRAFO COLLOIDS 
CORP., JOINED) 


Commissioner of Patents—September 22, 1949 







CANCELLATIONS—DEFENSES—LACHES 
CANCELLATIONS—PROOF OF NoOTICE—EFFECT OF REGISTRATION 

Upon facts of record, advertising by registrant, in publications of which petitioner had 
no knowledge, held neither notice to petiticner nor basis for imputing knowledge of existence 
of respondent’s marks or registrations thereof, under 1905 Act. 

By Section 22, of 1946 Act, registrations under both 1905 and 1946 Acts are made con- 
structive notice. 

Provisions of Section 19, of 1946 Act, relating to laches apply to pending cases. 

Before doctrine of laches may be applied, it is well settled that something more than mere 
lapse of time must exist. 

On facts of record, petitioner’s failure to act for about ten years, after respondent’s regis- 
tration issued, held mere lapse of time not accompanied by anything affirmative requiring 
action by petitioner. 

TRADE-MarkK Act OF 1946—A PPLICABILITY—RETROACTIVE EFFECT 

Provisions of Section 22, of 1946 Act, which became effective July 5, 1947, held not ret- 
troactive nor applicable to pending proceedings, as in the case of provisions of Section 19, 
of 1946 Act, relating to laches. 

APPEALS—PLEADINGS AND PRACTICE—SCOPE OF INQUIRY ON REMAND 

Opinion of Court of Customs and Patent Appeals remanding proceedings, under Section 
47(b) of 1946 Act, for purpose of taking additional evidence with respect to question of 
alleged laches held to have restored jurisdiction to Patent Office only for that purpose, and 
therefore there is no basis for reconsideration of anything previously decided. 























Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Graphol Products Co., Inc., against Ed- 
ward A. Willson (Grafo Colloids Corp., joined). Registrant appeals from cancella- 
tion of registrations. Affirmed. 


Cushman, Darby & Cushman of Washington, D. C., for Petitioner. 
Brown, Critchlow, Flick & Peckham, of Pittsburgh, Pa., for Registrant. 
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DANIELS, A. C.: 


These are petitions by Graphol Products Co., Inc., to cancel the trade-mark 
registrations of Edward A. Willson, No. 316,676, registered under the Act of 1905, 
September 4, 1934, for the word “Grafo,” and No. 310,077, registered under the 
Act of 1905, February 13, 1934, for the word “Grafolube,” for “lubricating oil 
compounds.” The Examiner of Interferences sustained the petitions for cancella- 
tion, and his decision was affirmed by the late First Assistant Commissioner of 
Patents on March 27, 1946, 585 O. G. 651, 69 U. S. P. Q. 18. Upon appeal to 
the United States Court of Customs and Patent Appeals the question of laches 
raised pursuant to section 19 of the Trade-Mark Act of 1946 was considered for the 
first time, and the matter was remanded by that court in accordance with the pro- 
visions of section 47 (b) of the Trade-Mark Act of 1946, 35 C. C. P. A. 857, 165 F. 
2d 446 [38 T. M. R. 323]. In remanding the case, the court said : 

Appellants’ allegation of damage coupled with the alleged unreasonable delay which 
might constitute laches is, in our opinion, a proper subject matter in this appeal and 
should, for reasons heretofore given, involve the application of the new Act. We think 
that, given the opportunity, the parties may by evidence support their contentions for and 
against the alleged laches. 

Accordingly, because of the state of the record, we deem it proper to remand the 
causes to the Commissioner for the purpose of taking such additional evidence as counsel 


for the parties may desire. 
The causes remanded with directions as hereinbefore indicated. 


The facts with respect to the issues other than that of laches, are fully set out 


in the above decisions and will not be repeated. 

Upon such remand the Examiner of Interferences required the petitioner to 
file a reply to the allegations of the answer relating to the defense of laches, or elect 
to stand upon its implied denials thereof under rule 8 (d) of the Federal Rules of 
Civil procedure, and a reply denying such allegations was filed. Both parties took 
testimony and after hearing the Examiner of Interferences held that the petitioner 
could not be charged with undue delay in filing its petitions for cancellation, and that 
the respondent’s defense of laches therefore was not sustained. Respondent appeals. 
It was held by the Examiner of Interferences that “the principle of laches relates 
to the lack of diligence of a party seeking relief in asserting the right on which his 
cause of action is predicted, and laches consequently may not be imputed to one who 
had no knowledge of the facts creating his cause of action.” Respondent, while 
conceding that there is no evidence that petitioner had actual knowledge of respond- 
ent’s use of its mark until shortly before these cancellation proceedings were 
brought, contends that knowledge must be imputed to the petitioner both because 
of the respondent’s advertising and because of the existence of its registrations of 
the marks under the Act of 1905. 

The advertising referred to was published in certain registers or directories and 
in certain trade publications. The testimony now presented for petitioner shows 
that it had no access to any of these publications until almost immediately before 
bringing the petitions for cancellation. Petitioner is a small concern and the only 
persons who might have had knowledge specifically testified that they had seen 
none of these publications and had never heard of the respondent’s use of its mark 





858 THE TRADE-MARK REPORTER 39 T. M. R. 


until about the time the petitions were filed. It is clearly shown that no actual 
knowledge existed, nor is the advertising of such a nature or extent that it may be 
assumed that the petitioner in its normal commercial activity would have seen it 
or otherwise heard of respondent’s activity. In fact, respondent who clearly had 
access to at least one of the registers in which petitioner’s mark was also listed 
states that he had never heard of petitioner’s mark prior to these proceedings. Based 
on actual knowledge or upon knowledge to be imputed because of advertising of 
respondent there clearly was no notice to petitioner of the existence of respondent’s 
marks or the registration thereof. 

The Examiner of Interferences has also found that the existence of the re- 
spondent’s registration did not constitute actual or constructive notice to petitioner, 
citing United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 1918 C. D. 369. 

Under section 22 of the Trade-Mark Act of 1946, registrations under the Trade- 
Mark Act of 1905, as well as those registered under the New Act, are made con- 
structive notice but no comparable provision appears in the Trade-Mark Act of 
1905. The provisions of section 22 of the Trade-Mark Act of 1946 became effective 
July 5, 1947, and are not made retroactive or applicable to pending cases as in the 
case of section 19 relating to laches. The decision cited by the Examiner of Inter- 
ferences and other decisions (see those discussed in an article entitled “‘Construc- 
tive Notice and Concurrent Registration” by Walter J. Halliday, 38 T. M. R. 935, 
and Robert, “The New Trade Mark Manual,” pages 130 and 153), tend to indicate 
that registration under the Act of 1905 did not constitute constructive notice. The 
contrary has, however, been suggested. Standard Brewery Co. v. Interboro Brew- 
ing Co., 229 F. 543. Under the facts here presented, however, it is not considered 
necessary to determine which construction might be correct since, even if a registra- 
tion under the Act of 1905 could be considered constructive notice, it would not re- 
quire a change of the decision of the Examiner of Interferences. As stated by the 
United States Court of Customs and Patent Appeals in West Disinfecting Company 
v. Owen, 35 C. C. P. A. 843, 165 F. 2d 450 [38 T. M. R. 318], decided contem- 
poraneously with the decision remanding this case : 

* * * It is well settled that before the doctrine of laches may be applied, something 

more than a mere lapse of time must exist. * * * 


See also Bordo Products Company vy. B. A. Railton Co. (C. C. P. A.), 173 F. 
2d 981 [39 T. M. R. 409}. 

The respondent relies upon mere lapse of time and nothing of an affirmative 
nature which would have appeared to require action on the part of petitioner prior 
to the filing of these proceedings is presented. If it were to be considered that reg- 
istration of respondent’s trade-mark was constructive notice to petitioner, the 
earlier registration of petitioner’s trade-mark under the same Act would also have 
been constructive notice of petitioner’s rights to respondent, and would accordingly 
affect its claim of concurrent use in good faith at least to some extent. Petitioner’s 
failure to act would constitute at most a mere lapse of time in taking action, and under 
the decision above quoted could not be considered laches sufficient to defeat its 
claim, particularly since the earlier Act provided that cancellation proceedings might 
be instituted at any time. If the opposer is to rely upon a registration under the 
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Act of 1905 as constructive notice under that Act, it cannot avoid the effect of other 
provisions thereof. 

Respondent further presents arguments on the question of likelihood of confusion 
between the marks as applied to the goods, and attempts to reopen the questions 
disposed of on the prior appeal, contending that the remand of this case in effect 
permits a “new trial” and requires a review and redetermination of matters pre- 
viously decided. It is contended that, since the decision of the United States Court 
of Customs and Patent Appeals did not consider or pass on the merits, questions 
previously decided may now be reconsidered. A reading of the court’s opinion in- 
dicates that it did not intend to reopen the case except for the purpose of completing 
the record with respect to the question of laches and determination thereof, and 
that when it was stated “* * * the parties may by evidence support their contentions 
for and against the alleged laches,” it restored jurisdiction to the Patent Office 
for that purpose and only for that purpose. Under section 47(b) of the Trade- 
Mark Act of 1946, the court might have remanded the case to the Commissioner “‘for 
the taking of additional evidence or a new trial or for reconsideration of the deci- 
sion on the record as made * * *.” By the terms of the opinion quoted above it 
was remanded for the taking of additional evidence as to one matter only. There 
is therefore no basis for reconsideration of anything previously decided in these 
proceedings. 

The decision of the Examiner of Interferences is affirmed. 





CRESCENT TOOL COMPANY v. CRESCENT STEEL COMPANY 
Examiner of Interferences—June 17, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Fact that products are sold through same stores and are closely associated in use is not 
controlling, in determining question whether they possess same descriptive properties within 
meaning of 1905 Act, where goods of the parties have nothing whatever in common as to 
composition. 
TRADE-M ARKS—GoopDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Lawn sprinklers held goods of the same descriptive properties as hand tools—namely, 
forks, hoes, rakes, hooks, weeders, trowels, cultivators, sidewalk scrapers, eye hoes, shovels, 
axes, hammers, hatchets, grass hooks, scythes, and corn hooks, under 1905 Act. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
1905 Act expressly prohibits registration of same mark to different users thereof for 
goods of same descriptive properties, irrespective of question of distinctiveness of mark. 


Trade-mark opposition by Crescent Tool Company against Crescent Steel Com- 
pany. Notice of opposition sustained and applicant adjudged not entitled to reg- 


ister. 


Nims, Verdi & Martin, of New York, N. Y., for opposer. 
Barnes, Kisselle, Laughlin & Raisch, of Detroit, Mich., for applicant. 
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BaILey, Examiner of Interferences: 


This is an opposition in which neither party has filed testimony, both have 
filed briefs, and only the opposer was represented at the hearing. 

The allegations contained in the notice of opposition relate to the confusion in 
trade clause of Section 5 of the Act of 1905 as the sole statutory ground for nega- 
tiving the right of registration claimed by the applicant. 

The applicant seeks registration of the mark ‘Crescent,’ for use upon lawn 
sprinklers. 

Of the several registrations on which the opposer’s right of action is predicted, 
the most pertinent here is No. 381,873 for the mark “Crescent,” as applied to hand 
tools—namely, forks, hoes, rakes, hooks, weeders, trowels, cultivators, sidewalk 
scrapers, eye hoes, shovels, axes, hammers, hatchets, grass hooks, scythes, and corn 
hooks. 

It appears that the opposer is the record owner of the registration specified, 
which issued some years prior to the earliest date of use claimed by the applicant ; 
and since the marks of the parties are substantially identical, the only question to 
be decided is that of whether or not the goods possess the same descriptive prop- 
erties. 

The examiner concurs in the applicant’s argument, as supported by a number 
of cases cited in its brief, to the effect that neither the fact that products of the 
character here involved are sold through the same stores, nor that they are closely 
associated in use, is controlling upon the question presented. Unlike the products 
of the parties hereto, however, the goods involved in such cases had nothing what- 
ever in common as to composition, as illustrated, for example, by Minnesota Min- 
ing & Mfg. Co. v. McDonnell (75 U. S. P. Q. &, C. C. P. A.), Kraft-Phenix 
Cheese Corp. v. Consolidated Beverages, Ltd. (44 U.S. P. Q. 41, C. C. P. A.) and 
McKesson & Robbins, Inc. v. Isenberg (71 U.S. P. Q. 186), wherein, respectively, 
snap switches and a line of goods including abrasive paper, adhesive tape, and 
polishes ; cheese coated pop corn and soft drinks; and razor blades and shampoo ; 
were found to possess different descriptive properties. 

The examiner is of the opinion, on the other hand, that the relationship of the 
goods of the instant case is practically identical with that existing between carv- 
ing and kitchen knives, and lunch kits and fruit juice extractors, which were held 
to be of the same descriptive properties in Handy-Andy Specialty Co., Inc. v. 
Sta-Brite Products Corp., 28 U. S. P. Q. 239. Not only are the products here 
involved complementary garden appliances adapted for sale through the same 
channels and to the same class of customers, but all of them are in the nature of 
hardware items; and their nature is deemed to be such that their sale under the 
same mark would be quite likely to cause purchasers to assume that they emanated 
from the same source. Accordingly, these goods are deemed to possess the same 
descriptive properties within the meaning of the statute. 

It has been urged by the applicant that the notation in controversy is a “weak 
mark,” and that it may be used by both parties without likelihood of confusion re- 
gardless of whether or not their products possess the same descriptive properties. 
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Aside, however, from the question of distinctiveness of this mark, the Act of 1905 
by its terms prohibits the registration of the same mark to different users thereof 
for goods of the same descriptive properties. Ex parte Laabs Cheese Co., 73 
U. S. P. Q. 85. 

Accordingly, the notice of opposition is sustained, and it is further adjudged 
that the applicant is not entitled to the registration for which it has made applica- 
tion. 





EX PARTE THE PULITZER PUBLISHING COMPANY 
Commissioner of Patents—August 3, 1949 


TRADE-M ARKS—REGISTRABILITY—RES JUDICATA 

Prior refusal to register mark under 1905 Act may not bar new application under Section 
2(f) of 1946 Act. 

Whether considered as an absolute bar or merely as a precedent, 1932 decision, on ap- 
plication to register same mark, held fully applicable to question of applicant's right to reg- 
ister under 1946 Act. 

TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

Platform of St. Louis Post-Dispatch, enclosed in double bordered box, held incapable of 
functioning as a trade-mark and distinguishing applicant’s goods from those of others. 

Concept, definition or function of a trade-mark is not expanded by 1946 Act. 

TRADE-M ARKS—REGISTRABILITY—TEN-YEAR CLAUSE 

Since ten-year clause of 1905 Act required “use as a trade-mark,” unless the material 
presented was actually a trade-mark, it would not have been registrable under the ten-year 
clause. 

TRADE-MARKS—REGISTRABILITY—GENERAL 

Nonregistrable subject matter is not converted to a mark eligible for registration by use 
of decorative or other border. 

Whether or not name “Joseph Pulitzer” is, or may be, used as a trade-mark held not 
open for consideration on this appeal, since, even if registrable per se, it is, as presented, 
merely incidental to unregistrable material. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by The Pulitzer Publishing Com- 
pany. Applicant appeals from refusal of registration. Affirmed. 


John R. Green, of St. Louis, Mo., for applicant. 
DanlieE;s, A. C.: 


This is an appeal from the final refusal to register a trade-mark for a newspaper 
on the Principal Register under the Act of 1946, in accordance with Section 2(f) 
thereof. 

By this application applicant seeks registration of the following: 


THE POST-DISPATCH PLATFORM 


I know that my retirement will make no difference in its cardinal principles; that it 
will always fight for progress and reform, never tolerate injustice or corruption, always 
fight demagogues of all parties, never belong to any party, always oppose privileged 
classes and public plunderers, never lack sympathy with the poor, always remain devoted 
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to the public welfare, never be satisfied with merely printing news; always be drastically 
independent ; never be afraid to attack wrong, whether by predatory plutocracy, or pred- 
atory poverty. 

JosePpH PULITZER 


April 10, 1907. 


In actual use, and as shown in the drawing of the application, this “Platform” 
is enclosed within a double bordered box and appears at the so-called ‘‘masthead” 
of the newspaper, in the upper lefthand corner of the editorial page, directly below 
the name of the paper, the name and address of the publisher, and similar material. 
It is printed in type slightly blacker than that used in printing the balance of the 
editorial page, except the headings. It is stated that the box has been used con- 
tinuously since 1911; that at the time of the 1931 application blackfaced type 
was used, but shortly afterwards the present slightly larger blackfaced type was 
introduced, “to increase the distinctiveness.” Registration of this same feature 
was heretofore sought under the Trade-Mark Act of 1905 and refused. Ex parte 
the Pulitzer Publishing Company, 156 Ms.D. 910, 14 U. S. P. Q. 140. In that 
refusal the Assistant Commissioner, after quoting statements as to the nature and 
function of a trade-mark appearing in Canal Company v. Clark, 13 Wall. 311, 
and Columbia Mill Co. v. Alcorn, 150 U. S. 460, stated: 


The applicant’s alleged trade-mark does not meet the above requirements. Obviously 
it was not adopted for the purpose of identifying the origin or ownership of the article 
to which it is applied. The origin of the paper to which it is applied is definitely stated 
elsewhere in the paper, as evidenced by the following which appears on the editorial page 
above “The Post-Dispatch Platform”: 


ST. LOUIS POST-DISPATCH 
Founded by Joseph Pulitzer 
December 12, 1878 
Published by 
The Pulitzer Publishing Company 
Twelfth Boulevard and Olive Street 


The declaration of principles which constitute the platform on which the St. Louis 
Post-Dispatch rests may have been entitled to protection under our copyright law as a 
literary production, but certainly it does not function as a trade-mark. 


The present application has been refused as res judicata, but applicant con- 
tends that the prior decision is not controlling because of differences in the re- 
quirements of the two Acts and because new facts and changed conditions have 
intervened. That a prior refusal of a trade-mark under the Act of 1905 may 
not be a bar to a new application under Section 2(f) of the Trade-Mark Act of 
1946 in all cases seems obvious. But the examiner appears to be right in deciding 
that the holding that it did not constitute a trade-mark is just as applicable under 
the Act of 1946 as under the Act of 1905. (See discussion in Ex parte American 
Enka Corporation, 81 U. S. P. Q. 476, 624 O. G. 972.) In view of the importance 
attributed to this matter by applicant, however, it does not seem desirable to re- 
strict the consideration of this ex parte question to the narrower question of res 
judicata, but it should be noted that whether considered as an absolute bar or 
merely as a precedent, the 1932 decision (Ex parte Pulitzer Publishing Company, 
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supra) and the authority there cited, appear fully applicable to the question of the 
right to register this feature even though presented under the New Act. 

The suggestion that res judicata should not apply, because new facts and 
changed conditions have intervened, is based upon the fact that the mark has been 
continuously used by applicant since the rejection of its prior application in 1932, 
and the contention that by reason of such continued and exclusive use it has ac- 
quired a secondary meaning, identifying and distinguishing the newspaper. The 
applicant’s continuous use is clearly established and is not questioned by the 
examiner, but the nature or character of the material is not affected by the use for 
the longer period, and whether considered on the basis of res judicata, or as a 
matter of first impression, the question of whether or not this “Platform” con- 
stitutes a trade-mark and functions as such is not changed by such continued use. 

It is applicant’s contention that the definition of a trade-mark appearing in 
Section 45 of the Trade-Mark Act of 1946 is far broader than that in the 1905 
Act. The definition in the New Act provides that: 


The term “trade-mark” includes any word, name, symbol, or device or any combina- 
tion thereof adopted and used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others. 


While the subject matter here sought to be. registered may be recognized by 
readers of the St. Louis Post-Dispatch as a feature of that newspaper, it cannot, 
in my opinion, perform the function of identifying the goods of the applicant 
and distinguishing them from those of others, for the reasons stated in the 1932 
decision in Ex parte The Pulitzer Publishing Company, supra. That many marks 
may be registered under the 1946 Act which were not considered registrable trade- 
marks under the 1905 Act cannot be questioned, but I cannot agree that the con- 
cept or definition of a trade-mark or the function thereof is expanded by the 
1946 Act. While no precisely similar definition appears in the Act of 1905, the 
definition appearing in the 1946 Act appears not only entirely consistent with 
the definitions and statements of the nature of trade-marks appearing in many 
decided cases, both under the Act of 1905 and at common law, but to have been 
taken almost literally from such cases and earlier text authority. See discussions 
of this subject appearing in Ex parte Booth Bottling Company, 80 U. S. P. Q. 
78, 620 O. G. 1266, and Ex parte American Enka Corporation, supra, which will 
not be repeated. 

Applicant also suggests that the mark sought to be registered would have 
been registrable under the Act of 1905 had it been used for the period required 
to qualify under the “ten-year proviso,” thereof, and that Section 2(f) of the 
Trade-Mark Act of 1946 is in effect a “five-year proviso” with similar effect. 
There are obvious differences between the ten-year proviso of the 1905 Act and 
Section 2(f) of the Trade-Mark Act of 1946. But unless the material presented 
was actually a trade-mark, it would not have been registrable under the ten-year 
proviso which required “use as a trade-mark.” See Jn re Paris Medicine Co., 24 
C.C. P. A. 854, 87 F. 2d 484; Charles R. Spicer v. W. H. Bull Medicine Co., 18 
C.C. P. A. 1402, 49 F. 2d 980 [21 T. M. R. 406]; and Ex parte The Gamewell 
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Fire-Alarm Telegraph Company, 1912 C. D. 394, 185 O. G. 827. Since for the 
reasons stated by the Assistant Commissioner Moore in 1932 as well as under the 
decisions referred to, it is my opinion that applicant’s mark is not a trade-mark 
and cannot function as such, no further consideration of a possible analogy to 
cases under the “ten-year proviso,” is considered necessary. 

The examiner’s quotation from the Commissioner’s decision in 1932 (Ex parte 
Pulitzer Publishing Company, supra), to the effect that the material might “have 
been entitled to protection under our copyright law,” is also questioned by ap- 
plicant, it being stated that this overlooks the fact that the use required for a 
trade-mark destroys any right to copyright thereafter, and that any right to copy- 
right the present work was lost with its first publication. Based upon this applicant 
states that “‘what the suggestion really amounts to is in effect that a trade-mark 
cannot be given protection if it has a literary quality . . . .,” and that accord- 
ingly trade-mark protection would be given only “to inferior products.” No 
such inference can be based upon the quotation referred to. Material subject to 
copyright and that which may constitute a trade-mark differ in nature and are 
subject to protection under different statutes, the degree of their merit, literary 
or otherwise, not being considered if they are otherwise qualified. 

Applicant further contends that distinctive display, t.¢c., the box and the 
heavy blackfaced type, together with the name of “Joseph Pulitzer” entitles it to 
registration. The inclusion of a decorative or other border has repeatedly been 
held not sufficient to convert nonregistrable subject matter into a mark eligible 
for registration. Ex parte G. Fava Fruit Company, Inc., 159 Ms.D. 545, 28 U. S. 
P. Q. 112; Ex parte Ottawa Silica Company, 574 O. G. 790, 65 U. S. P. Q. 173; 
Ex parte Fruit Dispatch Company, 589 O. G. 501, 70 U. S. P. Q. 41. Whether or 
not the name “Joseph Pulitzer” is, or may be, used as a trade-mark was not open 
for consideration on this appeal, since, even if registrable per se, it is here pre- 
sented as part of the entire subject matter, and, as so presented, is merely incidental 
to the unregistrable material for which applicant seeks registration. 

Applicant takes understandable pride in this “Platform,” both from a literary 
and historical standpoint, but this does not change the essential characteristics 
of the material which does not conform to the definition of a trade-mark under the 
Trade-Mark Act of 1946, and I agree with the conclusion of the Examiner of 
Trade- Marks that it is not a trade-mark and cannot function as such. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE ZIMMERMAN BROTHERS 


Commissioner of Patents—August 9, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
No one has right to incorporate mark of another as essential feature of his mark. Ad- 
dition of another word held insufficient to avoid confusion. 
Proposed disclaimer of arbitrary feature, constituting prior mark, would not change 
nature of applicant’s mark nor remove likelihood of confusion. 
Marks unregistrable on Principal Register, under Section 2(d), are also excluded from 
Supplemental Register, by Section 23. 
APPEALS—SCOPE OF REVIEW—GENERAL 
TRADE-M ARKS—REGISTRABILITY—PLEADING AND PRACTICE 
Question of registrability of mark on Supplemental Register held not open to considera- 
tion, on appeal from refusal of application for registration on Principal Register. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Phyllis XXX XX” held confusingly similar to “XX XX,” used on identical goods, under 
1946 Act. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by Zimmerman Brothers. Appli- 
cant appeals from refusal of registration. Affirmed. 


Max D. Ordman, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally re- 
fusing to register the notation “Phyllis XX XXX” as a trade-mark on the Principal 
Register of the Trade-Mark Act of 1946, for evaporated milk. The registration 
has been refused in view of the prior registration of the trade-mark “XXXX” 
under the Act of 1905, for evaporated milk, registered May 28, 1907, and twice 
renewed. 

Under Section 2(d) of the Trade-Mark Act of 1946, no “mark which so 
resembles a mark registered in the Patent Office . . . . as to be likely, when ap- 
plied to the goods of the applicant, to cause confusion or mistake or to deceive 
purchasers” shall be registered. The resemblance between the five X’s of ap- 
plicant’s mark and the four X’s of the prior registration, seems obvious. Appli- 
cant contends, however, that the addition of the word “Phyllis” to the five X’s 
eliminates any likelihood of confusion. As was stated in Carmel Wine Company 
v. California Winery, 38 App. D. C. 1, 1912 C. D. 428: 


It goes without saying that one has no right to incorporate the mark of another as 
an essential feature of his mark. Such a practice would lead to no end of confusion and 
deprive the owner of a mark of the just protection which the law accords him. 


This is clearly considered the question of confusion which is made the test under 
Section 2(d) of the Trade-Mark Act of 1946 quoted above. The addition of the 
other word to applicant’s mark does not completely differentiate from the mark 
of the prior registration, nor as used do the X’s lose their identity. They remain 
a very conspicuous portion of the mark and retain their identity and significance. 
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The refusal to register applicant’s mark for identical products is therefore consid- 
ered to be correct under Section 2(d) of the Act of 1946. Applicant further 
contends that it should be permitted to disclaim the X’s. They are, however, an 
arbitrary feature. Disclaimer would not change the nature of applicant’s mark, 
nor remove the likelihood of confusion. 

Applicant further contends that it should be entitled to registration of its 
mark on the Supplemental Register. Since the application is not made for reg- 
istration on that register this question is not open to consideration, but it is to be 
noted that marks declared to be unregistrable under paragraph 2(d) are also made 
unregistrable on the Supplemental Register by Section 23 of the Act. 

The decision of the Examiner of Trade-Marks is affirmed. 













EX PARTE WILLIAM SKINNER & SONS 
Commissioner of Patents—August 10, 1949 










TRADE-M ARKS—REGISTRABILITY—SECTION 2(f) 
Section 2(f) of 1946 Act permits registration of a “mark,” which in turn is defined by 
Section 45, together with “trade-mark.” 
To be registrable as “trade-mark” words must function as such, identifying applicant's 
goods and distinguishing them from those of others. 
Section 2 of 1946 Act is one for registration of “trade-marks” and unless material sub- 
mitted is a “trade-mark,” it is not eligible for registration on Principal Register. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Look for the Name in the Selvage,” held incapable of functioning as a trade-mark and 
not to identify or distinguish applicant’s goods from those of others. 













Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by William Skinner & Sons. Ap- 
plicant appeals from refusal of registration. Affirmed. 


Edward G. Roe, of New York, N. Y., for applicant. 
DANIELS, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks refusing 
an application for registration of a trade-mark for “fabrics of silk, wool, cotton, 
man-made fibers and combinations thereof,” upon the Principal Register under 
Section 2(f{) of the Trade-Mark Act of 1946. The mark sought to be registered 
consists of the words “Look for the Name in the Selvage.”” Registration has been 
refused on the ground that the notation presented is incapable of distinguishing 
applicant’s goods, it being stated by the examiner that the notation sought to be 
registered is merely a statement of fact such as anyone might use in advertising 
such a product, and is one that could be aptly used by scores of other fabric manu- 
facturers who place their brand names in the selvage. That the mark could not 
be registered unless meeting the requirements of Section 2(f) of the Trade-Mark 
Act of 1946 is not questioned by applicant. That section provides: 

















Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this section, 
nothing herein shall prevent the registration of a mark used by the applicant which has 
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become distinctive of the applicant’s goods in commerce. The Commissioner may accept 

as prima facie evidence that the mark, has become distinctive, as applied to the applicant's 

goods in commerce, proof of substantially exclusive and continuous use thereof as a mark 

by the applicant in commerce for the five years next preceding the date of the filing of 
the application for its registration. 

Applicant claims use of the “Look for the Name in the Selvage” expression 
since 1894 and relies not only upon the last clause of this section (stating in the 
declaration that the mark has been in continuous use for more than five years 
preceding the filing date) but has also submitted proof by affidavit and numer- 
ous exhibits in support of its burden of proving that the mark has become dis- 
tinctive of applicant’s goods in commerce. 

As a preliminary matter it should be noted that applicant uses the trade-mark 
“Skinner” or “Skinner’s” and a mark consisting of an Indian’s head, as well as the 
wording here sought to be registered, upon its products and on the labels attached 
thereto, and that there is no question of affixation to the goods here involved. 

Applicant states that silks and satins of William Skinner & Son “were the first 
in the world to have their name woven in the selvage as a mark of identity. . 
It does not, however, question the examiner’s statement that other manufacturers 
have followed the practice of identifying their fabrics by also printing or weaving 
a name or mark in the selvage and that the practice is now, and has been, common 
in the textile trade, although there is nothing in this record to indicate that any 
other manufacturer has called attention to the appearance of its mark or name in 
the selvage of the fabrics by utilizing the particular wording used by applicant. 

The applicant has presented by affidavit much factual material which clearly 
indicates that this wording has been used by applicant since 1894. It has been 
affixed to the goods and used in advertising accompanying the name “Skinner” 
and the “Indian Head,” in numerous ways including use of the words on labels at- 
tached to the goods, printed on the goods themselves, on mailing envelopes, adver- 
tising mats supplied to dealers, package labels actually affixed to the containers for 
the goods, invoices, letterheads, pin tickets used on fabrics, hang tags used on pieces 
of goods when shipped, garment labels, sample books, package and envelope labels 
and in advertising and store and factory or office display. It is shown that the sales 
of the material itself have been extremely large and that use of the various labels, 
invoices, envelopes, and other material has been in extremely large quantities. One 
method of the display of the phrase often used in that of printing the words around 
the lower portion of the oval in which the “Indian Head” is shown. It is also used 
above and below this and in various positions with relation to the word “Skin- 
ner” (Skinner’s). For example in one sample of fabric submitted by applicant 
the phrase is printed around the lower part of the “Indian Head” on the fabric 
itself, and also appears displayed in the same manner on a printed paper label 
affixed to the end of the piece of goods, the name “Skinner’s also appearing above 
the oval. In some of the exhibits the phrase, particularly as used accompanying 
the oval, is so small as to be virtually indisinguishable, but in nearly all of the ex- 
hibits it is prominently displayed. In none of them, however, does it appear by 
itself. From the foregoing material the widespread use of the phrase in question 
with the goods is well established, but it is also apparent that the words involved 
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herein are used in a subordinate and collateral sense, with the name “Skinner” or 
“‘Skinner’s” or the “Indian Head”’ trade-mark, or both. 

Section 2(f) quoted above refers to the registration of a “‘mark.” Section 45 
of the Trade-Mark Act of 1946 defines a mark as “‘any trade-mark, service mark, 
collective mark, or certification mark entitled to registration under this Act whether 
registered or not.” Of these terms it is applicant’s contention that its wording 
constitutes a trade-mark and it clearly is not ‘‘a service mark, collective mark, or 
certification mark,” and to qualify for registration under Section 2 of the Trade- 
Mark Act of 1946, it must meet the definition of a trade-mark under that Act. 


A trade-mark is defined in Section 45 as follows: 


The term “trade-mark” includes any word, name, symbol, or device or any combina- 
tion thereof adopted and used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others. 


Therefore, no matter how widely used nor how prominently displayed, registra- 
tion of “Look for the Name in the Selvage’” must be refused unless the words 
constitute a trade-mark and function as such to identify the goods of the applicant 
and to distinguish them from those manufactured or sold by others. 

These words are obviously a warning to customers and prospective customers 
to be certain that they are obtaining genuine Skinner fabrics. They are an admoni- 
tion to a purchaser to take adequate precaution to make sure of what he is getting, 
and if he follows their instruction and, upon looking at the selvage, does find the 
Skinner name, he may thereby identify the fabric of applicant and distinguish it 
from that manufactured or sold by others. 

The words themselves do not function for this purpose. The definition of 
a trade-mark under Section 45 of the Trade-Mark Act of 1946 has been consid- 
ered at some length in Ex parte Booth Bottling Company, Inc., 620 O. G. 1266, 
80 U. S. P. Q. 78; and Ex parte American Enka Corporation, 624 O. G. 974, 81 
U.S. P. Q. 476. The words involved in those cases refer to an advertising feature 
of a somewhat different nature than those of the applicant here involved, the one 
referring to the volume of the merchandise (Ex parte Booth Bottling Company, 
supra) and the other to the desirability of utilizing a particular thread in fabric 
(American Enka Corporation, supra). In this case, however, as in those, the 
words sought to be registered, in and of themselves, identify or distinguish 
nothing. They are entirely collateral and subordinate to the applicant’s trade- 
marks, which do distinguish this fabric, and serve only as an advertising feature 
calling attention to those trade-marks. In Columbia Mill Company v. Alcorn, 150 
U. S. 460, in dealing with a geographical term, the Supreme Court said: 

These merely geographical names cannot be appropriated and made the subject of an 
exclusive property. They do not, in and of themselves, indicate anything in the nature 


of origin, manufacturer, or ownership; and in the present case the word “Columbia” 
gives no information on the subject of origin, production, or ownership. 


In the same case the court quoted from an earlier case as follows: 


In the leading case of Amoskeag Mfg. Co. v. Spear, 2 Sandf. 599, it is laid down that 
no one has a right to appropriate a sign or symbol which, from the nature of the fact 
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it is used to signify, others may employ with equal truth, and, therefore, have an equal 
right to employ for the same purpose. 


Since the material sought to be registered does not identify the product or 
distinguish it from others, it does not comply with the definition of the trade-mark. 

That the words sought to be registered are intended to be taken as a warning 
to look for the actual marks and that this is the meaning they are intended to con- 
vey to the public, rather than serving to identify or distinguish the goods of the 
applicant is made clear from certain exhibits submitted. Exhibit 10, for example, 
is stated to be a sample of the “Hang tags used on garments lined with Skinner 
fabrics, for consumer identifying purposes.” It is a folded tag, the cover portion 
containing the “Indian Head” oval with the words “Look for the Name in the 
Selvage” curving about the lower portion thereof. Below this in larger type ap- 
pears the sentence “This Coat is lined with Skinner’s Quality Rayon.” On the 
inside page in prominent type appears the wording “Look for the Skinner quality 
fabric name on dresses, dress fabrics, sportswear, raincoats, lingerie, corsets, shoes 
and smart accessories.” (Emphasis added.) This language with the substitution 
of another name for that of applicant would obviously be suitable for use by any 
manufacturer of fabrics used in such garments and clearly would have the meaning 
asscribed to the words sought to be registered. Yet the words used in this exhibit 
differ from those sought to be registered only in suggesting that the purchaser look 
for a mark of identification upon the garment rather than on the selvage of the 
material, which of course could not be examined in the finished garment. 

Exhibit 14 is a booklet ‘“‘Skinner’s Silks and Satins Their Romantic Story,” 
and contains a history of applicant’s business, which it is stated has been widely 
distributed to schools and colleges. It contains the following language : 

William Skinner & Sons protect the public by weaving into the selvage of every piece 
of goods the “Skinner” name, which stands, as it always has stood, for absolute honesty 
of manufacture and excellence of products. . . . 

Skinner’s Silks and Satins were the first in the world to have their name woven in 
the selvage as a mark of identity. It is essential to look for this name to be certain of 
getting the genuine. Be on your guard and insist that the selvage contains the word 
“Skinner.” When you have founda it, and made your purchase, you will know that you 
have behind you the skill and experience of nearly a century and the backing of a world- 
wide reputation. (Emphasis added.) 


By this applicant clearly recognizes that until the purchaser or prospective 
purchaser has looked for the “Skinner” name in the selvage, he will not know that 
he has “the backing of a world-wide reputation,’ and further recognizes that it 
is by the name “Skinner’’ that this may be determined and the goods identified— 
not by the warning sentence itself. 

In Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 C. C. P. A. 
1024, 127 F. 2d 138 [32 T. M. R. 312], the court said: 


. We are further of opinion that the notation inherently cannot function as a 
trade-mark. 
See also Jn re Bailey Meter Co., 26 C. C. P. A. 1136, 102 F. 2d 843; Barber- 
Colman Co. v. Overhead Door Corporation, 20 C. C. P. A. 1118, 65 F. 2d 147: 
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Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657. The words here 
sought to be registered do not distinguish or identify any particular goods, but are 
an advertising feature used in connection with the actual trade-marks used by ap- 
plicant upon the goods. 

Section 2 of the Act is, however, one for the registration of trade-marks and 
unless the material submitted is a trade-mark and functions as such it is not eligible 
for registration on the Principal Register. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE JOSEPH F. CORCORAN SHOE COMPANY 
Commissioner of Patents—September 1, 1949 


OpposITIONS—APPEALS—PLEADING AND PRACTICE 
New matter in Examiner’s statement on appeal not presented in course of prosecution of 
application disregarded; and applicant’s new matter in response thereto, offered on the 
argument of appeal, refused entry of record. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Paratroop Jump Boots” held merely descriptive of boots, under 1905 Act. Fact that 
applicant’s boots may be sold to general public for hunting, camping, working, etc., held im- 
material. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Joseph F. Corcoran Shoe Com- 


pany. Applicant appeals from refusal of registration. Affirmed. 
Ezekiel Wolf, of Boston, Mass., for applicant. 
DANIELS, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally re- 
fusing registration of the words “Paratroop Jump Boots’ under the Trade-Mark 
Act of 1905, as a trade-mark for “boots.” Registration was refused on the ground 
that the mark sought to be registered is devoid of trade-mark significance and 
therefore incapable of denoting origin in the applicant. In the action finally re- 
fusing registration it was said that “Paratroop Jump Boots” is “merely the name 
of regulation equipment especially designed for the use of paratroopers,” and that 
“anyone who makes and offers for sale this type of boot should be able to use the 
term ‘Paratroop Jump Boots’ on his goods if he so desires, since the phrase is an 
ordinary and apt one for describing these goods.” It is further stated that the term 
did not indicate origin, but that it is used “merely as the name of the goods, be- 
cause the term informs the purchaser, rightly or wrongly, that the boots upon 
which it appears are ‘paratroop jump boots.’”’ These and other statements of 
that same general nature were traversed by the applicant in the prosecution of the 
case before the examiner and it was contended that the mark is not descriptive, but 
at most suggestive. 

In the examiner’s statement on appeal, however, reference is made not only 
to the general nature of the mark, but to an inquiry by the examiner at the Quarter- 
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master General’s office as to whether there is a special type of boot for parachute 
jumping purposes, and a statement that the examiner was informed by that office 
that the boots are “called parachute jump boots and that they have to meet certain 
specifications.” As a result of the inclusion of this statement, the applicant on the 
argument of this appeal presented affidavits stating that while there may have been 
at one time boots especially designated for parachute jumpers there are presently no 
such specifications and that airborne troops are issued combat boots rather than 
any type of boots specifically designed for parachute jumping. The affidavits fur- 
ther set out the nature of applicant’s boots and presented much information as to 
the construction of such boots and the type of users thereof. The affidavit and ex- 
hibits were also intended to show distinctiveness of the name as applied to appli- 
cant’s goods. 

The new matter in the statement on appeal had not been presented in the course 
of the prosecution before the examiner and the applicant had had no opportunity 
to meet it by evidence or argument at that time. The statements as to the issuance 
of special boots for paratroopers’ use, and as to the existence of specifications there- 
fore have accordingly been disregarded and the affidavit presented by the applicant 
was for that reason refused entry of record. Matters of this type should not be 
brought into the record for the first time on appeal. 

It is, however, a matter of common knowledge, not denied by the applicant, 
that ‘““Paratroop” is now a recognized word designating airborne troops. While 
the term does not appear in older dictionaries, it is defined in American College 
Dictionary, 1947 edition, as follows: 


Paratroop n. a force or unit of paratroopers. 
Paratrooper n. a soldier who reaches battle by landing from a plane by parachute. 


That such troops must be equipped with boots is obvious even without recalling 
what must be a matter of common knowledge from observing such military per- 
sonnel in uniform during the war. That the nature of their service required train- 
ing in parachute jumping is also well known. The term “Paratroop Jump Boots” 
must therefore be considered as identifying the type of boots worn by paratroopers 
and as such is highly descriptive if not generic. That applicant’s boots may not 
actually be sold to members of that service but may be used by members of the 
general public for hunting, camping, working, and under other conditions by men 
and boys cannot effect this obvious meaning of the term. Many types of clothing 
originally designed for a specified use are worn by the general public. An example 
occuring immediately is the sale of “cowboy boots”—also a recognized type of 
boot, to the general public. The fact that applicant’s boots may not be worn by 
paratroopers would not change the descriptive nature of the mark, or if they were 
not of the type suitable for paratroop use would require refusal on the ground that 
the mark was misdescriptive. As stated by the court in Cridlebaugh v. Montgomery 
Ward & Co., 34 C. C. P. A. 742, 158 F. 2d 646 [37 T. M. R. 72]: 


Even if it could be concluded that the term is misdescriptive of Cridlebaugh’s device, 
he has no right to assert exclusive monopoly upon a descriptive term which describes the 
goods of others or which might fittingly be used by others in advertising and carrying 
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out their business. See Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 C. C. 
P. A. 1294, 49 F. 2d 482, 9 U. S. P. Q. 238. 


The mark sought to be registered must therefore be considered to consist merely 
of words which are descriptive of the goods with which they are used, and as such 
not entitled to registration under the Trade-Mark Act of 1905. 
The decision of the Examiner of Trade-Marks is affirmed. 










EX PARTE QUAKER HAIR GOODS CO. 


Commissioner of Patents—September 12, 1949 






TRADE-MaArRK ACT OF 1946—REGISTRABILITY—SECTION 2 
TRADE-MARKS—CLASS OF GoOoDS—GENERAL 

Elimination of 1905 Act phrase, goods of the “same descriptive properties” in framing 

1946 Act apparently provides more flexible test as to when prior registration is a bar to a 







new one. 
Section 2, of 1946 Act, will require refusal of registration where there is likelihood of 


confusion, mistake or deception even though goods are of different classes; and presumably 

will permit registration where goods are of the same general class but confusion is unlikely. 
TRADE-MARKS—GOoODS OF THE SAME CLASS—PARTICULAR INSTANCES 

Shampoos and other products for cleaning and dressing the hair held goods of the same 

class as soap and use of the same mark thereon would be likely to cause confusion or mis- 










take. 
TRADE-M ARKS—APPLICATIONS FoR REGISTRATION—DESCRIPTION OF GOODS 


Examiner’s requirement of more specific description of “wave protection” and “scalp treat- 
ment” held reasonable and proper. 








Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Quaker Hair Goods Co. Applicant 


appeals from refusal of registration under 1946 Act. Affirmed. 








Caesar & Rivise, of Philadelphia, Pa., for Applicant. 







DANIELs, A. C.: 


This is an appeal from the final refusal by the Examiner of Trade-Marks of an 
application for registration of a trade-mark on the Principal Register, under the 
Trade-Mark Act of 1946, for “pressing oil, sheen oil, tar oil, working oil, medicated 
ointment, sage pomade, wave protection, cocoanut shampoo, oil shampoo, scalp 
treatment, croquignole wax, and marcel wax.” The mark sought to be registered 
consists of the word “Tru-Blu.” 

Registration has been refused in view of a prior registration of the word “Tru- 
Blu” as a trade-mark for soap, under the Trade-Mark Act of 1905. It has also been 
refused in view of applicant’s failure to comply with the examiner’s requirement 
that the description of goods now described as “wave protection” and “scalp treat- 















ment” be made more specific. 
The mark of the application and that of the prior registration consists of the 


same word, even if presented in a different manner. There is no question as to 
priority and the only question presented for consideration is that of the similarity 
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of the goods. Both the examiner’s statement and counsel’s arguments refer to the 
“descriptive properties” of the goods. Under section 2 of the Trade-Mark Act of 
1946, it is provided that no trade-mark shall be refused registration on account 
of its nature unless it— * * * 

Consists of or comprises a mark which so resembles a mark registered in the Patent 


Office * * * , as to be likely, when applied to the goods of the applicant, to cause confusion 
or mistake or to deceive purchasers. 


Under the Act of 1905 (Section 5), a prior registration could be considered as 
a bar to registration only when it was appropriated to merchandise of the “same 
descriptive properties.” The elimination of this language in the new Act appar- 
ently provides a more flexible test and will require refusal of registration in cases 
where there is likelihood of confusion, mistake, or deception, even though the goods 
fall into different categories while presumably permitting registration in the case 
of goods which fall within the same general class, but as to which it is apparent 
that confusion is unlikely. 

The foregoing comments are included in view of the references to the term 
“descriptive properties” above referred to, but probably have only a theoretical 
bearing on the present case. The shampoos and other products for cleansing, or 
similar treatment of the hair, appear so similar to soap that use of the identical 
mark thereon would be likely to cause confusion or mistake. Applicant refers to 
such cases as Ex parte George H. Schafer Co., 123 Ms.D. 369, 7 T. M. R. 596, 
stating that it was there held that shaving cream did not possess the same descrip- 
tive properties as soap in the cake, and Nulyne Laboratories v. Electro-Alkaline 
Company, 52 App. D. C. 265, 285 Fed. 999, wherein it is stated toothpaste was 
held not to be of the same descriptive properties as a bleaching, cleansing, and anti- 
septic agent. It has, however, been held in numerous cases that there was likelihood 
of confusion between marks applied to various cleansing materials which do not 
resemble each other to as great an extent as certain of applicant’s products resemble 
that covered by the prior registration. The Proctor & Gamble Company v. Cameo 
Corporation, 517 O. G. 821, 46 U. S. P. Q. 285; Lever Brothers Co. v. The Sitroux 
Company, Inc., 27 C. C. P. A., 858, 109 F. 2d 445 [30 T. M. R. 84] ; Huntington 
Laboratories, Inc. v. Mathieson Alkali Works (Inc.), 517 O. G. 823, 46 U. S. P. Q. 
388; The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 
2d 915 [28 T. M. R. 87]; and Barton Manufacturing Co. v. Hercules Powder Co., 
24 C. C. P. A. 982, 88 F. 2d 708 [27 T. M. R. 220]. In each of these cases it was 
held not only that the goods possessed the same descriptive properties, but that the 
use of the marks involved would result in likelihood of confusion, or as in Hunting- 
ton Laboratories, Inc. v. Mathieson Alkali Works, supra, that “mistake as to origin 
would be highly probable.” Therefore, even though decided under the prior Act 
they are considered pertinent to this case and the reasons given therein appear to 
apply equally to the present case. 

On this appeal the applicant does not stress its contention that the requirement 
of more specific description of “wave protection” and “scalp treatment” was im- 
proper. The examiner states that these terms are indefinite and might well refer to 
devices as well as to preparations for the hair, and that a more specific description 
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is necessary, (1) to enable this Office to determine proper classification, and (2) 
to inform interested parties, including the public, the exact nature of the goods on 
which protection is granted. This requirement seems reasonable and proper. 

The decision of the Examiner of Trade-Marks is affirmed. 









EX PARTE McILHENNY COMPANY 
Commissioner of Patents—September 15, 1949 










TRADE-MarRK ACT OF 1946—AMENDMENT OF REGISTRATION—SECTION 7 (d) 

Proposed amendment of registration refused as entailing substantial changes which alter 
materially the character of the mark. 

Disclaimed material may not be entirely disregarded; if petitioner’s contention that 
changes in disclaimed matter are immaterial were accepted, it would indicate that the amend- 
ment sought is not one to the mark actually registered and therefore the showing of “good 
cause,” required by Section 7(d), would be lacking. 









Petition by McIlhenny Company requesting that Examiner of Trade-Marks be 
directed to accept and enter amendment to Registration. Denied. 






Jewett, Mead & Browne, of Washington, D. C., for petitioner. 






DANIELS, A. C.: 





This petition requests that the Examiner of Trade-Marks be directed to accept 
and enter an amendment to the above entitled registration No. 280,758, registered 
February 24, 1931, the amendment having been presented under the provisions of 
section 7(d) of the Trade-Mark Act of 1946. The mark as originally registered 
discloses a representation of a flattened carton consisting of two ends and four 
rectangular side panels upon which appears the word “Tabasco,” the word “Mcll- 
henny,” a representation of a bottle, and what the petition refers to as “miscellaneous 
wording.” The registration contains the following disclaimer : 

Without waiving any common law rights no claim is made for the representation of 


a carton, the representation of a bottle, or to the wording appearing on the drawing, with 
the exception of the word “Tabasco” and the applicant’s name which are specifically 


claimed. 















The petition states that : 


* * * Minor changes have been made by the registrant in the miscellaneous wording 
which appears in connection with the trade-mark “Tabasco * * *. 







The examiner on the contrary states that the proposed changes are considered 
to alter the general character of the mark, a conclusion challenged by the applicant 
who states that there is no factual basis for such a finding. This is necessarily a 
matter of impression from examination of the drawings and specimens submitted. 
A substantial amount of wording relating to the ingredients and uses of the peti- 
tioner’s product which appeared on the original carton is omitted on the one now 
presented, but certain other references to such matters are substituted. There is 
also a difference in the reference to the registration of the word “Tabasco.” The 
representation of the bottle appears twice on the new specimens as against once 
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on the old, the added representation taking the place of statements as to the contents 
and virtue of the product which appeared on the old label. From an examination 
of the cartons and the drawing, I agree with the Examiner of Trade-Marks that 
the changes are substantial with respect to the “miscellaneous wording” appearing 
on both specimens. 

Petitioner contends, however, that this is immaterial, since all such matter was 
disclaimed. Nevertheless, all of this material was presented in connection with 
the original application for registration and appeared as part of the mark when 
it was published for opposition. The extent to which the presence of such “mis- 
cellaneous wording,” even though disclaimed, may have influenced persons who 
might otherwise have opposed, is a matter of speculation. The mark was presum- 
ably considered both by the Office and by potential opposers in its entirety, and for 
that purpose descriptive or even disclaimed material may not be entirely disre- 
garded. The petitioner in applying for the mark must have regarded this miscel- 
laneous wording as having some bearing on the subject matter of the registration 
or it presumably would not have been included and it cannot now suggest that the 
registration cannot be considered from the standpoint of its over-all appearance. 
The changes are substantial and particularly the inclusion of such statements as 
“This is the only “Tabasco.’”’ as against a somewhat more restricted claim in the 
original drawing appear to me to “alter materially the character of the mark.” 

If, however, the petitioner’s contention that the disclaimed material should be 
disregarded were to be accepted it would indicate that the amendment sought is not 
one which affects the mark actually registered and that therefore there would be no 
“good cause” shown for the amendments as required by section 7(d). On either 
ground, the amendment must be refused. 

The petition is denied. 
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